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INTRODUCTION

The book that has become The Clash of Trademarks and Domain Names on
the Internet is entirely different from what I originally envisioned. The first draft
was simply a selection of earlier published essays. But having assembled these, I
saw that the collection lacked coherence as a book. So, I decided on an entirely
different approach, one that focused more directly on the body of legal principles
applied in adjudicating claims of cybersquatting. This was appropriate because 2024
is the twenty fifth year since ICANN’s implementation of the UDRP, and as WIPO
anticipated, there has developed a mature jurisprudence to suppress cybersquatting.
As I point out in the text, WIPO even named its 2017 Overview, the Jurisprudential
Overview.

One of the consequences in reconceptualizing Clash, though, was that the text
grew to such an extent that it consumed the entire volume and left no room for the
indexes and tables. This is because the printing protocol limits the number of pages
to 840 so that what was originally intended for a one volume book has grown to two
volumes of unequal length.

While it may have been more aesthetic to have two books of the same length,
it seemed a clumsy solution to divide the Text. So I decided to leave the Text in
one volume and the Indexes and Tables in the other. This division of Text in one
and Indexes/Tables in the other is justified for an entirely pragmatic reason. I think
that having a separate volume for the Indexes and Tables is more efficient in using
Volume 1. If the Indexes are placed as they usually are at the back of the book then
researching for specific material would require some considerable dexterity in exam-
ining the referenced pages, but if the volumes are sitting one above the other or side
by side, researching the text will be more comfortable and easier.

I put the issue to colleagues in my weekly Chat group (see Preface in Volume
1) who had been receiving drafts of the book and they agreed with this approach. In
any event, that was my thinking and I hope the division into two volumes for the
reasons | have explained will be approved by my readers without reproach.

ABOUT THE INDEXES AND THE TABLE OF CASES

Where a book is written to be used rather than read there must be an adequate
index to assist readers in finding what they are searching for. In the paper book
medium, indexes can never be as functional as a Boolean search, and because of this
a general index is ill equipped to be totally satisfactory. This is why I decided to offer
a pdf of the text as a free addition to purchasing the two volumes. It is available on
request from the publisher at inquiries@legalcornerpress.com

WIPO foresaw in its Final Report that a jurisprudence would emerge from
reasoned decisions and it did and has. So large is the database of UDRP decisions

|ix
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(over 100,000) that only those with the most powerful memories could possibly
recall even a fraction of them. I have tried to capture a wide selection of panelists’
voices to illustrate my argument for the rise and development of a domain name
jurisprudence and also to illustrate that this jurisprudence is law created from the
bottom up rather than as with statutory law from the top down, very much like the
creation of English common law before its codification to statutes.

WIPO celebrates panelists” achievement in creating domain name law by nam-
ing its present volume of overviews the Jurisprudential Overview (2017). Decisions
come down by the dozen every day and for those with a masochistic streak they can
be readily accessed at Providers’ websites or, even better, from <udrp.tools>.

The third and fourth items in this second volume are Tables of Cases of
UDRP decisions and US, UK, and EU cases. They do not require much explana-
tion. Because of the size of the database of UDRP decisions some of my choices for
citation and discussion may be unfamiliar, but I wanted to illustrate my argument
for a jurisprudence by a wide spectrum of voices for it is the Panels who have created
the law and it is they who should be heard in all their fluency of reasoning and logic.
The cases cited in the fourth Table were mostly cited by panelists, not so much
in recent years but certainly in the earlier years when the jurisprudence was being
formed. What is mostly cited now are UDRP cases and WIPO’s current overview
of the jurisprudence, the Jurisprudential Overview (2017).

Copies of UDRP decisions can be located at each of the Provider’s websites:
Domain Names can be researched on current and former provider websites:

WIPO: http://arbiter.wipo.int/domains/search/index.html
FORUM: http://www.adrforum.com/SearchDecisions

CAC: https://udrp.adr.eu/adr/decisions/index.php

CIIDRC: https://ciidrc.org

ADNDRGC: http://www.adndrc.org/mten/UDRP_Decisions.php

Former Providers:
eResolution: http://www.disputes.org/index.htm (also accessible on <udrp-
search.com>).

You can also find WIPO, Forum, CAC, and CIIDRC cases at my preferred search
tool, <udrp.tools> and Reverse Domain Name Hijacking cases at <rdnh.com>, gen-
erously available without having to pay annual fees.









GENERAL INDEX

A

Abandoned (referring to domain name) xvi, xx, 25, 51, 122, 138, 145, 170, 199,
202, 222, 226, 374, 395, 399, 442, 474, 487, 489, 494-495, 550, 634, 638, 668,
703-705, 732, 756, 764
See also INADVERTENT, DROPPED, PUBLIC AUCTION

Abraham, Spencer (US Senator from Michigan who introduced the Bill that became
the ACPA) 731

Abuse of the administrative proceeding  xx, 369, 657-658, 660-664, 672-673, 676
See also RDNH, UDRP RULE 15(e)

Abusive registration (a tort distinctive from trademark infringement)  xiii, xix, 6, 15,
27, 88,90, 104, 136, 224, 305, 371, 398, 423, 443, 458, 461, 464, 466, 483, 508,
510, 518, 520, 541, 573, 603, 606, 619, 662, 693, 732
See also CONCEPTUAL OVERLAP, CONJUNCTIVE BAD FAITH, UDRP
PARAGRAPH 4(a)(iii)

Accusation (of cybersquatting by mark owner) 215, 436-438, 549, 593, 598, 651,
663-664, 672, 676, 699, 750
See also CYBERSQUATTING, CYBERSQUATTING COMPLAINTS

Achievement of consensus  ix, 75, 98, 112, 127, 793
See also CONSENSUS, JURISPRUDENTIAL OVERVIEW

ACPA xxi, xxvi, 6,9, 12, 77, 91, 301, 730-731, 737
See also ATTORNEY’S FEES, INJUNCTION, INTENT TO PROFIT, LANHAM
ACT, STATUTORY DAMAGES

Acquiescence  385-386, 594-595
See also NOMINATIVE FAIR USE

Acquired distinctiveness 19, 94, 132-134, 139, 211, 307, 315, 322-324, 330,
332-335, 338-341, 534, 561, 569, 583-585, 598, 741
See also INHERENT DISTINCTIVENESS, SECONDARY MEANING

Acquisition in bulk See HIGH-VOLUME REGISTRANTS

Acronyms (lexically common strings of letters) 64, 85, 166, 169-170, 227-229, 231,
400, 656, 688, 690, 693, 695

Across the Dot xiv, 203, 347, 367

Action pending in court of competent jurisdiction 143
See also UDRP RULE 18

Actionable claim  xviii, 6, 44, 91, 123, 127, 164, 203, 219, 264, 294, 306, 312, 320,
336, 338, 347-348, 374-376, 437, 462, 476, 517, 540, 559, 562, 565-566, 593, 602,
619, 645, 648, 651, 658, 667, 669-670, 712, 742, 749, 758, 760, 764, 769, 774-775,
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784-785, 790
See also NO ACTIONABLE CLAIM

Active website  xv, xxv, 43, 90-91, 99, 146, 165, 232, 388, 390, 398, 406, 459, 493,
541, 559, 728
See also PASSIVE HOLDING, TELSTRA TEST

Actual knowledge  xviii, 23, 26, 56, 61, 92, 107, 113-114, 124, 133, 142, 153-154,
156, 166, 172, 190, 195-196, 213-214, 219, 226, 229, 260, 320, 333, 366, 378, 398,
411, 422, 507, 534, 538, 553, 561, 569, 573, 575-577, 579, 608, 617, 621, 627-628,
631-633, 666, 689, 705
See also CONSTRUCTIVE NOTICE, DISTANCE (PARTIES FROM EACH
OTHER), GOODWILL, REPUTATION

Actual notice 38, 133, 412, 476

Adding letters or words to dominant element  xiv, 131, 191, 194, 351-355, 365-367,
384, 429, 472, 586, 607, 609
See also CONFUSINGLY SIMILAR, PREFIXES AND SUFFIXES,
SUBSTITUTION OF WORD OR LETTER, UDRP PARAGRAPH 4(a)(i)

Admissibility of evidence  xvii, 178, 537, 581, 638
See also WEIGHT TO BE APPLIED TO THE EVIDENCE

Adult content 286, 391, 469

Advantage 14-15, 43, 45, 109, 134, 142, 148, 153, 160, 166, 177, 182, 189-190,
204, 206-207, 221, 232, 245, 252, 266, 286, 302, 317, 325, 338, 368, 382, 397, 419,
458, 464, 477, 488, 490, 497, 515-516, 524, 529, 537, 564, 592-593, 606, 608-610,
625, 671, 678, 688-689, 691, 698, 701-702, 707, 714, 724, 738, 789
See also TAKE ADVANTAGE

Adversary system (as opposed to the inquisitorial system) 237, 536

Adverse 32, 45-47, 84, 97, 198, 259, 337, 397, 453, 460-461, 534, 541, 563, 654,
733, 745,759,773

Affiliation 103, 148, 152-153, 166, 231, 317, 320, 395, 417, 423-424, 431, 434,
441-442, 445-446, 450, 453, 477-478, 481, 496, 513, 516, 521, 524, 530-531, 547,
588, 614, 649, 704, 745, 771, 787
See also UDRP PARAGRAPH 4(b)(iv)

Affirmative Defenses) See UDRP PARAGRAPH 4(c)(i-iii)

Alexandria Division, D. Va. 46, 138, 620, 733, 742, 744, 768, 775-780, 786
See also FRAUDULENT TRANSFER, IN REM JURISDICTION

Allowable research See UDRP RULE 10

Alter ego 372

Annex 32, 38, 42, 68, 248-249, 279, 311, 342, 535, 560, 565, 567, 640, 673

Annulment of UDRP award 388, 421, 576, 729, 736, 741, 751, 768, 786

Anonymous offer (from complainant) 504

See also SOLICITING TO SELL WHO CONTACTS WHOM



General Index

Anonymously 288,713
See also PROXY SERVICE

Anticybersquatting Consumer Protection Act  vii-viii, xxi-xxii, xxvi-xxix, 6-9, 12,
16-20, 25, 36, 39, 44-49, 74, 80, 82-84, 92, 94, 99, 102, 112-113, 121, 135, 143,
204-205, 213, 250, 263, 289, 304, 307, 335-336, 345, 347, 373, 386, 405, 408,
421, 432-433, 452, 464, 483, 541, 544, 559, 562, 576, 601, 603, 608, 619, 624,
626, 690, 692, 694, 712, 729-734, 736-739, 741-742, 744, 747-754, 756-759, 761,
763-781, 783-788
See also ACPA

Any rules and principles of law deemed necessary See UDRP RULE 15(a)

Appeal of commonly used descriptive and dictionary terms 163, 182, 419, 506
See also DESCRIPTIVE TERMS, DICTIONARY TERMS, HIERARCHY OF
DOMAIN NAMES,

Appearance See REPRESENTED BY COUNSEL, PRO SE

Appearance (where beneficial owner is substituted for proxy) 33
See also PROXY SERVICE

Appearance to answer the complaint  vii, xii, xx, 26, 29, 36-38, 42, 64, 175, 198,
254-255, 284, 327, 344, 382, 420, 438, 444, 456, 496, 510, 512, 521, 580, 645,
682, 684-685, 739-740

Appellate 8,79, 83, 112, 135, 177, 219, 404, 737, 746-747, 763, 785

Applicable disputes 16, 34, 51

Application filed (trade and service mark pending certification) 164, 408

Application for trade or service mark 312, 339, 583, 675
See also TRADE AND SERVICE MARK APPLICATION AND ISSUANCE OF
MARK CERTIFICATION

Applying for trade and service mark 312, 339, 583, 650, 735

Appointment of Panel 259

Appropriating another’s goodwill 103

Arbitrage  xx, 13, 206-207, 216, 501, 688-691, 694, 698, 731, 775
See also SPECULATION

Arbitral Panel See APPOINTMENT, RECUSAL

Arbitral process of the UDRP  vii, xxx, 26-27, 37, 39

Arbitrary  x, 13, 133, 140, 147, 157, 166, 168-169, 181, 211, 215, 228, 231, 322,
396, 486, 492, 494, 642, 653, 712-714

Arbitration 27, 35-36, 39, 48, 68, 234, 240, 255, 533

Architecture (of the UDRP)  xiii-xiv, xvi, 18, 27-28, 40, 302, 377, 452, 734
See also STANDING, RIGHTS AND LEGITIMATE INTERESTS,
CONJUNCTIVE BAD FAITH

Archive.org  29-31, 241, 390, 544
See also WAYBACK MACHINE
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Associated website 260, 386, 409, 478, 495-496
See also CURATION OF WEBSITE, RESOLVING WEBSITE

Associated with mark owner  ix, xiii, xxxii, 22, 24, 51, 64, 82, 85, 130-131, 134,

143, 154-155, 157-159, 167, 170-171, 185, 190, 194, 200, 207, 209, 214, 219, 221,
227,229,231, 238-239, 277, 285-286, 327-329, 354-355, 360, 363-364, 368, 374,
407, 419-420, 422-423, 425, 440, 443-444, 460, 462, 468, 470, 474, 480-481, 485,
488-491, 493-496, 511, 517, 524, 529, 533, 545, 564, 578, 580, 600, 602, 604,
613-614, 629, 632-633, 661, 678, 695-696, 702, 719, 728, 732, 768

See also UNIQUELY ASSOCIATED

Associational 85, 130, 212, 325, 507, 542, 568, 717

Athlete (common law rights) See CULTURE CREATORS

Athletes (common law rights) 75, 376, 491

Attempt to deprive See RDNH, UDRP RULE 15(e)

Attorney fees  xiv, xxii, xxv-xxvi, xxxii, 19, 46-47, 49, 104, 109, 124, 205, 372-373,
376, 540, 643, 654, 666, 734, 741, 749-751, 765-766, 769, 776, 782-787, 789, 793
See also COUNSEL, LAWYERS

Attorneys  xiv, xxii, xxv-xxvi, xxxii, 19, 46-47, 49, 104, 109, 124, 205, 372-373, 376,
540, 643, 654, 666, 734, 741, 749-751, 765-766, 769, 776, 782-787, 789, 793
See also CORPORATE OFFICERS, LAW FIRM

Attracting internet traffic 286, 326, 440, 469, 477, 480
See also UDRP PARAGRAPH 4(b)(iv)

Auction 13, 25, 51, 58, 60, 65-66, 124, 155-156, 162, 195, 213, 216, 218-219, 221,
296, 387, 414, 436, 446, 490, 492-493, 495, 533, 544, 563, 598, 610, 634, 639,
689, 701-707
See also ABANDONED, DROPPED, PUBLIC AUCTION

Aural and phonetic similarities See IDENTICAL OR CONFUSINGLY SIMILAR,
UDRP PARAGRAPH 4(a)(i)

Aural and phonetic similarity 357
See also CONFUSING SIMILARITY, SIMILAR AND CONFUSING

Australia 49, 91, 244, 269, 271, 277-278, 291, 430, 480, 494, 509, 571, 617-618,
671, 675

Authority  xxix, xxxii, 4, 9-11, 34-35, 47, 63, 67-68, 70, 75, 77-79, 81, 83, 87, 95,
98, 116, 166, 203, 235, 239, 250, 256, 263, 272, 287, 301, 313, 320, 325, 331, 347,
363, 365, 369, 393, 415, 421, 437, 445, 457, 483, 547, 554, 599, 601-603, 607,
617, 638-639, 732, 738, 745, 749, 763, 768, 775, 785-786, 789-790, 793

Authorized use 36, 188, 307, 332, 365, 386, 390, 453, 466, 475, 516, 534-536, 551,
668
See also ACQUIESCENCE, NOT AUTHORIZED

Authors 13, 67,75, 299, 327, 371, 375-376, 492
See also CULTURE CREATORS, PERSONALITIES
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Award Contested by Complainant See UDRP PARAGRAPH 4(k)

Awareness See ACTUAL KNOWLEDGE, IMPLAUSIBLE DENIAL

Awareness (respondent’s awareness of complainant and its mark) 23-24, 62, 124,
144, 149, 154, 167, 217, 231, 258, 328, 396, 464, 545, 573, 586, 625, 652, 664,
666, 672, 674

B

Bad faith  xvi, xxii, xxvii, 31, 40, 89-90, 92, 110-111, 125, 148, 175, 304-305, 318,
346, 372, 421, 458-459, 462, 464, 479, 521, 529, 582, 590, 688, 721, 769, 788, 790
See also CONJUNCTIVE BAD FAITH, UDRP PARAGRAPHS 4(a)(iii) and 4(b)

Bad faith attempt to deprive registrant of domain name  xi, xx, 7, 62, 133, 148,
176-177, 216, 264, 266, 438, 471, 574, 579, 586, 593, 597, 606-607, 619, 639,
657-658, 681, 686, 717, 756, 789
See also RDNH

Balance of probabilities  xviii, 97, 145, 257, 262, 361, 493, 507, 540, 550-551, 573,
622, 628, 631, 687, 729
See also STANDARD OF PROOF

Baseless (referring to filing a complaint) 637, 664, 669, 750
See also RDNH

Before any notice of claim 412, 454, 585, 591
See also UDRP PARAGRAPH 4(a)(i)

Beneficial owner See IDENTITY OF RESPONDENT, PROXY SERVICE

Benefit and resolution of doubt  xii, 118, 261-262, 405, 669

Berryhill, John 209, 657

Better right theory (debunked) x, 176, 178-179, 578, 623, 649, 669, 690, 789

Beyond the scope of the Policy  8-9, 21, 56, 71, 130, 165, 217, 250-253, 289-294,
297, 434, 437, 524, 556, 668, 732, 761
See also PANEL’S ROLE; SCOPE OF THE POLICY

Binary (conjunctive requirement) 117-119, 121-122, 441
See also UNITARY (DISJUNCTIVE)

Blindness  xvi, xix, 25, 59, 61-62, 96, 484-486, 622-624, 626, 630-633, 729
See also WILLFUL BLINDNESS

Board member 253-254, 292, 352, 448

Body of precedent 67, 80
See also PRECEDENT

Bona Fide Offering of Goods or Services  xv, 13, 40, 75, 85, 104, 109, 116, 137, 151,
157, 176, 186, 194, 211, 233, 289, 304, 307, 309, 365, 378, 381-387, 390-391,
393-394, 396, 400, 410-415, 417, 454, 471, 478, 490, 492, 523, 525-526, 546, 549,
564, 570-572, 586-587, 590-591, 593, 596, 607, 615, 639, 653, 676, 688, 697, 703,
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H

714, 718, 725, 734, 774, 780
See also NOT MAKING A BONA FIDE USE, UDRP PARAGRAPH 4(c)(i)

Brand names 16, 60, 630, 693, 731
See also WELL-KNOWN AND FAMOUS MARKS

Brandable 708

Breach of agreement 52, 80, 91, 118, 185, 251, 289, 294-295, 298, 336, 389, 492,
496, 555, 621, 726

Brokers (soliciting complainants) 498, 501, 507-508

Brokers (soliciting to purchase) 174, 594

Burden of production  xiv, xviii, 22, 40, 42, 75-76, 143, 147, 152-153, 291, 294,
309, 319, 333, 346, 379, 381-387, 399-400, 411, 415, 451, 470, 524, 540-541, 543,
549, 570, 577, 579
See also SHIFT OF BURDEN

Burden of proof xviii, 41-43, 153, 175, 206, 254-256, 262, 376-377, 379-382, 387,
400, 429, 454, 476, 484, 492, 542-543, 545, 549, 552, 554, 565, 579, 625, 632, 741
See also UDRP PARAGRAPH 4(a)

Burden of proof (or persuasion)  xiv, xvii-xviii, 22, 40-43, 97, 145, 147, 153, 175,
188, 2006, 241, 247, 254-257, 262, 307, 309, 320, 328, 361, 376-377, 379-385, 387,
392, 399-400, 415, 429, 454, 476, 484, 492-493, 507, 534-536, 540, 542-543, 545,
549-552, 554-555, 565-567, 570, 573, 579, 586, 622, 625, 627-628, 631-632, 635,
687,702,721, 729, 741, 766, 790
See also CONCRETE EVIDENCE, DOCUMENTARY EVIDENCE

Burden shifts 40, 43, 140, 173, 309, 380, 383, 387-388, 476, 546, 566, 570, 579,
628

Business Assets  xxi, 7, 604, 606, 717,719

Business Disputes  290-292, 556, 738, 761

Business identifiers 15, 712

Business Models 84, 222, 689, 712
See also MODELS

Business Names xv, 74, 116, 185, 425, 678
See also TRADE NAME

Business partners  xiii, 253, 290

By deliberately using 496

Bypassing 4(a)(i) (unnecessary to assess complainant’s rights where it cannot prove bad
faith) 337, 346-347, 382
See also UDRP PARAGRAPH 4(a)(i)

Calder v. Jones 762-763
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Canada 22, 36, 77, 92, 136, 174, 210, 229, 255, 257, 271, 353, 388, 392, 406, 425,
459, 482, 522, 572-573, 585-586, 655, 659, 695, 743, 772

Cancellation xxx-xxxi, 3, 6, 11, 14, 18, 32, 36, 38-39, 47, 50-51, 132, 160, 163, 216,
218, 224, 294, 299, 303, 313, 348, 356-357, 457, 535, 550, 589, 733, 763, 765-766
See also REMEDY

Cancellation of Complainant’s Trademark on grounds of genericness 299
See also TRADEMARK TRIAL AND APPEAL BOARD

Candor 215, 598, 669
See also DUTY OF CANDOR

Capitalize 150, 184, 223, 231, 262, 402, 419, 466, 489, 522, 618, 710, 714, 761
See also TARGETING, TRAFFICS IN

Cease-and-desist notice  xviii, 22, 136, 145, 275, 293, 404, 411, 462, 517, 585-588,
595, 654, 659, 673-674

Celebrities  xxv, xxvii, 327, 371, 375-376, 386, 492
See also PERSONALITIES

Certification of pleadings xix, 38, 42, 256, 273, 537, 540, 636-640, 643, 662, 669,
681, 736
See also DISMISSED FOR ABSENT OR FALSE CERTIFICATION; UDRP RULE
3(xiii) (COMPLAINT), UDRP RULE 5(viii) (RESPONDENT)

Chain of (Title) xiii, xv, 316, 321, 401-403, 406
See also CORPORATE FAMILY

Challenging UDRP award See DE NOVO, SETTLEMENTS, UDRP PARAGRAPH
4(k)

Challenging UDRP awards  xxii, xxvi, 45, 48, 91, 123, 593, 730, 732, 739, 746, 748,
750, 764-765

Circumstances of the case 104, 120, 175, 215, 260, 341, 344, 572, 640, 664
See also BAD FAITH

Civil Law 21, 83, 102, 124, 195, 329

Civil law mark owners proving common law rights 329

Classic Plan 679
See also PLAN “B”, RDNH

Classification 147, 201, 214, 412, 534, 591, 722-723, 725
See also ARBITRARY, DESCRIPTIVE, FANCIFUL, SUGGESTIVE

Clear and convincing See STANDARD OF PROOF, UNIFORM RAPID
SUSPENSION SYSTEM (URS)

Click through revenue 480

Clinton, William J. President of the United States 4

Close cases (or close issues) 17, 53, 62, 72, 89, 198, 499, 552-553, 707, 789

Cohen, Nat 18, 657, 669, 753, 789
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Coined word See FANCIFUL

Coined word (one of a kind) x, 4, 130-131, 144, 149, 154-156, 165, 172, 176, 181,
184, 187-188, 193, 195, 203, 208, 215, 218, 220, 261, 399, 484, 486-487, 494,
505-506, 564, 568, 580, 633, 653, 678, 691, 718

Colloquial term 146, 190, 197

Combining words or names 85, 155, 188, 190, 261, 353, 356
See also CONFUSINGLY SIMILAR, UDRP PARAGRAPH 4(a)(i)

Commencing Proceeding  vii, xxv, 26, 29, 44, 47, 289, 336, 412, 452, 496, 559, 575,
659, 674, 755, 776
See also BAD FAITH

Commerce, US Department of 5

Commercial activity 184, 316, 410-411, 694, 718

Commercial gain 7, 379, 428, 516
See also HYPERLINKING, LINKING TARNISHMENT, PASSIVE USE

Commercial use 13, 88, 99, 107, 131, 171, 320, 379, 384-385, 406, 413, 432, 4306,
487, 494, 501, 519, 634, 706, 731, 748

Committee on the Judiciary (US Senate) 16, 53, 731
See also SENATE REPORT

Commodification See WHO OWNS WHAT?

Commodification of language xi, 13, 100, 202, 208, 221, 692-693, 709, 713, 717

Common Law Rights See ACQUIRED DISTINCTIVENESS, SECONDARY
MEANING, STANDING

Common law rights  viii, xiii, 21, 49, 73, 75-76, 82, 88, 95, 97-98, 132, 137, 149,
195, 200, 225, 227, 241, 271, 306-307, 310, 312-316, 321-325, 327-335, 338-339,
341, 372, 374-376, 407-409, 438, 440, 466, 506, 537, 540, 546, 554, 562, 576, 579,
583, 598-600, 619, 622, 641, 647, 652-655, 671, 705, 715, 722, 775-779, 781, 790

Common lexicon x-xi, 6, 25, 54-56, 58-59, 70, 89, 100, 116, 125, 131, 142, 163,
168, 181-182, 184, 187, 192, 197, 203-204, 207, 210, 212, 214-215, 218-219, 482,
487-488, 543, 551, 562, 564, 579, 585-586, 593, 599, 604-606, 609, 644, 661, 691,
693, 700, 705-706, 708, 717, 719
See also MONOPOLIZING LEXICAL CHOICES, WORDS CANNOT BE
OWNED (OR MONOPOLIZED)

Common Terms 51, 55, 133, 139, 162, 180, 184-185, 193, 210, 212, 220, 240,
322, 375, 468, 489, 502, 578-579, 695, 698, 716
See also ALSO ACRONYMS, DESCRIPTIVE WORDS, DICTIONARY WORDS

Commonly Controlled Persons (Transfer Between) xv, 321, 401

Commonly known by  xv, 149, 165, 182, 200, 309, 342, 378, 381-383, 392,
425-427, 454, 508, 572, 596, 600, 627, 719
See also UDRP PARAGRAPH 4(c)(ii)
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Communications  xviii, 207, 580-581, 710

Comparing (Domain Name and Mark) xiv, 306, 345, 347-348, 357, 363-364, 429,
512
See also IDENTICAL OR CONFUSINGLY SIMILAR

Competing services 1406, 153, 186, 224, 242, 304, 344, 396-397, 417, 470, 478,
480, 514, 517,735, 738,772
See also NON-COMPETING

Competitive 98, 156, 230, 418, 471, 515, 564, 605, 761

Competitor  xvii, xxv, 14, 85, 125, 129, 141, 170, 222, 327, 419, 421, 441, 452, 465,
472, 474, 478, 482-483, 496-497, 499, 511-515, 521, 539, 543-544, 563-564, 580,
615, 627, 641, 667, 690, 710, 715, 735, 747, 755
See also PARAGRAPH 4(b)(iii)

Complex issues 8, 251, 298, 667
See also SCOPE OF THE POLICY

Concealing identity and other information 91
See also GDPR, PROXY SERVICE

Conceivability (conceivability test) 52-53, 76, 90, 94, 131, 149, 160, 171, 191, 197,
207, 215, 220, 232, 338, 399, 404, 440, 446, 459, 461, 476, 484-485, 518, 530,
534, 539, 543, 572, 622, 660, 670, 672, 700, 709-710
See also TELSTRA TEST

Conceptual overlap (between trademark infringement and abusive registration) 6,
8-9, 21
See also ABUSIVE REGISTRATION, TRADE AND SERVICE MARK
INFRINGEMENT

Concrete evidence 124, 158, 172, 183, 349, 379, 381, 407, 598, 605, 624, 630, 630,
717,791

Concurrent Use  xiii, 298-299, 667, 748

Confidentiality of written communications See SETTLEMENT DISCUSSIONS

Confusingly Similar  xiv, 59, 89, 136, 139, 159, 192, 302, 306, 311, 341, 343,
346-349, 351, 353, 355, 357-360, 362-365, 367-369, 457, 520, 530, 538, 570, 593,
607, 656, 705, 768
See also IDENTICAL OR CONFUSINGLY SIMILAR, LIKELIHOOD OF
CONFUSION, SIMILAR BUT NOT CONFUSING, TYPOSQUATTING

Confusingly similar 306

Confusion (causing) 186, 194, 424

Congress See HOUSE OF REPRESENTATIVES, SENATE

Congress (US)  xxi, 6, 16, 28, 53, 92, 105, 452, 690, 731, 735, 737, 747-748,
752-754, 758, 769, 783



12 ‘ The Clash of Trademarks and Domain Names on the Internet

Conjunctive Bad Faith xxvii, 18, 52, 108, 117-121, 205, 296, 303-304, 309, 347,
441, 453, 460, 462, 468, 478, 559, 693, 730, 769
See also UDRP PARAGRAPH 4(b)

Connotative (Connotation) xxvi, 15, 94, 101, 132-133, 135, 151, 156, 191, 374,
491, 641, 685, 702, 710-711, 788
See also DENOTATIVE

Consensus view  viii-ix, xviii, 37, 67-70, 73-74, 78-81, 84, 87-88, 95-96, 98, 108,
111-113, 116-117, 120, 166, 179-180, 195-196, 211, 241, 245, 282, 303, 314, 320,
355-356, 371, 380, 390, 392, 398-399, 410-411, 418, 428, 485, 489-490, 517, 531,
542, 551, 574-575, 588, 590, 622, 653, 685, 696, 700, 709, 714, 727, 767
See also ACHIEVEMENT OF CONSENSUS

Consent to transfer xii, xvi, 39, 45-46, 67, 115, 263, 265-268, 294, 307, 317, 323,
332, 356-357, 372, 386, 444, 449, 500, 502, 550, 691, 739-740, 743-744, 752

Consequences of default  xii, 36, 254-256, 390, 438

Consistency (ensuring that it be so)  ix, xv, xix, xxviii, 12-13, 16, 18-19, 23, 30,
37-38, 52, 57, 65, 67-71, 73-74, 78-81, 84-85, 87, 95-98, 105-106, 110, 112,
118-120, 141, 143, 148, 152, 164, 168, 189, 195, 197, 208, 215, 219, 247, 258-259,
270, 277, 281, 283, 299, 322-324, 327, 342, 360-361, 371, 373, 375, 379-380, 386,
389-390, 400, 402, 405, 407, 411, 414, 418-419, 427, 431-432, 438, 440, 442, 457,
459, 466, 472, 479, 488, 496, 499, 503, 528, 534, 540-541, 547-548, 568, 571,
575, 577, 581, 587-588, 591, 598-599, 602, 618, 627, 644-646, 658, 681, 688, 694,
700-702, 706-708, 714, 716, 718-719, 728, 732, 734, 736, 761, 766, 769, 786
See also PREDICTABILITY

Consolidated  xii, 116, 159, 204, 210, 273-275, 277-281, 381, 560, 693-694, 720

Consolidation (complainants)  xii, 278-279

Consolidation (domain names) x, 67, 168, 197, 274, 276, 278, 280-282, 710

Consolidation (respondents) xii, 123, 273-278, 280-281

Constitutional 21, 69, 101, 104-105, 783

Construction of Policy terms  viii, xii, xxi, 20, 25, 30, 48, 52, 67, 70-74, 83-84, 87,
96-98, 102, 112, 117-118, 120, 122, 124, 137, 172, 215, 224, 236, 238, 250, 253,
270, 292, 360, 392, 405, 455, 459-460, 466, 514, 519, 553, 586, 624, 663-664, 674,
685, 696, 701, 720, 730, 737, 742, 744, 751-752, 754, 757-758, 767, 782
See also DISAGREEMENTS; DISAGREEMENTS

Constructive knowledge or notice (not applied in UDRP)  xviii, 24, 56, 61, 140, 167,
219, 390, 412, 475, 514, 573-576, 625, 646, 660

Constructive knowledge(not applied in UDRP) See ACTUAL KNOWLEDGE,
IMPLAUSIBLE DENIAL

Constructive notice (knowledge of mark owner)  xviii, 56, 167, 390, 412, 573-576,
625, 646
See also ACTUAL KNOWLEDGE
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Consumer recognition 63, 129, 135, 143, 147, 150, 180, 628, 630, 653, 710, 724
See also REPUTATION IN THE MARKET

Consumers (misled and harmed in some way) 7, 16, 19, 156, 379, 428, 451, 516,
521, 525, 561, 616, 732, 734, 768

Contact details 91, 233, 276, 283, 427, 461, 616

Contacting See SOLICITING TO SELL, WHO CONTACTS WHOM

Content of respondent’s Website (as factor in determining bad faith use) 86,
100-101, 103, 107, 142, 145, 222, 225, 256, 290, 309, 363, 418, 425, 428, 433,
441, 444, 448, 459, 482, 517, 557, 573, 768

Contested cases 102, 346, 411, 770

Contingency (of a party’s rights) 14, 50, 101, 134, 202, 264, 383, 579, 751, 756

Contract Rights  vii, xix, xxvii, 24, 26, 29, 31-32, 35-36, 38, 45, 50, 132, 134,
160-161, 177-178, 191, 221-222, 225, 251, 253, 286, 289, 292-295, 297-298, 300,
303-304, 319, 391, 457, 481, 498, 528, 588, 625-626, 655, 657, 693, 752, 756
See also PROPERTY RIGHTS

Contractual Basis for UDRP  xix, 24, 32, 35-36, 38, 50, 161, 222, 289, 292-293,
295, 297, 303, 391, 457, 498, 625-626, 657, 756

Contractual obligations  vii, xix-xx, 19, 25, 27, 32, 34-35, 38, 50, 52-53, 61, 63, 88,
122, 211, 244, 254, 261, 289-290, 304, 356, 454, 457, 493, 504, 579, 587, 625-6206,
631, 643, 658, 681-682, 685-686, 689, 698-699, 728, 732, 756

Copyright 152, 252, 289, 463, 524, 531, 605, 793

Corporate family 318-319, 321, 403

Corporate name  90-91, 138, 384

Corporate officers  xiv, 205, 372, 764
See also KNOWN TO EACH OTHER

Corporate officers and attorneys  xiv, 205, 370, 372

Counsel (appearing by) 242, 247, 327, 567, 596, 645-647, 651, 654, 662, 664-6065,
681, 685
See also Professional Representative

Counterfeit goods  xix, 99, 244, 269, 604-605, 617-618, 731, 761

Counting differences (number of omissions, transpositions, and substitutions to deter-
mine confusing similarity See CONFUSING SIMILARITY, TYPOSQUATTING

Counting differences between mark and domain name See LOOKING AHEAD TO
BAD FAITH EVIDENCE

Country code xxv, 11, 20, 22, 44, 49, 56, 59, 104, 167, 211, 233, 261, 270, 304,
367, 369, 426, 501, 541, 550, 690, 694, 697, 714, 746, 761

COURT OF COMPETENT JURISDICTION 12, 28-29, 35, 38-39, 47, 69, 91,
112, 251-252, 289, 298, 324, 367, 402, 437, 788

Court of competent jurisdiction (belong in) 8, 186, 194, 253, 295, 306, 648
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Creation date (original registration date) xxii, 31-33, 127, 174, 259, 404, 455, 651,
655, 730, 745, 751, 755, 757, 787

Credibility (credible) 298, 518, 542, 553, 662

Credible evidence 332, 410, 414, 558
See also EVIDENCE

Criminal Activity 430, 436-437, 439, 491, 526, 528, 611, 616, 664, 672

Criticism (must be genuine to be effective as a defense) 93, 101, 104, 107-109, 125,
183, 268, 300, 429, 431, 434-435, 439, 444, 527
See also UDRP PARAGRAPH 4(c)(iii)

Cryptocurrency 143, 152, 610

Cultural resource x, xvi, 7, 13, 75-76, 88, 100, 130, 141, 154, 161, 183, 188, 197,
202, 204, 208, 214, 305, 327, 336, 375-376, 473, 491, 585, 606, 690-692, 713,
716-718

Culture creators  75-76, 97
See also ATHLETES, ARTISTS, AUTHORS, ENTERTAINERS, GOLFERS,
PERFORMERS, PERSONALITIES, SPORTS, STAGE AND FILM STARS,

Curation of Website See CURATING CONTENT OF WEBSITE (Issues Index)

CURATION, HYPERLINKS 133, 145, 229, 344

Cybersquatting 9, 37, 250, 253, 552-553

Cybersquatting complaints 9, 17, 34, 37, 41, 194, 206, 250, 253-254, 256, 390, 464,
552-553, 585, 618
See also DEFAULT (IN RESPONDING TO COMPLAINT), INTENTIONAL,
RESPONDING TO COMPLAINT, UDRP RULE 5

D

Damages xxii, 19, 45-48, 457, 523, 734, 748-751, 766, 769-770, 773, 776, 782-785,
787
See also ACPA

Database xxx, 25, 51, 53, 60-61, 66, 68, 95, 156, 168, 219-220, 238, 241, 261, 286,
374, 541, 578, 626-627, 630, 693, 711, 788

De minimus links See PPC LINKS

De minimus links (rejecting targeting) 421

De Novo Action viii, 12, 25, 28, 36, 39, 45-48, 106, 252, 298, 405, 626, 742, 745,
747-749

De Novo Action/iW See UDRP PARAGRAPH 4(k)

Dead ends ix, 37, 82, 87, 97-98, 112-114, 345, 571, 659
See also RETROACTIVE BAD FAITH

Dealership Agreements  xiii, 92, 293-294, 447, 463, 497, 523, 670

Deceive 216, 422, 438, 447, 449, 516, 520, 525, 529, 573, 611, 710

Deception  xvii, 20, 86, 359, 423, 430, 516, 522, 525
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Deceptive  xvii, 20, 42, 86, 198, 312, 359, 423, 430, 446, 516, 522, 525, 529, 611

Decisional law  xv, 21, 49, 68, 82, 88, 98-99, 101-102, 105, 110, 122, 132, 138, 162,
182, 258, 270, 272-273, 322, 404, 428, 432, 434, 441-442, 446-447, 484, 508, 547,
583, 589, 696, 772

Decisions xxx, 17, 40, 67-69, 72, 85, 87, 95-98, 623, 693, 788-790
See also PUBLICATION, REGISTRARS, UDRP RULE 16

Decisive factor 160, 223, 344, 518, 555, 587, 608, 737

Declaration (a statement on personal knowledge of the facts declared) 39, 42, 49, 60,
81, 318, 538, 545, 548, 558, 578, 679, 747, 749, 768, 784, 791

Defamation 9, 104, 254, 435, 437

Default (in responding to UDRP complaint)  xii, 22, 36, 46, 51, 218, 240, 254-256,
335, 378, 387, 438, 456, 459-460, 480, 517, 519, 585, 638, 653, 685, 740, 780
See also CONSEQUENCES OF, NONAPPEARANCE

Default (in responding UDRP to complaint) 255, 460, 542, 621, 636

Deference (as it relates to authoritative decisions 79

Deference (no deference in courts of competent jurisdiction, referring to UDRP deci-
sions) 48, 739

Deference (no deference in courts of competent jurisdiction) See CHALLENGING
UDRP AWARDS

Deference to US State trademark registrations 28, 48, 79, 109, 314-315, 389,
404-405, 739

Deficiency of proof (leading to dismissal of complaint)  xviii, 21-22, 43, 215, 243,
256, 310, 330, 333, 341, 387, 533, 535-537, 566-567, 597-600, 625, 637, 643-644,
647-648, 655, 661, 663, 760, 772-773, 791

Deficient pleadings  xviii, 21-22, 43, 164, 215, 243-244, 256, 310, 330, 333, 341,
387, 533, 535-537, 566-567, 597-600, 625, 636-637, 643-644, 647-648, 655, 661,
663, 760, 772-773, 791
See also INSUFFICIENT EVIDENCE

Deﬁning rights  viii, xii, xix, 12, 76-77, 92, 131, 178, 283, 292, 468, 518, 630, 661,
694, 700, 712

Delay in commencing proceedings  xviii, 268, 280, 460, 549, 589-590, 592-593, 595,
652
See also BEFORE ANY NOTICE OF CLAIM, LACHES

Demonstrable preparations  xv, 136, 232, 254, 309, 378, 383-384, 387, 393, 396,
398, 411-416, 446, 549, 572, 577, 641
See also UDRP PARAGRAPH 4(c)(i)

Demonstrating (that is, having proof) of allegations 120, 318, 323, 330, 378, 380,
382, 450, 533, 587, 623, 702, 721, 777
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Denial of Bad Faith 11, 23, 26, 133, 143, 149, 172, 207, 212, 255, 294, 321, 324,
388, 420-421, 467, 482, 500, 502, 542-543, 553, 564, 570, 573, 576, 631-633, 741,
766

Denial of knowledge 143, 149, 172, 207, 212, 467, 502, 542, 553, 573, 633
See also AWARENESS, IMPLAUSIBLE DENIAL; IMPLAUSIBLE DENIAL

Denotative 181, 219, 374, 710
See also CONNOTATIVE

Deprive registrant of its domain name  xi, xx, xxxii, 7, 62, 93, 133, 148, 176-177,
216, 264, 266, 438, 447, 471, 574, 579, 586, 593, 597, 606-607, 619, 639, 657-658,
681, 686, 690, 717, 789

Depriving a respondent of its domain name  xi, xx, 7, 62, 133, 148, 176-177, 216,
264, 266, 438, 471, 574, 579, 586, 593, 597, 606-607, 619, 639, 657-658, 681, 6806,
717,789

Descriptive terms (or phrases) x, 13, 55, 57, 59, 63-64, 66, 85-86, 94-95, 133-135,
138-140, 145, 147, 157, 159-160, 162-163, 167, 169, 182, 186, 191, 194, 197, 203,
213, 215, 219, 223, 225, 252, 262, 315, 322, 325, 327, 339, 341, 343, 349-350, 352,
362, 364, 366, 368, 373, 385, 389, 394, 398, 419, 450, 467-468, 470-471, 489, 492,
502, 506, 538, 548, 567-568, 572, 574, 578, 580, 584-585, 592, 597-599, 627-628,
650, 670, 705, 712, 715
See also MERELY DESCRIPTIVE

Descriptive terms (weak mark) x, 57, 59, 63, 66, 85-86, 92, 95, 133-134, 138-139,
145, 147, 156-157, 159-163, 167-169, 179-180, 182, 186, 191, 193-194, 197,
213-215, 219, 223, 225, 252, 262, 310, 312, 315, 322, 325-326, 343, 349, 352, 359,
362, 366, 368, 384, 389, 398, 419, 450, 467, 502, 506, 512, 515, 538, 547-548,
567, 569, 574, 578, 580, 583-584, 592-593, 597, 628, 642, 650, 653-654, 670, 695,
710, 712, 714-715, 721

Descriptive words (weak mark) 55, 57, 64, 92, 135, 139, 145, 157, 159, 163, 191,
219, 223, 262, 312, 322, 341, 343, 349, 359, 373, 394, 398, 419, 478, 492, 500,
512, 568, 597, 628, 653, 670, 715, 721

Design elements 341, 343, 362
See also FIGURATIVE MARK

Design elements (relating to a figurative mark) 341, 343, 362
See also FIGURATIVE

Design-plus-word trademarks  xiv, 163, 341, 343, 351-354, 362, 364, 366, 506, 606

Design-plus-word trademarks  xiv, 341, 344
See also FIGURATIVE MARK

Devise trademark 342

devise trademark See DESIGN-PLUS-WORD TRADEMARKS

Dictionary word marks 163, 176, 193, 389, 419, 467, 506
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Dictionary words See COMMON LEXICON. LEXICAL RESOURCES

Different national jurisdictions  vii, 3, 14, 22-23, 47, 64, 96, 98, 183, 233

Diligence viii, xix, xxviii, 25-26, 54-60, 62-65, 404, 492-493, 555, 579, 625, 627,
629, 631, 633, 638, 674, 711,723,777
See also DUE DILIGENCE

Disagreements (as to meaning of the Policy terms)  75-76, 80, 114, 292
See also CONSTRUCTION

Disclaimer (not effective of association or affiliation) xv, 422

Disclaimer (of association or affiliation) xv, 422, 424, 588

Disclaimer to marks (by way of a USPTO office action) 344

Discredit 48, 117, 122, 127, 218, 321

Discretion  xii, 28, 33, 236-237, 242-247, 249, 256, 259, 262, 265, 273-274, 280,
283-284, 287, 289-290, 298, 363, 457, 482, 542, 640, 646, 658, 660-661, 681, 748,
787

Disjunctive bad faith  xxi, 18, 112, 117, 119, 205, 304, 390, 392, 452, 693, 730, 748,
761, 769-770
See also ACPA, CONJUNCTIVE BAD FAITH

Dismissal at complainant’s request denied 266

Dismissed with prejudice (at complainant’s request) See WITHDRAW COMPLAINT

Dismissed without prejudice  xviii, 44, 51, 264-265, 277, 303, 356, 554, 556, 558,
560, 562, 581-582
See also REFILE COMPLAINT

Dismissing complaint  xxx, 21, 23, 40, 98, 214, 232, 263, 293, 332, 347, 360,
431-432, 435, 447, 467, 537, 544, 712, 740, 751, 759

Dismissing complaint (before decision) xxx, 214

dismissing complaint (before decision) See DISMISSED WITH PREJUDICE

Dismissing the complaint (before decision) 264-266, 554, 661, 741, 765

Disrupting the business of a competitor 141, 222, 430, 439, 452, 511, 526, 528,
627, 699
See also ABUSIVE REGISTRATION, UDRP PARAGRAPH 4(b)(iii)

Distance (Geographic determining actual knowledge) 23, 320-321, 436, 465

Distinct from (referring to the nature of respondent’s business) 83, 86, 141, 167,
219, 449, 514, 564, 677

Distinctive (before domain name registration) 135, 307

Distinctive before domain name registration 135, 335-336, 345, 732, 734, 751-752,
756, 761, 763, 766, 772-773

Distinctive from (referring to the nature of respondent’s business) See ASSOCIATED
EXCLUSIVELY WITH, UNIQUELY ASSOCIATED

17
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Distinctiveness See GOODWILL, MARKET PRESENCE, REPUTATION IN THE
MARKET

Distinctiveness (in the marketplace) ix, xxviii, 7, 19, 24, 26, 55-56, 58-59, 63-64,
82,94, 99, 124, 128, 130, 132-136, 139, 141-142, 144, 147, 149-150, 157-158,
162-163, 165, 168-169, 175, 180, 182, 187, 192, 197, 203, 207-208, 210-211, 213,
220, 238, 285, 305, 307, 310, 313, 315, 321-325, 327-328, 330, 332-335, 338-342,
348, 354, 367, 373, 384, 419, 459, 468-469, 473-474, 476, 480, 484, 486-488, 490,
534, 543, 561, 569, 583-585, 592, 598, 625, 629-633, 650, 692, 701-702, 710, 723,
741,757,759, 781

Distributor  xiii, 170, 204, 293-294, 345, 413, 433, 447, 481, 523, 536, 604,
612-613, 615, 624-625, 641, 645
See also RESELLER

Divert to respondent’s website 7, 153, 186, 194, 270, 349, 367, 379, 417, 428, 430,
457, 470, 478, 481, 512-513, 515-517, 525, 553, 561, 587, 603, 615, 731, 734, 765,
768,772

Divesting registrants of their domain names 225, 403-404, 460, 465-466, 753

Documentary evidence (necessary to establish an allegation) 21-22, 27, 37-38, 41-42,
138, 181, 236, 238, 241-243, 246, 248, 250-251, 254, 268, 270, 275, 309, 311,
320-321, 325, 330, 341, 360, 414-415, 452-453, 497, 518, 533, 535, 538, 540-541,
549, 553, 565-566, 571, 582, 587, 598, 620, 624, 637, 640, 662, 669, 690, 728,
767,791

Domain Investing (Elliott Silver) 701

Domain name predating mark 40, 43, 88, 133, 174, 176, 311, 313-314, 330, 398,
455, 459, 464, 466, 476, 493, 577, 584, 647, 662, 677, 756, 761

Domain Name Wire (Andrew Allemann 701

Domesticating principles from US decisional law (see also US LAW) 21, 68-69, 82,
99, 270, 272, 415, 445, 603, 788-789

Dominant term in a compound trade or service mark ~ xiv, 69, 163, 341, 343,
351-354, 362, 364, 3606, 417, 472, 478, 506, 606
See also ADDITIONS, CONFUSING SIMILARITY, DESCRIPTIVE WORDS
(WEAK MARKS)

Doppelgangers (distinguished from domain name investors) xix, 12, 14, 90, 164,
207, 627,689, 710

Dorer v. Arel 13, 168, 206, 690-691

dozens of other ‘BB’ marks 57

Drawing inferences  xii, 26, 31, 89, 175, 209, 251, 257-260, 381, 456, 478, 542, 546,
574, 595, 632, 708
See also UDRP RULE 14(b)
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Dropped Domain Names  xvi, xx-xxi, 13-14, 24, 50-51, 58, 60-61, 66, 155, 195,
201, 207, 213, 221, 226, 376, 470, 487-490, 492-493, 533, 579, 618, 672, 702-707
See also ABANDONED, LAPSE, LOSS, PUBLIC AUCTION, RECLAIMING
DROPPED DOMAIN NAMES

Due diligence searching for registered trademarks viii, 24-25, 54-56, 59, 63-64, 154,
628, 674
See also SEARCH OBLIGATIONS, UDRP PARAGRAPH 2

Duty (concerning the representations of Paragraph 2 See CONTRACTUAL
OBLIGATION

Duty (concerning the representations of Paragraph 2) viii, 16, 26, 50, 53, 56-57, 60,
63, 66, 110, 118, 127, 251, 264, 281, 289, 295, 404, 412, 420, 536, 552, 632, 659,
669, 684,718

Duty of Candor (concerning omissions from the pleading supportint RDNH) = 669

E

Earlier registered (that is, respondent was first to register a noninfringing domain
name) 161, 163, 195, 197, 292, 321, 331, 334, 680, 712
See also FIRST COME FIRST SERVED

Elements See UDRP PARAGRAPHS 4(a)(i), 4(a)(ii), 4(a)(iii)

Elements (referring to the three requirements of the Policy) xiii, 40-41, 71, 84, 89,
96, 166, 168, 178, 187, 256, 258, 263, 267-268, 272, 279, 288, 302-303, 306, 310,
314, 330, 341-344, 346-348, 352, 355-356, 362, 364, 366-367, 369, 412, 452, 454,
456-457, 465, 473, 495, 497, 516-517, 534, 538, 546, 557, 565-566, 589, 595, 640,
663, 665, 670, 676, 707, 747, 755, 766-767, 774, 783

Email (legitimate interest) 200, 386, 388, 407
See also FRAUDULENT EMAILS (IMPERSONATING MARK OWNER)

Employer/Employee Disputes 296

Enforcement xxviii-xxix, 8, 10, 20, 29, 35, 46, 69, 132-133, 281, 343, 397-398, 628,
740,778,793

Enhanced Investigative Responsibilities (of high acquiring domainers) 24-25, 59,
165, 173, 237, 239, 491, 534, 541, 576, 581, 586, 623, 641, 664, 672, 777

Entertainment 31, 78, 82, 90, 109, 152, 167, 193, 219, 235, 292, 338, 345, 371,
373, 376, 387, 391, 434, 443, 470-471, 478, 491, 501, 504, 514, 555, 563, 598,
601, 609, 637, 702

Entrepreneur xx, 12-13, 179-180, 221-222, 690, 692, 695, 700, 773

Equitable See LACHES, STATUTE OF LIMITATIONS

Equitable remedies  xx, 589, 668

Errors of law (transferring domain name on weak records) 56, 196, 696

Establish rights  ix, 4, 12, 74, 114, 128, 131, 661, 692, 694, 700, 709, 790

Establishing a right See STANDING, UDRP PARAGRAPH 4(a)(i)



20 ‘ The Clash of Trademarks and Domain Names on the Internet

Establishing rights See METES AND BOUNDS

European Union 29, 31, 132, 273, 315, 653

EVIDENCE 124, 158, 172, 183, 349, 379, 381, 407, 598, 605, 624, 630, 636, 717,
791

Evidence (in support of contentions) 43, 286, 328, 330, 332, 425, 569, 613, 655

Evidence (sufficiency of lack of it) 38, 42, 138, 330, 414, 535, 540

Evidence (sufficiency of or lack of it)  xiv, 18, 31, 43, 55, 63, 90, 99, 126, 144,
150-151, 178, 190-193, 195, 201, 205, 222, 227-228, 244, 247, 269-270, 277-278,
290, 296, 307, 309, 312-313, 319, 329, 332, 339-340, 349, 351, 355, 365-366, 373,
375-376, 382, 385, 387, 407-408, 413-415, 420-421, 425, 427, 434, 441-442, 450,
460, 477, 486, 494, 497, 501, 516, 533, 536, 541, 546, 548, 552, 560, 567, 575-576,
579, 583-584, 593, 607, 609, 619, 632, 647, 655, 686, 688, 698, 703-704, 749, 762,
767,777,788

Evidence (sufficiency or lack of it) 149, 568, 627

Evidence (to prove one’s contentions) 43, 164, 212, 222, 240, 330, 333, 387, 469,
475, 598-599, 640, 661
See also CONCRETE EVIDENCE

Evidence in the form (describing the different kinds) 60, 577, 613, 791

EVIDENCE IN THE RECORD 63, 173, 372, 505, 580

Evidence in the record (or lack of it) 63, 173, 269, 310, 372, 505, 580
See also CREDIBLE EVIDENCE

Evidentiary burden 27, 199, 535, 599, 654
See also STANDARD OF PROOF

Evidentiary demands  xvii-xix, xxv, 18, 42-43, 227, 258, 310, 452, 491, 496, 520,
533, 562, 575, 635, 644, 659, 665, 755

Evidentiary omissions 639
See also CERTIFICATION OF PLEADINGS

Ex parte injunction 744, 777

Exaggerating reputation  xx, 578, 635, 677

Exceptional 118, 185, 242-243, 246, 248-249, 255, 372-373, 401, 407-408, 445,
580, 621, 628, 660, 684, 723, 740, 749-750, 752, 766, 770, 781, 783-787

Excessive 501, 503, 535, 581, 623, 680, 716, 719, 721, 723-724, 726, 729
See also PRICING

Exclusive control (referring to complainant’s right) 306, 347, 377

Exclusive rights  vii-viii, xiii, xvi, 6, 12-13, 20, 28, 39, 47, 58, 60, 64, 77, 103,
128-129, 133-134, 139-140, 148, 154-155, 157, 162, 171, 180, 183-185, 188-190,
193-194, 196, 200, 202, 207, 214, 217-218, 228-229, 238, 256, 265, 303, 305, 310,
319, 322, 326, 328, 333, 344-345, 359-361, 363, 377, 383, 395, 443, 449, 451,
456-457, 472, 485, 488, 496, 551, 556, 563-564, 568, 579, 584, 599, 630, 642, 654,
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678, 682, 686, 696, 715, 719, 738, 740, 747, 756, 764, 768, 772, 774, 778
See also STATUTORY RIGHTS
Excusable circumstances  xvii, 501, 506
Execution of award See ENFORCING AWARDS
Executive summary WIPO Final Report 5, 15
Exhibits 68, 241, 320, 558, 571
See also EVIDENCE
Expired Domain Name Deletion Policy (ERRP) 14
Exploitation (of mark value) 12, 96, 108, 142, 146, 160, 164, 187, 206, 452, 458,
467-468, 501, 608, 629, 691, 709
See also CONJUNCTIVE BAD FAITH, UDRP PARAGRAPH 4(b)
Exploiting the value of marks 12, 142, 160, 164, 206, 458, 467, 629
Extortion 14, 144, 522-523, 603-604, 616, 765
See also PRICING
Extreme speech (relating to criticism)  436-437

F

Factors (the tests against which sufficiency of evidence is measured) 84, 109, 143,
160, 209, 218-219, 253, 490, 505, 521, 664, 736, 738-739, 768, 791
See also CIRCUMSTANCES, NONEXCLUSIVE, STATUTORY FACTORS
(GOOD FAITH AND BAD FAITH)

Factual research See ARCHIVE.ORG, UDRP RULE 10, WAYBACK MACHINE

Factual research (by Panel) 30, 238-240, 243

Fail to prove claim or defense viii, xviii-xix, 22, 24, 38, 43, 51-52, 55, 62-65, 137,
149, 217, 219, 227, 240, 245, 247, 255-257, 259-260, 286, 295, 307, 310, 323, 326,
328, 331, 334, 337, 346, 373, 377-378, 380, 385, 387, 390, 414, 423, 453, 456,
459-460, 480, 482, 490, 517, 533, 537, 542, 544, 565-568, 572, 585, 587, 598-600,
621-622, 626, 628-631, 635-636, 638, 640, 643, 646-647, 649, 653, 655, 662, 674,
677,679, 682, 686-687, 790-791
See also EVIDENTIARY BURDEN

Failed to disclose (said of complainant) 92, 346, 495, 599, 634, 670, 672

Fair use xii, 13, 106-107, 141, 234, 242-243, 252, 254-255, 311, 379, 381-383, 385,
394, 417, 419, 424, 428, 432, 435, 457, 463, 478, 492, 504, 519, 525, 532, 604,
693, 719, 734, 780, 784
See also NOMINATIVE, UNFAIR USE

False contact information 91, 286-287, 427, 735
See also CONTACT INFORMATION, GDPR

Falsely asserting or suggesting  xx, 93, 103, 166, 447, 451, 669, 671, 676-677

Fame 23-24, 43, 48, 135, 141, 151, 164-165, 311, 388, 564, 570, 714

Fame (and non fame) 59, 348



22 ‘ The Clash of Trademarks and Domain Names on the Internet

Fame (of a mark) 23-24, 43, 48, 108, 131, 135, 141, 143-144, 151, 164-165, 182,
212,227,311, 370, 375, 388, 461, 469, 492, 564, 570, 572, 608, 678, 714, 790
See also GOODWILL, REPUTATION

Familiarity with the Policy  xix, 635, 644-646, 648, 654, 665, 682, 791

Family x, 155, 158-159, 182, 195, 198, 200, 266, 287, 296, 299, 319, 321, 364,
388, 403, 405-407, 426, 444, 460, 486, 548, 566, 600, 606, 625, 646, 696, 707

Family of Marks x, 158-159, 606

Famous and Well Known ix, 7, 9, 14, 55, 99, 129-130, 135, 150, 207, 219, 224,
3606, 484, 496, 509-510, 518, 573, 588, 617, 700-701

Famous mark  xviii, xxvii, 40, 71, 86, 94, 129, 135, 157, 183, 192-193, 206, 211,
219, 311, 313, 328, 338, 352, 460, 472, 479, 502, 534, 550-551, 567, 585, 604,
622, 627, 631, 676, 706, 725, 733, 735-736, 738, 767, 774, 781, 790

Fan (Websites) 427, 439, 594

Fanciful 57, 64, 116, 140, 147, 154, 161, 170-171, 176, 181, 188, 193, 211, 230,
393, 409, 469, 487, 564, 606, 609, 714
See also COINED WORD, INHERENTLY DISTINCTIVE

Fast lux DNS 613

Faux (Registrant) 429

Federal Arbitration Act 737

Federal Rules of Civil Procedure 636, 669
See also CERTIFICATION OF PLEADING

Federal Rules of Evidence 581

Fiduciary duty 251, 289, 295

Figurative Mark 48, 55, 57, 74, 77, 87, 148, 156, 163, 166, 169, 197, 199, 204, 277,
341-342, 362, 530-531, 709
See also DESIGN ELEMENTS

Final Report 5-7, 10-11, 15-17, 20, 27-28, 34-35, 51, 54-55, 69, 78, 82, 84, 88, 92,
100, 104, 112, 161, 163, 250, 284, 300, 303, 336, 370, 392, 427, 432, 435, 462,
484, 550, 588, 593, 603, 625, 657, 692, 701, 711-712, 731
See also WIPO

First Amendment (U.S.) 7, 17,27, 33,103, 111, 280-282, 433, 436-438, 441, 517
See also UNITED STATES

First come, first served  xi, xv, 139, 146, 161, 167, 176-177, 179, 181, 185, 189, 207,
210, 218, 222-227, 233, 368, 372, 385, 393, 398, 400, 476, 487, 500, 577, 621, 714

First use in commerce xiii, xx, 91, 135, 188, 208, 223-224, 314, 327-328, 330-331,
340, 393, 466, 506, 520, 557, 564, 583, 652, 676, 700, 714
See also COMMON LAW, REPUTATION

First use of mark in commerce xiii, xx, 91, 135, 188, 208, 223, 314, 327-328,
330-331, 340, 393, 466, 520, 557, 564, 583, 652, 676, 700, 714
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Foreign (Non-US Registrant) 138, 744

Forfeiture viii, xxx, 8, 11, 18, 47, 53, 56, 114, 121, 127, 182, 284, 296, 457, 4606,
490, 589, 604, 626, 691-692, 697, 703, 705, 720, 733
See also BAD FAITH, TRANSFER

Forum Supplementary Rules 236, 316

Fraudulent activities 363, 525

Fraudulent activity 363, 370, 525

Fraudulent documents 251

Fraudulent documents (alleged) 251
See also COURT OF COMPETENT JURISDICTION

Fraudulent emails (impersonating mark owner) 522, 526-528, 611-613, 615

Fraudulent intent 471

Fraudulent purposes 422

Fraudulent schemes xvii, 14, 496, 525, 618

Fraudulent Transfer xvii, xix, xxii, 14, 192, 241, 248, 251, 292, 363, 370, 422,
471, 481, 496, 522, 525-528, 597, 611-612, 614-616, 618-619, 733, 761, 775-777,
779-780, 786
See also ALEXANDRIA DIVISION, D. VA, IN REM JURISDICTION

Fraudulent website 611

Free speech  xxvi, 21, 100-103, 107-109, 204, 304, 427, 430-431, 433, 436, 438,
442, 495, 761
See also CRITICISM, UDRP PARAGRAPH 4(c)(iii)

Frivolous allegations and arguments 388, 407, 549, 570, 668, 686, 790

Functional necessity (referring to top level domain) 367, 369

Functioning as See STOCK TICKER, TRADE NAMES

Functioning as trademark  xi, xiv, 187, 212, 227, 329, 339, 370, 654

G

GDPR vii, 29-31, 38, 175, 241, 260, 264, 275, 283, 377
See also GENERAL DATA PROTECTION REGULATION

General Data Protection Regulation (GDPR) 29, 31

General powers of Panels 30, 236, 288, 304
See also UDRP RULE 10

Generic and clever xi, 12, 55, 58-60, 63, 85, 132, 134, 145, 157, 159, 162, 168, 177,
182, 188-189, 200, 206, 216, 219, 223, 262, 276, 310, 322, 335, 341, 343, 354,
394, 398, 478, 489, 496, 568, 598, 628, 690, 696, 701, 713

Generic combination of words 189, 623

See also DICTIONARY WORD, FANCIFUL
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Generic Terms  xi, 60, 85, 132, 134, 145, 162, 177, 216, 219, 223, 310, 354, 489,
496, 598, 696, 701, 713
See also DICTIONARY WORDS, LEXICAL RESOURCES

Generic Top Level Domains 5, 168, 183, 185, 269, 352, 354, 367, 468, 517
See also COUNTRY CODE, LEGACY, NEW TLDS

Genericness of words  xi, 210, 216, 296, 299, 311, 490

Geographic location  xxxi, 59, 116, 129, 139, 178, 193, 195, 214, 218, 271, 276,
307, 314, 321, 333-334, 342, 350, 353, 375, 396, 469, 502-503, 512-513, 547, 556,
563-564, 566, 584, 707, 755, 774
See also DISTANCE, LOCATIONS

Global 4, 10, 15, 49, 53, 60, 66, 114, 126, 132, 151, 168-171, 194, 224, 231, 248,
251, 261, 274, 310, 313, 338, 344-346, 375, 407, 410, 413, 473, 475-476, 507-508,
510, 521, 523, 526, 546, 556, 574, 601-602, 647, 688, 697, 711

Goal of the UDRP 17, 67,71, 112, 250

GoDaddy 14, 44, 174, 241, 421, 481, 483, 493, 605, 626, 706, 742, 751, 760, 763,
774,777

Good faith (acting in) 61, 117, 163, 250, 300, 304, 411, 419, 454-455, 461, 464,
506
See also RIGHTS OR LEGITIMATE INTERESTS

Good Faith (not acting in) 175, 260, 287, 453, 480, 485, 500, 631, 756

Goodwill (the degree to which a complainant has it and what it means) See
REPUTATION

Google search 25, 66, 189, 199, 209
See also DUE DILIGENCE, SEARCH OBLIGATIONS

GoPets Ltd. v. Hise xxii, 404-406, 751-758, 787

Graphical Elements  xix, 11, 17, 139, 195, 218, 271, 276, 307, 314, 334, 348-349,
353, 469, 547, 564, 584, 607-608, 716
See also DESIGN MARKS

Great Britain 199, 228
See also UNITED KINGDOM

Gripe (Sites) 102, 104, 433, 436-437
See also SUCKS

Hacking 292, 350, 439, 444, 616, 618-620, 776

Harassment 103, 288, 467, 505, 636, 657, 664, 666, 669-670, 672-673

Heritable rights  xv, 403
See also INHERIT (NO BREAK IN THE CHOIC OF OWNERSHIP)

Hierarchy (of domain names, of distinctiveness, of evidence, of trade and service
marks) 105, 114, 129, 133, 139, 147, 149, 168, 177, 187, 197, 211, 271, 332, 384,
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415, 419, 534, 545, 551, 583, 608, 650, 691, 700, 715-716, 736, 756
See also SENIOR USER

High bidder 155-156, 195, 216, 221, 482, 487-488, 490, 492, 533, 705
See also DROPPED DOMAIN NAME, PUBLIC AUCTION

High-Volume Registrants  viii, 60, 62-63, 157, 494

Historical data (no longer freely available See GDPR, WAYBACK MACHINE

Historical data (no longer freely available) vii, 29-32, 175, 238, 647

Horizontal and vertical pattern of conduct 508, 510

Horizontal pattern of conduct 508, 510
See also VERTICAL PATTERN OF CONDUCT

House of Representatives 16, 19, 53, 452

Hyperlink(ing) (Infringing) 146, 196, 284, 417, 419, 461, 470, 478, 480-481, 483,
543, 617

Hyperlink(ing) (Not infringing) 195, 389, 411, 419, 421, 481-483, 548, 587, 602,
702

Hyphens See TYPOSQUATTING

Hyphens (attempt to distinguish domain name from mark) 191-192, 369, 442,
607-608

ICANN  vii-viii, 4-5, 7-8, 11, 16-18, 26-27, 29-30, 34-37, 42, 44, 50-51, 67, 69, 73,
77, 84, 90, 100, 105, 136, 204, 238, 246, 250, 281, 284, 298, 303-304, 306, 313,
325, 350, 369, 392, 433, 435, 452, 462, 484, 498, 523, 525, 550, 553, 555, 580,
593, 606, 626, 641, 649, 670, 690, 693, 697, 701, 727,770

ICANN Panel not empowered to question issuance of a mark 313
See also US STATE REGISTRATIONS

ICANN Second Staff Report 37, 69, 120, 250, 435, 701

Identical or confusingly similar See COMPARING (DOMAIN NAME AND MARK)

Identity of respondent 244, 281, 362
See also GDPR, PROXY SERVICE

Identity theft 248-249, 611

Illegitimate purpose (said of respondent) 117

Impersonating  xvi, 85, 93, 316, 432, 434, 437, 495, 520, 525, 528-531, 589, 604,
617

Impersonation  ix, xxviii, 78, 88, 101, 107, 109-111, 387, 431, 434, 448, 495
See also PRETENSE, QWERTY KEYBOARD

Impersonation (as it relates to pretextual) 14, 88, 96, 109

Impersonation is not fair  xv, 101, 433, 437

Impersonation test ix, xxviii, 78, 107, 109-111, 387, 431, 434, 448, 495-496

25
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Implausible Denial See DENIAL OF KNOWLEDGE, INCONCEIVABILITY TEST,
OPPORTUNISTIC REGISTRATION, PLAUSIBLE DENIAL, TELSTRA

Implied affiliation (with mark owner) 138, 496
See also UDRP PARAGRAPH 4(b)(iv)

In mind (having trademark “in mind” when registering domain name) xvi, 44, 54,
59, 85-86, 89, 92, 94, 111, 140, 143, 154, 156, 162, 165, 168, 177, 198-200, 216,
223, 344, 389, 396, 435, 455, 458, 466-469, 472-473, 475-476, 497, 501-502, 505,
539, 544, 558, 564, 573, 576, 605-606, 629-631, 640-641, 668, 678, 687, 695, 702,
720
See also ACTUAL KNOWLEDGE, CAPITALIZE, TAKING ADVANTAG,
TARGETING

In rem jurisdiction  xxi, xxvi-xxvii, 18-20, 36, 39, 41, 46, 138, 263, 303, 519, 544,
619, 730, 733, 742-747, 762, 765, 775-777, 779-780, 786

IN REM, PERSONAL JURISDICTION, SUBJECT MATTER  vii-viii, xxi-xxii,
xxv, xxvii, 3-4, 9, 12, 14, 16-24, 26-29, 35, 38-39, 44-51, 59, 64, 66, 68-69, 71, 73,
83,91, 98-99, 101, 104-105, 107, 110-112, 123, 128, 133, 138, 141, 144, 150-151,
163, 168, 179, 216, 233, 235, 237, 250-252, 261, 270-272, 281, 289-291, 295, 298,
302-303, 311-313, 324, 329, 332, 336, 367, 390, 402, 405, 430, 437, 482, 538, 544,
554, 567, 574, 583, 600, 614, 619, 640, 648, 695, 723-725, 730, 733, 737, 739-746,
761-766, 769, 772, 774-777, 779, 783, 786, 788, 790, 793

Inactive or Passive Use 90, 99, 119, 477
See also PASSIVE USE

Inadvertent failure to renew registration  xvi, 24, 58, 217, 219, 489-490, 500
See also DROPPED, LOSING AND RECLAIMING DROPPED DOMAIN
NAMES; RECLAIMING DROPPED DOMAIN NAME, DROPPED DOMAIN
NAME,

Incomplete (referring to evidence) xxvii, 73, 237, 258, 293, 566, 653, 683, 687
See also CREDIBILITY, RELIABILITY

Inconceivability principle 76, 160, 399, 459, 485, 534, 543, 670, 672
See also TELSTRA

Incorporating two brands  xiv, 355
See also REGISTRATIONS INCORPORATING TWO BRANDS

Individuals (question of common law rights) 88

Individuals (question of common law) xxv, 4, 64, 88, 204, 249, 257, 323, 371, 409,
427, 433, 438, 440, 464, 498, 529, 664, 713, 751

Inference See NEGATIVE INFERENCE

Inference (deducing from the record)  xii, xix, 21, 23-24, 26, 30-31, 38, 41, 59, 62,
70,77, 89, 120, 124, 133, 162-163, 175, 189, 198, 207, 209, 232, 234, 244, 251,
255-263, 276, 323, 335, 381, 390, 409, 412, 453, 456, 460-462, 464, 468-469, 473,
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478, 502, 509, 520, 528, 533-534, 541-543, 545-546, 552, 554, 569, 571, 574-575,
587, 595-596, 614, 620-625, 629-632, 640, 652-654, 671, 699, 708, 713-714, 745,
755,790

Information and belief allegations  xviii, 41, 565-566, 596, 665
See also PLEADINGS

Infringement See NO INFRINGEMENT, TRADE AND SERVICE MARK
INFRINGEMENT

Infringement of a statutory right 185, 621

Infringement of statutory right viii, 6, 32, 53, 55, 83, 91, 136, 138-139, 142-143,
167, 185, 209, 219, 344-345, 455, 470, 480, 603, 626, 642, 696, 709
See also CAPITALIZE, VALUE (SOURCE OF)

Infringing activity ~ xix, 4, 34, 370, 430, 491, 560, 603, 605, 611, 664, 672
See also NONINFRINGING ACTIVITY

Inherently distinctive See ACQUIRED DISTINCTIVENESS

Inherently distinctive (as opposed to acquired distinctiveness) 147, 468-469, 585

Inherit (no break in the chain of ownership) 56, 84, 162, 185, 401, 404, 753

Initial interest confusion  xvi, xxviii, 100-102, 111, 367, 422, 442-444, 496
See also IMPERSONATION, LIKELIHOOD OF CONFUSION

Initials 427, 471
See also ACRONYMS

Injunction 39, 733, 747, 749, 773, 777, 782-783
See also LANHAM ACT

Injunctive relief 7, 734, 742, 744, 749-750, 769
See also EX PARTE INJUNCTION (Issues Index); INJUNCTION (General Index);
INJUNCTION (Issues Index)

Injunctive relief (restoring domain name to registrant See SECTION 1114(2)(D)(4)
and (5)

Innocent 53, 149, 304, 411, 458, 463, 466, 501, 529, 575, 594, 616, 770, 776-777

Innocent purchaser 776-777

Inquisitorial role (as opposed to the UDRP’s adversary system) 237, 536

Insider knowledge See ANTICIPATORY INFRINGEMENT

Insider knowledge (personal knowledge of an anticipated brand or presence in the mar-
ket) 142, 145-146, 408-409, 501, 503, 709

Insufficient evidence 115, 117, 126, 144, 189, 222, 333, 387, 390, 414, 421, 509,
526, 574, 576, 585, 749
See also DEFICIENT PLEADINGS

Insufficient evidence’ 421

Integrity (of the proceedings) 681, 684
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Intellectual Property Rights 15, 17, 20, 35, 50-51, 54-55, 88, 112, 298, 603, 692,
711, 734, 780

Intent to proﬁt xxi, 15, 89, 92, 108, 116, 120, 132, 137, 148, 166, 197, 207, 211,
222,228, 250, 258, 312, 323, 331, 340, 362, 372, 386, 407, 410, 420-421, 435-430,
452, 467, 469, 471-472, 475, 507, 528, 573, 583, 595, 603, 608, 627, 630, 678,
694, 697, 699, 708, 716, 727, 732-734, 736, 738-739, 741, 747-748, 751, 754, 757,
759, 761, 764, 766, 770,772, 774, 779, 784
See also ACPA

Intent to use application See PENDING APPLICATION

Intent to use mark (basis 1(b)) 132, 137, 312, 331, 340, 407, 410, 583, 741, 774

Intentional (unlawful) registration —xxxi, 24, 154, 457, 573, 594, 675
See also CYBERSQUATTING COMPLAINT, PARAGRAPH 2, RDNH

Intentionally attempting to attract visitors to respondent’s website  xvi-xvii, xxxi, 15,
17, 24, 52, 54, 56, 65, 73-74, 88-89, 99, 101, 103, 108, 115, 120, 122, 125, 128,
147, 150, 153-154, 157, 173, 177, 185, 190, 205, 210, 214, 216, 222, 232, 246, 268,
290, 304-305, 309, 311, 340, 360, 364, 386, 392-393, 396, 404, 408, 410, 413-414,
419, 421, 423, 426, 429, 433-434, 442, 453, 456-458, 462, 465-466, 468, 480-481,
496-498, 501, 505, 509, 511, 515-516, 518-520, 523, 526, 532, 538-539, 549, 553,
571-573, 575, 594, 598, 603, 606, 608-610, 618, 627, 629-630, 632, 639, 675, 678,
688, 700-701, 705, 707, 711, 724-725, 735, 768

Interfering with the Proceedings 206, 356, 433, 470, 515, 604, 692
See also RDNH, UDRP RULE 15(e)

International Ad Hoc Committee (IAHC) 5

International Trademark Association 27, 304

Internationally known or famous 311, 482, 653

Internet archive xi, 237-238, 241-242, 545
See also SCREENSHOT, WAYBACK MACHINE

Internet Assigned Numbers Authority (IANA) 9, 374, 430, 567, 647
See also INTERNET ASSIGNED NUMBERS AUTHORITY

Internet Commerce Association (ICA) 69, 98, 153, 657, 755, 789, 793

Internet Corporation for Assigned Names and Numbers 5
See also ICANN

Internet location (redirecting to other websites) 417, 425, 478
See also HYPERLINKING

Interpretation 20, 30, 48, 52, 70, 73-74, 83-84, 87, 97-98, 102, 117-118, 120, 124,
137, 172, 236, 238, 250, 253, 292, 360, 405, 455, 460, 466, 514, 519, 553, 586,
624, 663-664, 674, 685, 696, 720, 730, 737, 742, 744, 754, 757-758, 782
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Invented words and coined terms 70, 152, 205, 220, 394, 476, 543, 608, 626, 642,
734
See also FANCIFUL
Inventory xx, 13, 200, 400, 500, 506, 689-690, 700, 703, 709, 723, 725
Investor-victims 777, 779-780

J

Jackson, Ron 152, 523, 616, 688, 701

JURISPRUDENCE  ix, 67, 71, 83, 87, 96-98, 112, 697

Jurisprudence (developed over the past many years)  ix, xxvii-xxviii, xxx-xxxii, 12, 21,
36-37, 43, 67-68, 70-73, 77-79, 82-83, 87, 95-98, 105, 112, 116-117, 129, 138, 169,
182, 256, 405, 431, 466, 554, 560, 593, 635, 644-645, 648, 650, 662-663, 665, 681,
685, 694, 697, 717, 730, 732, 745, 761, 775, 788-791

Jurisprudential Overview 8, 34, 60-61, 68, 72, 81, 85, 89, 96, 103, 107-108, 111,
121-123, 143, 242, 255, 272, 278, 302, 320, 363-364, 398-400, 406, 434, 485, 529,
626, 658, 688-689, 789-790

Just Bulbs 559, 562, 770-771

Justifying Forfeiture  xii, xviii, 7, 75, 80, 88, 94, 100, 106, 118-119, 176, 178, 189,
201, 224, 234, 236, 240, 244-245, 248, 258-259, 263, 267, 272, 286, 297, 304, 313,
348, 391-392, 416, 422-423, 427, 438, 476, 484, 495-496, 507, 517-518, 522-523,
542, 550, 556, 559, 563, 574, 606, 638, 666, 675, 687, 691, 712, 726, 728-729, 772
See also FORFEITURE

K

Keyboard  xix, 192, 348-349, 607-608, 613, 646
See also QWERTY KEYBOARD

Knowing and material misrepresentation 749, 784, 787
See also SECTION 1114(2)(d)(4)

Knowledge (none of mark owner) 24, 86, 115, 183, 187, 388, 484, 570

Knowledge (of mark owner)  xviii-xix, 23-24, 26, 31, 44, 52, 55-56, 59, 61-62, 86,
92,107, 113-115, 122, 124, 133, 137, 142, 144, 152-154, 156, 166, 170, 172, 175,
183, 187, 190, 195-196, 213-214, 219, 226, 228-229, 232, 255-257, 260-261, 296,
320-321, 327, 332-333, 336, 354, 366, 378-381, 383, 388, 393, 398, 408, 410-412,
421-423, 426, 465, 467, 471, 482, 484, 487, 494, 500, 507, 525-526, 528, 534, 538,
540, 542, 545, 548, 550-551, 553, 561, 569-570, 573, 575-577, 579, 595, 608, 617,
621-622, 625-628, 631-633, 636, 644, 650, 653-654, 658, 666-667, 670, 676-677,
687, 689, 699, 701, 705, 709, 722, 728, 737, 764, 790

knowledge (of mark owner) See ACTUAL KNOWLEDGE, ANTICIPATORY
INFRINGEMENT, CONSTRUCTIVE KNOWLEDGE, IMPLAUSIBLE
DENIAL, INSIDER KNOWLEDGE, SHOULD HAVE KNOWN



30 ‘ The Clash of Trademarks and Domain Names on the Internet

Known to each other (as opposed to strangers)  xii, 36, 70, 129, 139, 150, 161,
165-166, 207, 246, 253, 288, 290, 336, 378-379, 404, 408, 545, 570, 659, 719, 732
See also BOARD MEMBER, EMPLOYEE, PARTNER, STRANGERS TO EACH
OTHER, VENDOR

Laches xviii, 395, 411, 535, 588-596, 652
See also LAPSE OF TIME
Lacks credibility (of knowledge and website) 465, 629
See also CREDIBILITY (TESTING OF)
Lacks rights or legitimate interest 398
Language as a public resource  viii, x-xii, xxvi, xxviii, 3, 14, 27, 41, 46, 54-55, 64-65,
67, 72-76, 96, 98, 100-101, 117-119, 124, 135, 139, 151, 160, 162-163, 168-171,
175, 178-184, 199, 202-203, 209, 213, 215-216, 242, 268-270, 302, 306, 322, 362,
374, 391, 417, 423, 4306, 438-439, 447, 459, 492, 514, 573, 582, 607-608, 621, 625,
633, 643, 645-646, 683, 692, 717-718, 749, 752, 758, 765, 769
See also MONOPOLIZING COMMON LEXICAL MATERIAL
Language of the proceedings 268-269
See also UDRP RULE 11(a) (LANGUAGE OF THE PROCEEDINGS)
Lanham Act 6,9, 12, 17-19, 48, 84, 99, 129, 312, 314, 323, 371, 419, 436, 501,
575, 584-585, 734-735, 737, 746, 748-749, 769, 776, 783
Section 1114(2)(D) 12, 46, 742, 747-749, 758, 774, 782
Section 1117(a) 749, 782-784, 787
Section 1117(d) 769, 782
Section 1125(a) 19, 84, 129, 733
Section 1125()(2) 84, 129
Section 1125(d) 6, 9, 12, 19-20, 84, 335, 732-734, 741, 744-745, 748, 751-753, 755,
762, 765-767, 770, 774, 777-779, 782-783
Lapse of time (to support dismissing complaint) 132, 588, 596
See also LACHES
Lapsed Registration  xvi, xx-xxi, xxxi, 13-14, 24-25, 50-51, 58, 60-61, 66, 108, 122,
132, 137-138, 145, 155, 170, 178, 195, 199, 201-202, 207, 213, 218, 221-222, 220,
230, 313, 325, 328, 374, 376, 395, 399, 442, 470-471, 474, 487-495, 500, 533, 550,
579, 588, 596, 610, 618, 634, 638, 655, 668, 672, 702-707, 732, 756, 764
Latin and Latin tags 203, 493, 571, 702
Lawful purpose 52-53, 107, 162, 183, 202-204, 216, 302, 394, 4006, 454, 457, 522,
546, 606, 626, 628, 690, 761
See also INFRINGING ACTIVITY, NON-INFRINGEMENT ACTIVITY, UDRP
PARAGRAPH 2
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Lawful use xiv, 182, 388, 428, 446, 448, 578, 659, 693, 736
See also NON-INFRINGEMENT ACTIVITY, UDRP PARAGRAPH 2

Lawyers in law firm 228

Learning from the case law 96, 134, 157, 173, 183, 534, 658, 665

Leave to replead 562, 760

Legacy Domain Names 367, 713
See also NEW TLDS

Legal Mechanisms  vii, 3, 9, 788
See also ACPA, UDRP

Legitimacy xxviii, 107, 161, 292, 306, 384, 388, 397, 4006, 422, 429, 437, 587, 721,
761

Legitimate Interests  xv, 13, 149, 165, 176, 182, 200, 309, 378, 381-383, 390,
392-393, 410-411, 413-414, 425-427, 454, 508, 572, 577, 586, 588, 590, 596, 600,
627,719

Legitimate purpose (without intent to infringe third party rights) 117, 224-225, 407,
476, 524, 694
See also UDRP PARAGRAPH 4(a)(ii)

Legitimate registration 28, 228
See also RIGHTS OR LEGITIMATE INTERESTS

Legitimate trademark dispute 299
See also PENDING COURT ACTION

Legitimate use (other than active website) 388, 406-407

Letter and Word Ordering and Reordering  xix, 85, 88, 142, 191-192, 203, 205, 218,
233, 274, 348-349, 352, 355, 357-358, 368-369, 426, 432, 442, 508, 527-528, 537,
588, 607-610, 616, 639, 643, 646, 778

Letters x-xi, xvi, xix, 13, 64, 90, 94, 145, 147-148, 150, 153-154, 157-160, 166,
168-169, 172, 176-177, 181, 184, 186-188, 191-192, 194, 204, 208, 210, 212-215,
217,221, 227-231, 233, 258, 310, 342, 347-349, 357-360, 367-368, 388, 410,
455-457, 470, 472, 486, 494, 504-505, 553, 588, 608, 610, 623-624, 653-654, 690,
693, 700, 708, 713-714, 717, 721, 757, 767

Leverage (use of in negotiations improper) 296, 517, 521, 674, 738-739, 769-770

Levy, Steve 18

Lexical choices x, 55, 64, 131, 133-134, 139, 145, 147, 152, 154-155, 157, 160,
167-168, 176-177, 179, 182, 186, 197, 202-203, 206, 215, 221, 262, 302, 326, 362,
371, 417-418, 458, 545, 564, 621, 690-692, 696, 698, 710
See also COMMON LEXICAL MATERIAL

Lexical permutations 176, 218, 233

Lexical resources 13, 693

See also CULTURAL RESOURCE, GENERIC

31
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Lexicon x-xi, 6, 25, 54-56, 58-59, 70, 89, 100, 116, 125, 163, 182, 184, 187, 189,
192, 204, 207, 210, 212, 214, 218-219, 221-222, 305, 482, 487-488, 551, 562, 564,
579, 585-586, 599, 604-606, 609, 661, 679, 691, 693, 700, 705-706, 708, 713, 717,
719

Liability (models of)  xvii, xxi-xxii, 10, 18-19, 36, 39, 52, 74, 80, 83, 117, 123, 127,
130, 162, 252, 255, 291, 405, 418, 453, 455, 460, 481, 484, 499, 516, 519, 535,
537, 547, 554, 573, 623, 627, 630, 654, 659, 669, 709, 730-732, 748, 751, 757,
759, 761, 763-764, 766, 769, 772, 776-777, 786
See also CONJUNCTIVE BAD FAITH, DISJUNCTIVE BAD FAITH

Liability (Providers and Panelists, none) 36
See also UDRP RULE 20

Liability (registries and registrars, Lanham Act, none) 35, 763

Licensee xiii, 4, 114, 138, 285, 291, 294, 316-317, 319-321, 385, 389, 391, 422,
446, 493, 527, 568, 613, 623, 694, 732, 750, 764, 767
See also STANDING

Likelihood of Confusion (UDRP 4(b)(iv)) xvii, xxvii, 43, 56-57, 59, 82, 86, 95, 136,
141, 145, 152, 154, 165, 182, 186, 189, 209, 212, 222, 286, 304, 309-310, 344,
348, 359, 366, 417, 428, 431, 434, 443, 453, 456-457, 471, 478, 488, 496, 513-514,
516, 518-521, 530, 561, 563-564, 573, 584, 600, 626, 631, 676, 705-706, 708, 723,
743,768,771

Limitations  xviii, xxvi, 42, 101, 105, 132, 177, 250, 588, 590, 640, 695
See also STATUTE OF LIMITATIONS

Limited factual research 30, 239, 243
See also UDRP RULE 10

Lindsay, David “International Domain Name Law: ICANN and the UDRP 4, 563

Linguistic community 13, 100, 114, 208, 210, 585, 695, 717, 723

Links xv-xvi, 13-14, 31, 42, 65, 122, 141, 144-146, 153, 156, 171, 186, 196, 209,
241, 284, 349, 351-352, 367, 394, 397, 405, 418-421, 424, 430, 461-462, 465, 470,
474, 478-483, 492, 517, 528, 532, 564, 580, 586, 588, 595, 615, 667, 702-704
See also CURATE

Litigation  9-10, 12, 14, 28-29, 32, 35-37, 41, 47, 51, 85, 91, 106, 127, 255, 259,
289, 299-301, 436, 533, 535, 550, 554, 565, 581, 583, 725, 744-745, 784-785, 793

Local law ix, 22, 72, 98, 100, 104, 106-107, 110, 123, 270-272
See also NATIONAL LAW

Location (as a factor in determining knowledge) 20, 23, 26, 56, 110, 135, 143, 476,
544

Lock domain name 8, 39, 45, 74, 222

Locking up the lexicon  xi, 221
See also COMMODIFICATION
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Looking ahead to bad faith evidence to determine whether to grant standing on confus-
ing similarity grounds  xiv, 89, 349, 362-364, 388
Losing and Reclaiming Domain Names 618

See also LAPSE OF REGISTRATION

M

Making a legitimate noncommercial or fair use of the domain name 379, 432
See also UDRP PARAGRAPH 4(c)(iii)

Making Changes to the Website 80, 297, 380, 421, 517, 789

Malicious  xix, 215, 522, 598, 603, 611, 613-614, 616, 670, 761, 773, 786

Malware 481, 525-526, 604, 606, 613-615

Mandatory 16, 41, 51, 77, 685, 740, 747

Marital See INHERIT

Mark in some jurisdiction 20, 312

Mark postdates domain name 40, 89, 133, 305, 310-311, 313, 320, 337, 345, 459,
462, 4606, 476, 505, 5306, 538, 559, 577, 579, 583-584, 652, 673, 741, 754, 773
See also MARK PREDATES DOMAIN NAME

Mark predates domain name 137, 210, 311, 320, 332, 339, 464, 493, 506, 577

Market presence (having a)  ix, xvi, 22, 140, 142, 181, 200, 203, 332, 404, 407, 464,
484, 491, 580, 630, 744
See also GOODWILL, REPUTATION

Market transaction (to purchase disputed domain name) 504, 661, 720
See also RDONH

Market value 154, 185, 211, 453, 466, 504, 542, 698, 717, 723, 725
See also THE MARKETPLACE

Marketplace (as the locus of value) 7, 24, 56, 76, 124, 128, 132-133, 139, 147, 150,
180, 182, 187, 203, 208, 307, 476, 486-487, 588, 630-631, 633, 677, 710

Materially misrepresents 599, 638
See also REACTIVATION OF DOMAIN NAME

Media coverage 33, 142, 146, 156-157, 285, 325, 373, 490, 5406, 580, 645, 671

Merely descriptive ir deceptively misdiscriptive 139, 157, 312, 341, 478

Metes and bounds of rights  ix, 4, 12, 74, 114, 128, 131, 661, 692, 694, 700, 709,
790

Mimicking Strong Marks 470, 527-528, 724

Minor alterations (typosquatting as compared with major alterations that would reject
confusing similarity) 358
See also CONFUSINGLY SIMILAR, NEITHER SIMILAR NOR CONFUSING,
SIMILAR BUT NOT CONFUSING, TYPOSQUATTING,

Misconduct 88, 251, 439, 464, 555, 586, 755

mislead the Panel 637, 639, 643, 676, 686
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Misleading Internet users 130, 152, 450, 495, 524, 563

Misleading statements of fact ix, 7, 101, 110, 116, 130, 152, 164, 303-304, 325,
355, 362, 364, 379, 385, 420-421, 425, 428, 431, 434, 448, 450, 461, 465, 480-481,
484, 495, 516, 524, 528-530, 550, 563, 597, 599, 604, 618, 637, 639, 643, 676-678,
683, 686-687, 735, 780
See also RDNH

Misspelling  xi, 86, 187, 198, 205, 209, 218, 233, 358, 361, 463, 537, 608-610, 690,
768

Misstatements and specious argument 215, 598

Misstates the law (or evidence) 125
See also EVIDENCE, RDNH

Models (business) 12, 84, 499, 523, 710, 721

Models (of liability)  xxi, 4, 18, 74, 112, 304, 730, 761, 769

Monetizing xxx, 12, 221, 399, 627, 703, 710, 718, 775, 778-780
See also RESELLING DOMAIN NAMES

Monopolizing common lexical material x, 179, 182, 184-185
See also COMMODIFICATION

Monopoly on lexical choices  x, 95, 131, 160, 162, 177, 179-182, 184, 186, 193-194,
202-203, 215, 219, 224, 229, 233, 353, 361, 384, 447, 467, 506, 556, 568, 693
See also OWNERSHIP OF LANGUAGE

More likely than not 40, 65, 124, 134, 170, 219, 232, 240, 296, 305, 352, 543-544,
551-552, 573, 594, 622, 624, 631, 641, 702, 729, 766

More of an interest (referring to mark owner’s claim) 377

Motion practice 39, 779
See also PLEADINGS, SUMMARY JUDGMENT

Motivation (the reason for the acquisition of domain name) 23, 52, 99, 118, 127,
152, 185, 257, 292, 302, 309, 399, 438-439, 518, 539, 544, 581, 620-623, 627, 663,
708, 787

Multiple complainants ~ xii, xviii, 10, 20, 73, 116, 123, 125, 140, 145, 148, 151, 169,
183, 194, 196-197, 204-205, 210, 212, 224, 228, 261, 273-275, 277-279, 313, 316,
364, 424, 505, 508-510, 536, 563-564, 568, 577-578, 656, 698, 717, 735, 737

Multiple Disputes  xii, xviii, 10, 20, 73, 116, 123, 125, 140, 145, 148, 151, 169, 183,
194, 196-197, 204-205, 210, 212, 224, 228, 261, 273-275, 277-279, 313, 316, 364,
424,505, 508-510, 536, 563-564, 568, 577-578, 656, 698, 717, 735, 737
See also CONSOLIDATION

Multiple Domain Names  xii, xviii, 10, 20, 73, 116, 123, 125, 140, 145, 148, 151,
169, 183, 194, 196-197, 204-205, 210, 212, 224, 228, 261, 273-275, 277-279, 313,
316, 364, 424, 505, 508-510, 536, 563-564, 568, 577-578, 656, 698, 717, 735, 737
See also ALIASES
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Multiple Registrants ~ xii, xviii, 10, 20, 73, 116, 123, 125, 140, 145, 148, 151, 169,
183, 194, 196-197, 204-205, 210, 212, 224, 228, 261, 273-275, 277-279, 313, 316,
364, 424, 505, 508-510, 536, 563-564, 568, 577-578, 656, 698, 717, 735, 737
See also CONSOLIDATION

Multiple Unrelated Complainants  xii, xviii, 10, 20, 73, 116, 123, 125, 140, 145,
148, 151, 169, 183, 194, 196-197, 204-205, 210, 212, 224, 228, 261, 273-275,
277-279, 313, 316, 364, 424, 505, 508-510, 536, 563-564, 568, 577-578, 656, 698,
717,735,737
See also CONSOLIDATION

Multiply used by others (as of a particular term)  xviii, 145, 148, 182-183, 212, 218,
455, 551, 564, 577, 698, 708, 788
See also ASSOCIATED WITH MARK OWNER, WIDE SPREAD USE OF THE
TERM

Muscovitch, Zak 18, 560, 657, 669

MUTUAL JURISDICTION 46, 740

Mutual Jurisdiction 46, 740

Mutual jurisdiction viii, 28, 35, 44-47, 49-50, 98, 101, 104-105, 107, 110-111, 123,
138, 300, 405, 739-741, 744-745, 761, 765, 769, 783, 786

Nahitchevansky, Georges  iv, xxiii, xxix-xxx, 18, 793

Narratives (presenting a case by having a good story) 14, 38, 68-69, 165-166, 2006,
254, 323, 328, 386, 463, 490, 502, 507, 532, 545, 547-549, 562, 571, 576, 598

Narratives (their role in persuasive argument) 165, 168, 387, 533, 563

Narrow class of cases (referring to subject matter jurisdiction)  xii, 9, 17, 37, 250-251,
253, 552-553

Nascent 522

National Academy of Sciences 5

National jurisdictions (applying UDRP law)  vii-viii, 3-4, 14, 22-23, 47-48, 168, 233,
311

National Laws See LOCAL LAW

National Laws (application of) 21, 69, 101, 105-106, 111, 270, 272, 561

National Telecommunications and Information Administration (NTTA) 4-5, 82, 482,
711

Negative (difficult to prove) 380

Negative inference 209, 255, 257-258, 260-261, 409, 468, 533, 541, 543, 545, 571,
623, 625

Negotiating a sale 258
See also WHO CONTACTS WHOM
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Negotiations 99, 258, 396, 477, 498-499, 504, 5006, 557, 563, 581-582, 623-624,
651, 659, 674, 679-680, 683, 701, 714, 717, 719, 727-728
See also PRIVILEGE

Neither similar nor confusing 348, 357

Network Solutions Inc.  xxv-xxvi, 7-9, 173, 437, 732, 745, 767

Neu, Howard 657

Neutral decision maker 16, 27

New Acts by Respondent See REFILING COMPLAINT

New TLDs 185, 606

Nexus See REGISTRATIONS INCORPORATING TWO BRANDS

Nexus to mark owner sufficient to state a right 316, 318, 357, 372

Niche Market 21, 23, 25-26, 75, 130, 135, 143-144, 150, 154-155, 158, 166, 169,
177, 183-185, 188, 206-208, 216, 226, 231, 472-474, 479, 551, 564, 576, 592, 622,
630, 654, 711, 716, 723, 768

Niche market 23, 25, 75, 130, 135, 143-144, 150, 154-155, 166, 169, 183-185, 188,
206-208, 216, 226, 231, 472, 474, 479, 564, 576, 630, 716, 768

Nicknames (False names, Stage Names) 76, 329, 426

Ninth Circuit  xxii, 45, 93, 97, 112-113, 138, 307, 404-405, 455, 730, 740, 745,
751-757, 759-760, 762-763, 766, 782, 785-787
See also THIRD AND NINTH CIRCUIT SPLIT

No actionable claim 44, 91, 264, 320, 336, 347, 376, 476, 602, 658, 712, 784, 790
See also ACTIONABLE CLAIM

No deference (as it relates to UDRP decisions) 48, 314, 739

No deference (as it relates to US State Registrations) 314-315

no evidence, and no basis for inferring 394

No infringement 389

No longer current See RIGHTS AND LEGITIMATE INTERESTS

No longer current (respondent’s use of) 7, 14, 30, 36, 50, 138, 176, 398, 428, 431,
570, 689, 758, 760

No presumption of bad faith 314, 472, 535, 575

No Reputation of the complainant or mark 149, 568

No Reputation of the complainant or mark) 321

No trademark rights 201, 370, 372, 418

Nominative Fair Use  xvi, xxviii, 7, 93, 143, 366, 445-451, 496, 509, 511, 592, 739

Nominative Fair Use (without merit) 739

Non exclusive factors or circumstances (referring to the Policy and circumstances of
proof) 496
See also FACTORS
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Non use (passive holding) 26, 71-72, 99, 108, 132, 176, 390, 455, 458-459, 465,
548, 570-571, 764

Non-competing 133, 145, 229, 344, 664, 674

Non-Renewal of Registrar Registration Agreement 14, 707
See also DROPPED, INADVERTENT LAPSE OF REGISTRATION

Non-targeting of complainant or its mark 123
See also CAPITALIZE, TARGETING

Noncommercial xv, 13, 27, 85, 100, 104, 107, 109-111, 379, 381-383, 417,
427-428, 430, 432, 434-436, 441, 444, 478, 492, 525, 548, 734, 748, 775
See also UDRP PARAGRAPH 4(c)(iii)

Nonexclusive remedy  vii, 20, 28

Noninfringing activity 12-13, 67, 100, 164, 178, 181, 184-185, 193, 215, 289, 389,
398, 410-411, 449, 459, 481, 501, 532, 543, 546, 564, 586, 617, 621, 656, 690-694,
698, 704, 731, 757, 772
See also INFRINGING ACTIVITY

Not authorized (to register or use) 291, 294-295, 307, 332, 450, 512

Not making a bona fide offering 289, 382, 471

Not requested (referring to RDNH)  xx, 481, 684-685

Not within the scope of the Policy 250-251, 292, 437
See also SCOPE OF THE UDRP

Objections (complainant objecting to) 145, 262, 266, 424

Objectively groundless complaint = xx, 663, 669

Objectively reasonable to maintain proceedings 666

Objectively unreasonable  xx, 25, 56, 177, 191, 194, 663, 666, 669, 673-674, 679
See also REPUTATION

Obligation to avoid violating third-party rights 52-53, 77, 88, 156, 158, 172, 338,
346, 483, 553
See also SEARCH OBLIGATIONS, UDRP PARAGRAPH 2

Offering to sell domain name  xvii, 72, 161-163, 267, 275, 460, 497, 499-500, 507,
720-721, 727,751
See also TARGETING, WHO CONTACTS WHOM

Oki Data Test  92-93, 95, 105, 445-450, 479, 513
See also NOMINATIVE FAIR USE

Onmitting letters (consequences for abusive registration) 192, 441, 528, 607
See also CONFUSING SIMILARITY, COUNTING DIFFERENCES,
TYPOSQUATTING

Opportunism (recklessly asserted) 486
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Opportunistic Bad Faith  xvi, 142-143, 265, 336, 345, 408, 470, 484-487, 521, 547,
558, 631, 633, 707

Opt out rule (removing UDRP case to a court f competent jurisdiction) 39, 289, 298

Opt out rule (removing UDRP case to a court of competent jurisdiction) 39

Other rules and principles law (domesticating into UDRP jurisprudence  xii, 12, 21,
42,106, 238, 256, 270, 272-273, 459, 554, 636, 669, 788

Out of pocket (demanding benefits in exchange of the domain name) 72, 90, 115,
170, 275, 452, 497-498, 502, 506, 523, 582, 600, 621, 688, 690, 719

Out of pocket(demanding benefits in exchange of the domain name) 72, 90, 115,
186, 275, 452, 460, 497, 502, 504, 582, 690, 720, 722, 728-729
See also UDRP PARAGRAPH 4(b)(i)

Overreaching mark owner See RDNH

Overreaching mark owner (US Senate Report) 17, 749, 758

Overreaching of mark owner (UDRP)  xxii, xxxi, 17, 19, 37, 84, 92, 94, 99, 129, 550,
599, 657, 672, 746, 749, 758

Opverstating one’s rights or reputation 164, 599
See also RDNH

Overview 1.0 68, 71,99, 101, 237, 485

Overview 2.0 72,96, 101, 110, 121, 485

Overview 3.0 (Jurisprudential Overview) 72, 96, 101, 123, 211, 284, 323, 402-403,
431, 434, 642

Ownership of rights to language (no ownership) See MONOPOLY OF LEXICAL
CHOICES

Ownership right to language (no ownership) 181-182, 217, 395

Ownership right to language(no ownership) 179

Ownership rights to domain names 50
See also GODADDY

Ownership rights to language (no ownership) 179-180, 215

Ownership rights to language(no ownership) 7, 168, 180, 184, 191-192, 401, 476,
609, 696

Ownership rights to trade and service marks 145, 229

Panels’ Role 21
Panels’ Powers 30, 236, 288, 304
See also GENERAL POWERS, UDRP RULES 10, 12, 15(d)
Paragraph 2 (Representations of good faith)  52-53, 121-122, 126, 470, 496, 626
Paramountcy of Statutory rights  ix, 128, 132, 160, 269, 330, 376, 466, 490, 492,
716
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Parking page 26, 241, 419, 421, 478-479, 481-483, 517, 576, 586, 667
See also REGISTRAR PARKING PAGE

Parody and satire  xvi, 440-441, 736

Parties known to each other xii, 36, 70, 129, 139, 150, 161, 165-166, 207, 246, 253,
288, 290, 336, 378-379, 404, 408, 545, 570, 659, 719, 732
See also STRANGERS

Partners  xiii, 42, 86, 126, 150, 155, 226, 228, 248, 253, 287, 289-291, 317-318,
331, 338, 345-346, 355, 375-376, 415, 439, 549, 647, 666-667, 670, 718, 761

Passing off 71, 82,91, 129, 153, 231, 364, 481, 515, 524, 605
See also ABUSIVE REGISTRATION, CONCEPTUAL OVERLAP,
COUNTERFEIT, TRADE AND SERVICE MARK INFRINGEMENT

Passive holding  xvi, xxvii, xxxi, 52, 71-72, 90, 94, 99, 117, 119, 155, 232, 379, 3806,
394, 400, 458-461, 477, 479, 499-500, 541, 580, 700
See also CONCEIVABILITY TEST, TELSTRA, NON USE

Pattern of conduct 222, 394, 452, 508, 690
See also HORIZONTAL, UDRP PARAGRAPH 4(b)(ii), VERTICAL

Pay Per Click xv, 13, 156, 171, 186, 418, 474
See also COMPETITIVE, HYPERLINK, PPC

Pejorative affixes 100, 107, 353, 428-429, 459

Pending applications (referring to trade and service mark applications See INTENT TO
USE APPLICATION, SUPPLEMENTAL REGISTER

Pending applications (referring to trade and service mark applications)  xiii, 132, 137,
312, 331, 339-340, 407, 410, 583, 741, 774

Pending court action 289, 298-299, 648
See also COURT OF COMPETENT JURISDICTION, LEGITIMATE
TRADEMARK DISPUTE, UDRP RULE 18

Permanent injunction 39, 262

Permission See AUTHORITY, UNAUTHORIZED

Permission (referring to grant of permission to use 68, 92, 111, 117, 121, 142, 167,
246, 248, 259, 264, 295-296, 317, 319, 381, 422, 444-445, 465, 477, 496, 515, 554,
578, 620, 625, 653, 740

Personal and family names (specializing in warehousing)  x, 162, 200, 205, 600, 651
See also SURNAMES

Personal contact information 29, 439, 464
See also GDPR, WHOIS DIRECTORY

Personal Jurisdiction  viii, xxi, 28, 44-47, 110, 302-303, 739-740, 743-745, 763, 765,
772,777

Personal knowledge proof See DECLARATION
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Personal names (trademark rights)  viii, x, xiv-xv, xx-xxi, xxviii, 15, 17, 19, 28-29,
37, 39, 44-47, 60-61, 75-76, 79, 88, 103, 110, 126, 132, 134, 168, 170, 172, 180,
186, 193-194, 200-201, 204-205, 207, 212, 248-249, 289, 302-303, 315, 322-324,
327-328, 339, 369-373, 375-376, 381, 389, 394, 401, 405, 408, 426, 430, 439, 441,
451, 464, 469, 481, 486, 523, 525, 527, 540, 545, 548, 550, 553, 611-612, 614,
616, 623, 636, 676-677, 695, 700, 715, 728-729, 739-740, 743-745, 752, 763-765,
772,777

Personalities (of such fame as to have common law rights) xx, 17, 76, 88, 132, 193,
200, 327-328, 371, 373, 376, 700

Phishing  xvii, xix, 142, 248-249, 370, 423, 515-516, 522, 525-530, 540, 604, 606,
611-616, 744
See also SCAMMING

Phrases (common) 85, 94, 124-125, 147, 169, 200, 206, 208-209, 219, 287, 400,
423, 486, 502, 537, 624, 653, 688, 690, 695, 697, 725

Phrases (descriptive) x, 66, 160-163, 168, 186, 194, 197, 213-214, 312, 326, 349,
567, 583, 593, 654, 670, 710, 714

Plan “B” xx, 506, 659, 674, 679-680, 683
See also OBJECTIVELY UNREASONABLE, PRICING, RDNH

Plausible denial (referring to respondent’s statements and totality of evidence) 76,
133, 170, 182, 188, 199, 370, 459, 477, 507, 513, 539, 546, 576, 670, 683, 699, 755
See also ACTUAL KNOWLEDGE, IMPLAUSIBLE DENIAL

Plausible inferences 554
See also INFERENCES

Pleadings  xvii-xviii, 41, 237, 255, 258, 310, 533, 536-540, 542, 553-554, 565-560,
596, 636, 665
See also CERTIFICATION OF PLEADINGS, EVIDENCE, SUMMARY
JUDGMENT

Policy questions  vii, 15, 711

Political Speech  xvi, 59, 437, 441-442

Populate (Website) 284, 420, 470, 478-479, 481, 564, 748
See also CURATION, HYPERLINKS

Pornography 14, 205, 249, 435-436, 443, 462, 4806, 610, 704, 774

Portfolio (ownership of a portfolio of domain names) 56, 61, 164, 195, 205, 229,
404, 499, 610, 627, 690, 696, 701-702

Postdating registration of domain name  xvii, xix, 40, 44, 89, 91, 113, 126, 131, 133,
142, 162, 168, 239, 305, 310-311, 313, 320, 336-339, 345, 386, 398, 455, 459, 462,
465, 476, 505, 538, 557, 559, 562, 564, 577, 579, 583-584, 605-606, 635, 644,
646-649, 652, 659, 663-664, 673-675, 679-680, 686, 700, 712, 714, 723, 734, 741,



General Index | 41

754,759, 764, 773, 790
See also NO ACTIONABLE CLAIM FOR CYBERSQUATTING

PPC links xv-xvi, 13-14, 62, 144, 418-420, 469, 478-480, 532, 580, 595, 629, 667,
703, 709
See also HYPERLINKING

Precedent (precedential) — xix, xxviii, 28, 49, 67-68, 70-71, 73, 77-81, 83, 95, 223,
236, 255, 317, 327, 357, 440, 446, 590, 613, 617, 644-646, 681-682, 684, 696, 716,
759,778,785
See also CONSENSUS, CONSISTENCY, PREDICTABILITY

Predating (domain name registered before trade or service mark) 188, 210, 493, 595,
685

Predating disputed domain name 88, 137, 210, 239, 311, 313-314, 322, 328, 332,
334, 339, 466, 506, 647, 662, 675, 722, 781
See also FIRST USE OF MARK IN COMMERCE

Predictability xxvi, 19, 67-68, 71, 73, 78, 84, 95, 106-107, 121, 255, 259, 587, 671,
690-691, 701
See also CONSISTENCY

Prefixes and suffixes  xiv, 140, 353-354, 367

Preponderance of Evidence  xviii, 40, 251, 256, 290, 365, 475-476, 516, 542,
550-552, 579, 583, 787
See also STANDARD OF PROOF

PRESUMPTION OF BAD FAITH 43, 131, 143, 149, 153, 165, 171, 215, 232,
239, 246-247, 255, 285-286, 289, 302, 305, 309, 335, 377, 380-383, 387-388, 392,
396, 501, 533, 552, 566-567, 579, 606, 630, 669, 718

Presumption of bad faith See NO PRESUMPTION. REBUTTAL

Presumption of bad faith (not conclusive of liability but open to rebuttal)  xii, 8,
39-40, 99, 2006, 285, 309-310, 380, 453, 531

Presumptive evidence xii, 39-40, 99, 285, 453, 531

Pretense 14, 290, 313, 411, 429, 445, 477, 511
See also IMPERSONATION

Pretextual xv, 96, 107-111, 165, 198, 2006, 227, 394, 428-429, 434, 437, 441, 450,
459, 532, 558

Prevailing in UDRP 18, 26, 36, 123, 188, 228, 253, 322, 466, 499, 535-530, 592,
676, 725, 749, 785-786

Preventing others from using common lexical material 185, 202-203, 232

Pricing See BUSINESS ASSETS, EXCESSIVE, EXTORTION, MARKET DRIVEN

Pricing of domain names  xxi, 64, 492, 499, 505-5006, 544, 594, 598, 604, 637, 665,
678, 680, 716-717,719, 721, 725,729, 735, 738

Prima Facie See UDRP PARAGRAPH 4(a)(ii)
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Prima Facie (lacking rights or legitimate interests)  xiv, 40, 53, 86, 94, 165, 209, 227,
244, 251, 253, 283, 305, 309, 320, 339, 346, 363, 365-366, 377-385, 387-388, 390,
392, 400, 411, 417, 426, 467, 471, 499, 501, 535, 540, 545-546, 552, 566-567, 570,
579, 606, 616, 625, 630, 632, 670, 697-698, 703

PRIMA FACIE CASE 40, 43, 140, 173, 309, 380, 383, 387, 476, 546, 579, 628

Primarily for the purpose 90, 107, 110-111, 124, 141, 143, 156-157, 171, 221, 250,
275, 300, 349, 353, 443, 452-453, 471, 474, 488, 497-498, 500-502, 504, 507, 511,
519, 539-540, 544, 549, 563, 578, 622, 627, 657, 664, 666, 684, 697, 699, 726,
729,789
See also DISRUPTING THE BUSINESS OF A COMPETITOR, SELLING
DOMAIN NAME TO COMPLAINANT

PRINCIPAL REGISTER  xiii, 100, 306, 312, 338-341, 741

Principal Register 19, 129, 311-312, 314, 560, 584
See also SUPPLEMENTAL REGISTER

Principles of law  viii, xii, xxvii-xxxi, 3, 8, 11-12, 14-18, 21, 27, 29, 36-37, 48, 56,
67-68, 70-74, 76-79, 81-84, 86-87, 89-90, 93-99, 101, 103, 107, 112, 119, 124, 134,
137, 144, 155, 179, 182, 210, 225, 232, 2306, 238, 240, 245-246, 256, 259, 262,
270-272, 284, 300, 325, 339, 343, 350, 360, 372, 380, 402, 407-408, 410, 413, 427,
431-432, 436, 441, 449-450, 453, 457, 468, 472, 475, 516, 534, 548, 551, 554-555,
570, 590, 607, 617, 619, 693, 696, 700, 714, 726, 730, 737, 743, 762-763, 773,
788,790
See also JURISPRUDENCE

Prior use (of mark in respondent’s own business) 142, 780

Prior use (to support claim for common law rights) 312
See also COMMON LAW RIGHTS

Priority (of right or use) xx, 32, 49, 162, 178, 181, 197, 207, 223-224, 290, 328,
336, 340, 391, 398, 400, 487-488, 500, 506, 520, 571, 577, 579, 650, 681, 690,
701, 703, 706

Privacy guard 288, 479, 592
Privacy service xii, 23-24, 30-33, 42, 46, 61, 78, 81, 86, 104, 109, 114, 117, 120,
124, 126, 145, 151, 161, 163, 174, 180, 183, 191, 193, 197, 203, 209, 215, 217,
229-231, 233, 235, 240, 249, 251, 259-261, 263-265, 267, 277, 283-288, 295, 300,
316, 323, 329, 345, 347, 352, 364, 367, 370, 376, 384, 394-395, 401, 403, 405, 416,
420, 423, 426-427, 430, 434, 437, 439, 441, 451, 461, 463, 471, 473, 475, 479, 488,
500-501, 505, 507, 510, 515, 522, 526-528, 536, 539, 557-559, 563, 567, 573, 578,
583, 592, 594-595, 599-600, 609, 612-614, 616, 630, 637, 646, 648, 651, 653, 656,
663, 667-668, 672, 676, 681-682, 684, 687, 699, 702, 705, 709, 716, 724-725, 727
See also ANONYMOUS, PROXY SERVICE
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Privileged communications  xviii, 580-582
See also SETTLEMENT DISCUSSIONS

Pro Se See UNREPRESENTED

Probabilities See BALANCE OF PROBABILITIES, STANDARD OF PROOF

Probative 85, 88, 145, 245, 390, 501, 623, 709
See also BURDEN OF PRODUCTION, BURDEN OF PROOF, NOT
PROBATIVE, STANDARD OF PROOF

PROCEDURAL EFFICIENCY viii-ix, 37, 39, 104-106, 244, 246, 278, 282, 603

Procedural efficiency  ix, 42, 104, 106

Procedural Orders xi-xii, 30, 175, 236, 240, 242, 244-245, 248, 260, 280-282, 548,
558, 560, 566, 671
See also UDRP RULE 12

Production (of evidence) xiv, xviii, 22, 40, 42, 75-76, 143, 147, 152-153, 291, 294,
309, 319, 333, 346, 379, 381-387, 399-400, 411, 415, 451, 470, 524, 540-541, 543,
549, 570, 577, 579

Professional representatives 31, 43, 79, 126, 628, 635-6306, 642, 644-646, 654-655,
662, 665, 681, 791

Proof 36, 249, 390, 426, 573, 6006, 741

Proper party respondent 33
See also PROXY, WHOIS DIRECTORY

Property rights 15, 17, 20, 35, 50-51, 54-55, 88, 112, 298, 302, 603, 692, 711,
733-734, 756, 780
See also INTELLECTUAL PROPERTY

Protectability of marks See PROTECTABILITY OF MARKS (Issues Index)

Protected speech  xv, xxx, 7, 15, 31, 56, 100, 107-108, 110, 128, 130, 133, 137-138,
142, 155, 167, 181, 183, 194, 203, 212, 220, 231, 277, 291, 296, 322, 329, 353,
369, 374, 404, 408-409, 412, 428-431, 433, 435-437, 441-443, 445, 457, 486, 496,
526, 537, 561, 581, 604, 611, 613, 615-616, 691, 725, 748, 767, 770, 778

PROVIDED NO EVIDENCE 56, 342, 379, 501, 557, 573, 773

Provided no evidence 58, 91, 174, 196, 199, 239, 269, 5006, 546, 572, 625

Providers (appointing panelists to adjudicate UDRP disputes)  xiii, xxx, 8, 11, 23,
30, 32-38, 41-42, 44-45, 47, 68, 112, 147, 197, 201, 234, 236, 243, 246, 251, 253,
256-257, 263, 272, 281-285, 287, 294, 296, 298-299, 337, 367, 369, 420, 447, 469,
513, 523, 586, 700, 711, 736, 788-789

Proving a negative (cannot prove facts known to respondent) 381, 385
See also UDRP PARAGRAPH 4(a)(ii)

Proxy as respondent 33, 283-284, 287

Proxy Registration See ANONYMOUS, PROXY AS RESPONDENT

Proxy registration 33, 283, 285, 287, 613

43
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Proxy service xii, 32, 233, 283-285, 287

Public auction 51, 58, 65, 124, 155-156, 195, 216-219, 396, 490, 492, 495, 533,
634, 672,701, 703-705
See also DROPPED, HIGH BIDDER

Public domain (referring to free use of language) xxv, 9, 102, 181, 221, 495, 634, 713
See also MONOPOLIZING COMMON LEXICAL MATERIAL, OWNERSHIP
OF WORDS

Publish decisions) See RULE 16(B

Purpose for acquiring disputed domain name 52, 115, 146, 181, 204, 256, 386, 391,
414, 500, 514-515, 537, 622, 627
See also MOTIVATION

Q

Quintessential Cybersquatting  xix, 12, 490, 597, 603-606, 616, 644, 646, 711, 731,
748, 765-766
QWERTY keyboard xix, 192, 348, 607-608, 646

R

RAA 30, 50-51, 284, 526, 614

Random Letters xi, 94, 166, 213-214, 227, 258, 310, 690, 693, 714, 721, 757

Ransom 770, 777

Ransomware 614

Raw law  wviii, 73
See also CONSTRUCTION

RDNH xx, 126, 223, 265-266, 582, 638, 651, 657-659, 661, 664-665, 669,
680-682, 685-687, 749-750, 786
See also OVERREACHING MARK OWNER

RDNH (not requested) xx, 481, 681, 684-685

Re-registration  xxii, 36, 53, 113, 401, 405, 455, 488, 628, 660, 730, 751-757, 759,
766, 785
See also RENEWAL OF REGISTRATION

Reactivation of domain name 749-750
See also SECTIONS 1114(2)(D)(4) and (5),

Reading across the dot (ignoring the dot separating the first and second domains) ~ xiv,
203, 347, 367

Reading across the dot (that is, ignoring the dot)  xiv, 203, 347, 367

Reasonable belief 19-20, 23, 25, 32, 38, 46, 60, 63-65, 81, 93, 112, 114-115, 118,
121, 149, 156, 170, 172, 175, 177, 196, 203, 228-229, 237, 242, 245-247, 251, 258,
260, 273, 279, 299, 302-303, 318, 355, 383, 386, 433, 444, 456, 458-459, 478,
493, 506, 517, 519-520, 542-543, 546, 551, 555, 557, 567, 569, 574, 578, 589, 595,
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606, 620-621, 630-631, 636, 641, 649, 656, 659, 662, 664-666, 669, 672-676, 678,
680-681, 706-708, 714, 716-717, 719, 721, 723, 727, 737, 739-740, 744, 750, 766,
783-787,790

Rebranding  x, 12, 91, 161, 164, 173-174, 226, 410-411, 439, 492, 622, 679, 708,
729, 741

Reclaiming dropped (lapsed) domain names  xvi, xxi, xxxi, 14, 50, 66, 137, 201, 328,
376, 471, 487-488, 490-492, 704-706
See also DROPPED DOMAIN NAMES

Reconsideration  xviii, 12, 554-556, 559, 561
See also REHEARING

Recusal of Panel 234-236

Redaction (omitting information from decision)  xii, 30-31, 33, 163, 175, 180,
248-249, 347, 403, 440, 475, 535, 682

Redirect domain name to one’s own or infringing websites  xv-xvi, 80, 85, 145, 231,
416-417, 477-478, 525-527, 558, 588, 604, 613, 615-618
See also INTERNET LOCATION, HYPERLINKING

Referential additions (that is referring back to the complainant)  xiv, 86, 140, 196,
219, 347, 353, 365-366, 394, 445

Refiled complaint dismissed 40, 245

Refiling Complaint  xviii, 12, 41, 70, 265, 288, 554-556, 558-560
See also DISMISSED WITHOUT PREJUDICE, RECONSIDERATION,
REHEARING

Refusing to register trade or service mark 584

Registered (domain name registrant) 11, 13, 22, 51, 107, 179, 186, 225, 227,
273-274, 277, 470, 600, 713, 728

Registered (Domain Name) See AUTHORITY, PERMISSION, SUBDOMAINS

Registering (justifying domain name registration) 563

Registrant representations 126, 454, 626
See also GODADDY, REGISTRAR REGISTRATION AGREEMENT, UDRP
PARAGRAPH 2

Registrar 9, 16, 30, 33, 283, 774

Registrar Accreditation Agreement  viii, 50
See also RAA

REGISTRAR REGISTRATION AGREEMENT  xix, 35, 50, 625, 756

Registrar Registration Agreement 13, 32, 35, 626
See also DROPPED DOMAIN NAMES, NON-RENEWAL OF REGISTRAR
REGISTRATION AGREEMENT

Registration date versus Creation date  xxii, 745, 751
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Registration in bad faith  xvi, 20, 36, 53, 64, 72, 91, 117, 136-137, 164, 174, 196,
260, 276, 283, 296, 313, 328, 401, 403, 421, 452, 455, 463-465, 469-470, 477, 493,
496, 506, 522, 568, 598, 626, 633-634, 656, 680, 682
See also CONJUNCTIVE BAD FAITH

Registrations incorporating two brands 131

Registry of dot com and dot net 7, 10-11, 13, 39, 165, 713, 733, 742-743, 745-746,
775

Rehearing 12, 554-555
See also REFILING, RECONSIDERATION

Relate back (referring to trade and service mark applications relating back to submis-
sion) 337, 407, 466, 584
See also COMMON LAW

Related Parties 402, 405, 487, 507, 756
See also CORPORATE FAMILY, LICENSEE; STRANGERS (UNRELATED
PARTIES)

Related persons (parties)  xiii, xv, 316-317, 319, 401
See also CHAIN OF TITLE

Reliability (of evidence)  xvii, 255, 519, 537, 547, 623, 669

Remedies 12, 40
See also ACPA, STATUTORY REMEDIES, UDRP, URS

Removing to court of competent jurisdiction (respondent’s action) 301
See also PARAGRAPH 4(k)

Renewal of Registration See RE-REGISTRATION

Renewal of registration  xxii, 4, 14, 36, 39, 50, 52, 80, 94, 113-114, 118, 120-122,
125-127, 260, 345, 455, 463, 471, 487-488, 639, 659-660, 665, 707, 730, 732,
751-752, 754, 756

Reopening Decided Case See REHEARING

Repackaging a rejected theory  ix, 122

Representations See REGISTRAR REGISTRATION AGREEMENT, UDRP
PARAGRAPH 2

Representations (registration agreement and Paragraph 2)  viii, 36, 52, 118, 454

Represented by counsel 38, 126, 242, 247, 279, 327, 458, 567, 645-647, 651, 654,
660, 662, 664-665, 676, 681, 685, 734, 740
See also PRO SE

Reputation in the market xx, 91, 149, 459-460, 568, 597, 604, 635, 677
See also EVIDENCE, GOODWILL, MISLEADING STATEMENTS OF FACT,
MISSTATES THE LAW OR EVIDENCE

Reputation in the market/iW 17, 23, 63, 89, 133, 160, 163, 218, 228, 238, 332,
370, 397-398, 402, 464, 482, 497, 625, 630, 633, 655
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Reputation of the complainant 151, 320-321, 667
See also NO REPUTATION

Reputation of the mark 26, 149, 182, 344, 458, 645

Reputation of the market 344

Res Judicata 12, 49, 555, 559-561, 749

Resale in the open market 62, 85, 125, 400, 605, 617, 688, 716, 718, 728

Researching  xi, 5, 29-30, 38, 60-62, 102, 126, 155, 225, 236-243, 245, 267, 270,
385, 408, 427, 431, 438, 499, 521, 533-534, 543, 546, 558, 560, 572, 578, 647,
664, 674-675, 681-682, 725, 789
See also UDRP RULE 10, RULE 12, WAYBACK MACHINE

Resellers (of domain names) 92-93, 146, 178, 198, 200, 202, 211, 215, 221, 230,
445-447, 450, 487, 501-502, 506, 574, 578, 689-690, 698, 709, 718, 759, 778
See also SECONDARY MARKET

RESOLUTION OF DOUBT  xii, xxvii, 62, 65, 89, 118, 175, 210, 234, 236, 241,
259, 261-262, 273, 287, 299, 319, 358-359, 361, 363, 371, 379, 405, 480, 489, 512,
517, 526, 536, 551, 607, 615, 617, 623, 669, 683, 725, 741, 789

Resolving Website  xxxii, 5, 10, 20, 70, 72, 82, 97, 99, 102, 109, 111, 145, 171-172,
225-226, 237, 242, 244, 250-251, 253, 284, 309, 327, 363, 396, 434, 440, 461-462,
502, 517, 521, 523-524, 602, 614, 618, 639, 736, 747, 760

Resolving website See CONCEIVABILITY TEST, PASSIVE HOLDING, TELSTRA

Respondent has neither a right nor a legitimate interest 40, 380, 383, 390, 392
See also RIGHTS OR LEGITIMATE INTERESTS, UDRP PARAGRAPH 4(a)(ii)

Respondent’s rights  vii, xii, xx, 31-32, 85, 161, 163, 213, 216-217, 223, 283, 395,
400, 665-666, 683, 688
See also METES AND BOUNDS

Responding to complainant’s inquiry to Purchase domain name See WHO
CONTACTS WHOM

Responding to complainant’s Inquiry to Purchase Domain Name  xxi, 727-728

Responding to complainant’s inquiry to Purchase domain name 504

Responding to complainant’s inquiry to purchase domain name 504, 715

Responding to complaint 162, 194, 254, 256, 390, 585
See also SUPPLEMENTAL SUBMISSION, UDRP RULE 5

Responsibility for Content (referring to respondent’s website) — xii, xxx, xxxii, 32, 34,
38, 53, 58, 60-61, 95, 136, 173, 175, 248-249, 251, 264-265, 280, 290, 423, 455,
470, 483, 540, 626, 636, 643, 645, 655, 681, 684, 790
See also REDIRECT DOMAIN NAME TO ONE’S OWN OR INFRINGING
WEBSITES

Retaining Jurisdiction over Dispute 61, 255, 292, 386
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Retroactive bad faith  ix, xxviii, 14, 52, 69, 80, 88, 95-97, 113, 117-123, 125-127,
304, 395, 405-4006, 453, 462, 465, 553, 571, 627, 633, 659, 669
See also RENEWAL OF REGISTRATION

Revenue Model Not Condemned 26, 328, 333, 417-418, 420, 469, 474, 478-480,
482, 5006, 522, 546, 704, 768, 778

Reverse Domain Name Hijacking xx, xxii, 11, 19, 38, 84, 92, 94, 126, 172, 215,
230, 264-266, 301, 338, 427, 457, 504, 506, 570, 582, 598, 635, 637-639, 641-643,
657-662, 664-671, 673-674, 676, 679-687, 700, 707, 712, 717, 742, 749-750, 758,
766, 782-783, 785-787
See also RDNH

Right by Priority 273, 307, 391, 400
See also PRIORITY

Right to a remedy 346
See also NO ACTIONABLE CLAIM, STANDING,

Rights or Legitimate Interests See INHERIT (NO BREAK IN CHAIN OF
OWNERSHIP), NEITHER RIGHTS NOR, PRIMA FACIE, UDRP PARAGRAPH
4(a)(ii)

Rights or Legitimate Interests (have rights or legitimate interests) 8, 11, 66, 141, 188,
199, 206, 209, 224, 232, 291, 304, 336, 365-366, 380, 383-385, 388, 390, 434, 572,
660, 676

Rights or Legitimate Interests (lacks rights or legitimate interests) 8, 11, 18, 306,

40, 53, 89, 94, 161, 188, 2006, 224, 291, 303-304, 309, 362, 365, 377, 379-380,
382-384, 388, 390, 396, 398-400, 416, 419, 434, 453, 455, 457, 476, 494, 534, 545,
552, 567, 579, 625, 642, 704

See also LACKS RIGHTS OR LEGITIMATE INTERESTS

Rights Protection Mechanisms (RPMs)  xxvi, xxviii-xxix, 18, 302

Rights to Lexical Elements in Design Trademark xiv, 341, 344

Risk of others using the same term (where drawn from the common lexi-
con) 186-187, 262, 325-326, 522

ROLE OF DECISIONAL LAW 68, 82, 182, 258, 484, 508, 589

Role of decisional law 68, 82, 182, 258, 484, 508, 589

Role of local Law 79, 542, 736

Role of local law 106, 272
See also LOCAL LAW

Rule 408 of the Federal Rules of Evidence 581

S
Safe Harbor 27,100, 411, 498, 531
Sanction xx, 11, 19-20, 84, 92, 94, 126, 230, 241, 265-266, 271, 338, 407, 427,
457, 570-571, 595, 600, 636-637, 639, 642, 646-647, 650-651, 657-664, 667-669,
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676-677, 680, 682, 684-685, 707, 717, 783
See also RDNH

Scamming 14, 100, 107, 436, 439, 449, 471, 481, 522, 524, 528-529, 540, 604,
612-615
See also FRAUD, PHISHING, SPOOFING

Schemes  xvii, xx, 14, 48, 70, 248-249, 277, 287, 370, 479, 481, 496, 525-527, 529,
531, 611-613, 615-616, 618, 662, 679-680, 762

Schmidheiny v. Weber  xxii, 404-406, 751-754, 756

Scope of the UDRP  xxviii, 8-9, 16-17, 27, 34, 71, 130, 165, 217, 250-253, 288-289,
291-294, 297, 300, 304, 434, 437, 524, 556, 566, 601, 619, 648, 651, 706, 732, 761
See also NOT WITHIN THE SCOPE

Scope of trademark 159, 225

Scope of trademark rights 123, 179-180, 219, 344, 350, 701

Screenshots 217, 329, 421, 492, 517, 545, 677
See also INTERNET ARCHIVE, WAYBACK MACHINE

Search obligations  53-55, 57, 66, 196, 664, 672
See also DUE DILIGENCE, OBLIGATIONS, PARAGRAPH 2
(REPRESENTATIONS OF GOOD FAITH), WIPO GLOBAL BRAND
DATABASE

Search obligations (what is demanded?)  56-58, 404

Search procedures to assure hyperlinks not infringing 579
See also CURATION OF WEBSITE

Search processes to ensure no trade or service mark infringement 24

Searching (expected to search world databases) 53-54, 56, 59-60, 62-63, 98, 156,
219, 358, 464, 471, 534, 608, 626, 628-629, 631, 712, 789

Second Level Domain 59, 142, 178, 188, 220, 346-347, 367-368, 371, 425, 441,
476, 600, 607-608, 610, 641, 763

Second Staff Report 37, 69, 93, 120, 130, 250, 435, 440, 492, 675, 701
See also ICANN

Secondary Market  xx-xxi, 13, 154, 162-163, 399, 688-689, 693-694, 701, 703, 709,
711-712, 714, 729, 789-790

Secondary Meaning See COMMON LAW RIGHT, FUNCTIONING AS
TRADEMARK

Secondary meaning  xx-xxi, 83, 132, 134, 190, 199, 314, 321-322, 325-326, 328,
330, 333, 335, 339, 341-342, 407, 416, 537, 584, 621, 688-689, 693, 709, 712, 714,
790

Secondary meaning (proof of) 323, 330, 333, 622

Selling domain name 142, 167, 386, 397, 400, 501, 503, 582, 653, 688-689, 691,
694, 698, 714, 721, 776
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Semantic Value 7,92, 393, 410-411, 441, 564, 591, 627, 630, 653, 714

Senate Report on the ACPA 19, 731-732

Senate Report on the ACPA, Anticybersquatting Consumer Protection Act 19, 731

Senior rights 167, 208, 258, 476
See also FIRST USE OF MARK IN COMMERCE

Senior user 167, 208, 258, 476

Serial cybersquatter 510
See also PATTERN OF SUCH CONDUCT, UDRP PARAGRAPH 4(b)(ii)

Service of Complaint and Notice 39, 47, 264, 275, 286, 321, 329, 585-586

Settlement discussions  xviii, 68, 103, 207, 580-582, 615, 710

Shifting burden rule 94, 305, 309, 365, 380, 382, 384, 387, 390, 484, 501, 550,
552,579, 617, 624-625, 717
See also REBUTTING COMPLAINANT’S CONTENTIONS

Silence 256, 258, 382, 444, 453, 456, 518, 541-542, 546, 552, 558, 565, 571, 580,
588, 623
See also EVIDENCE

Similar and confusing  xiv, 348-350, 352, 357, 364

Similar But Not Confusingly Similar  xiv, 162, 172, 214, 218, 347-348, 357-360,
363, 365, 370, 578, 618

Sleeping on One’s Rights 593, 652
See also LACHES, STATUTE OF LIMITATIONS

Small Differences Matter x, 172, 179, 191-192, 610

Social media 51, 131, 158, 207, 212, 238, 328, 333, 341, 398-399, 426, 486, 610,
764

Soliciting to sell 136, 142, 501-502
See also BROKERS, UDRP PARAGRAPH 4(b)(i)

Sorkin, David E. 36

Source of value ix, xxi, 147, 723

Speculating on domain names  xx, 211, 694, 697

Speculation (in a business sense) xx-xxi, 211-212, 501, 623, 689-690, 694-698, 700,
702,717,722,789
See also ARBITRAGE

Speculation (in an evidentiary sense)  xviii, xx-xxi, 84, 115-116, 195, 211-212, 501,
516, 552, 596-597, 623, 665, 689-690, 694-698, 700, 717, 720, 722, 728, 789
See also ABSENCE OF EVIDENCE, CONCRETE EVIDENCE,
DOCUMENTARY EVIDENCE

Speculation in a business sense 211, 697, 699

Split of views 74, 97-98, 100-101, 103-104, 110, 113, 195, 289, 428, 430, 432, 443,
495, 632, 659, 730, 751, 761, 765-767, 785
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Spoofing  xix, 14, 526, 604, 611-613, 615-616
See also PHISHING, SCAMMING

Standard of Proof xviii, 15, 40, 43, 53-54, 57, 62, 84, 93, 101-102, 114, 145, 196,
202, 233, 236, 238, 251, 345, 352, 365, 396, 423, 430, 440, 446, 464, 484, 543,
550-554, 579, 626, 631, 648, 665, 679, 687, 787
See also BALANCE OF PROBABILITIES, CLEAR AND CONVINCING, MORE
LIKELY THAN NOT, ON BALANCE

Standing but no actionable claim 340

Standing to maintain UDRP  xiii-xiv, 22-23, 27, 44, 85, 91, 94, 114, 133, 138, 191,
239, 285, 291, 294, 302, 305-307, 309-311, 316-317, 319-321, 326, 329, 334-341,
345, 347, 351, 363, 385, 391, 407-408, 416, 422, 440, 493, 546, 559, 568, 583,
585, 619, 649, 656, 665, 677, 734, 741, 752, 761, 763-764, 767-768, 772, 775-776
See also MARK PREDATES, MARK POSTDATES, REGISTERED MARK,
UNREGISTERED MARK

Stare decisis See PRECEDENT

State trademarks 313-314
See also US STATE REGISTRATIONS

Statute of limitations  xviii, xxvi, 42, 101, 105, 132, 177, 250, 272, 588, 590, 640,
695

Statutory damages (over contract rights)  vii, ix-xi, xxi-xxii, 7, 10, 14, 19-21, 35,
45-47,73, 87,128-129, 131, 160-161, 181-182, 204, 212, 224, 238, 250, 263, 391,
396, 412, 457, 466, 484, 629, 713, 731-732, 734-736, 738, 748-751, 756-758, 763,
766, 769-770, 774, 782-785, 787, 790

Statutory factors (good faith and bad faith) 736, 738
See also ACPA

Statutory factors that define famous 129, 735-736, 738

Statutory remedies 181, 263, 750
See also ACPA

Statutory rights ix-x, 10, 14, 21, 87, 128, 160, 182, 224, 396, 466, 713

Stock ticker 307, 329

Stolen domain names 776, 778, 780
See also FRAUDULENTLY TRANSFERRED

Strangers to each other (unrelated parties)  xii, 253-254, 288-290
See also KNOWN TO EACH OTHER

Strength or Weakness of Mark 7, 17, 24, 351, 460, 515, 543, 705
See also TRADEMARK

Structure  xiii, 190, 278, 303, 311, 318, 508, 664, 674, 747, 753, 773

Stylized mark 57, 341, 343-344, 506, 573
See also DESIGN MARK, FIGURATIVE MARK
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Subdomains 600

Subject Matter Jurisdiction  vii, xxi, 17, 19, 26-28, 45-49, 250-252, 302-303, 430,
600, 648, 733, 739, 763

Subjective bad faith intent  xiii, 25, 62, 177, 185, 207, 214, 223, 258, 328, 360,
518-519, 553, 678, 683
See also OBJECTIVE

Subjective intent 518, 553

Subsequent Bad Faith Use (ACPA jurisprudence) 455, 464, 515, 751, 755

Subsequent registrant  xv, 30, 32, 41, 208, 226, 260, 316, 394, 401, 404, 455, 559,
647,730, 751
See also TRANSFEREE

substantial secondary 13, 324

Substitution of word or letter  xix, 119, 191, 233, 348, 355, 440, 608, 610

Substitution of words or letter See ADDING LETTERS OR WORDS TO
DOMINANT ELEMENT

Successor registrants 29, 138, 162, 168, 171, 174-175, 177, 185, 210, 321, 401,
403-405, 493, 505, 592, 753

Suck cases 100, 102, 106-107, 306, 353, 429, 431, 436, 442, 459, 495
See also FAIR USE

Sufficient evidence xiv, 144, 150, 195, 223, 227, 244, 270, 277-278, 312, 319, 329,
373, 375, 385, 387, 420, 427, 460, 477, 494, 516, 536, 548, 552, 567, 583, 593,
632, 647
See also INSUFFICIENT EVIDENCE

Suggestive (in the sense of evoking complainant’s mark) 133, 140, 641

Summary judgment (UDRP pleading is equivalent to) ~ xviii, 5, 15, 17, 37-38, 41, 49,
68, 70, 203, 213, 293, 302, 369, 378, 408, 433, 541, 565, 576, 583, 739, 741, 744,
750, 755, 759, 764, 767, 770-771, 787
See also DOCUMENTARY EVIDENCE, PLEADINGS

Supplemental (supplementary or additional) submission  xii, 40-42, 236, 240,
242-244, 246-247, 305, 380, 469, 502, 533, 542, 566-567, 723, 744, 783

Supplemental Register  xiii, 100, 306, 312, 338-341, 741

Supplementary rules 243

Surnames 200, 216, 427, 716
See also FAMILY OF MARKS, PERSONAL NAMES

Suspending or terminating UDRP proceeding  299-300
See also PENDING COURT ACTION, UDRP RULE 18
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Taking advantage (of trademark or mark owner) 15, 109, 148, 153, 166, 177, 182,
204, 206-207, 338, 368, 382, 397, 419, 458, 477, 497, 516, 524, 529, 606, 608-610,
625, 671, 688, 691, 701, 707, 724

Targeting the mark for its value 7, 150, 212, 391, 458, 575, 695
See also EXPLOITATION, NON-TARGETING OF COMPLAINANT OR ITS
MARK

Tarnish (special meaning) xv, 19, 107-108, 379, 385, 435-438, 516-517, 734

Telepathy, Inc. 22, 25, 39, 161, 185, 206-207, 228-229, 300, 313, 418, 421, 504,
576, 591, 597, 621, 676, 714-715, 717, 721

Telstra Corporation Limited v. Nuclear Marshmallows 99, 459, 461, 477, 670

Telstra test  90-91, 99, 232, 459, 461, 477, 670

Temporary specification 30, 239, 243

Temporary specification/iW See GDPR

Terminating proceeding  45-406, 263, 265-2606, 294, 296, 299-300, 444, 745
See also WITHDRAW COMPLAINT

Territorial (referring to trade and service marks) 15, 20, 22, 59, 64, 183, 191, 321,
682,711

Textual component (side by side comparison) 341, 343, 355, 362, 364
See also CONFUSINGLY SIMILAR, UDRP PARAGRAPH 4(a)(i)

The 3-Part Structure See STRUCTURE

The Marketplace (defining the strength of a mark)  ix, xxviii, 24, 49, 75-76, 128,
130-136, 141, 147, 158, 160, 163, 165-166, 184, 197, 203, 227, 231, 286, 321, 327,
343, 349-350, 371, 374-375, 398, 402, 412, 426, 440, 448, 541, 543, 583, 623, 625,
629, 631, 644, 655-656, 710, 738, 789

the parties supply 471

The right balance between the parties 16, 27-28, 62, 74, 195, 439, 736, 789

The UDRP Exploratory Group initiative 18, 36

Thief (purchasing from) 777
See also FRAUDULENT TRANSFER

Third and Ninth Circuit split  751-753, 755

Third Circuit  404-405, 730, 737, 751-753, 759

Third level domains 601

Third party links See CURATION OF WEBSITE

Threatening 103, 177, 296, 435, 587, 590, 661

Threshold  xviii, 40, 236, 250, 281, 285, 307, 320, 333, 338-339, 348, 351, 410,
559-562, 583, 604, 619, 677, 767-768
See also STANDING
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Timing (as a significant issue in determining actual knowledge and bad faith) ix, xiii,
xvi, 44, 132, 135, 140, 149, 161, 190, 210, 264, 298, 306-307, 321, 324, 327, 390,
410, 462, 558, 577, 645, 655, 739

Timing (as a significant issue in determining actual knowledge) 168

Timing (as a significant issue in determining actual knowledgeand bad faith) 136,
476

Toeppen, Dennis 4, 99, 501, 690, 694, 731-732, 762-763

Tortious vii, 3-4, 6, 14-15, 83, 108, 128, 132, 144, 309, 337, 518, 522-523, 548,
582, 588, 598, 603-604, 616, 627, 635, 663, 668, 683, 696, 717, 735, 761-762, 765,
779-780, 784

Totality of evidence or circumstances 26, 38, 89, 94, 99, 108-109, 111, 152,
174-175, 186, 194, 242, 259, 284-285, 349, 366, 388, 420, 442, 454, 456, 459, 471,
480, 502, 519-520, 605, 620, 622, 654, 701, 750, 759, 762, 771, 787
See also EVIDENCE, WEIGHT TO BE APPLIED TO THE EVIDENCE

Trade and Service Mark application and issuance of mark certification ~ xiii-xiv, xxxi,
10, 23, 59, 135, 159, 167, 173, 203, 210, 212, 239, 302, 312-314, 321, 330, 332,
336-337, 339-341, 355, 358, 370, 390, 399, 407-410, 415, 466, 508, 583-584, 597,
604, 651, 670, 682-683, 702, 731, 789
See also DESIGN MARK, PRINCIPAL REGISTER, SUPPLEMENTAL
REGISTER, UNREGISTERED, WORD MARK

Trade and service mark infringement  xxv, 8-9, 130, 209, 219, 253, 289, 520, 590,
649, 668, 734-735, 768, 786

Trade and Service Mark value 92, 165, 194, 212, 296, 537, 591, 694-695, 703

Trade Name xiv, 183, 224, 226, 238, 315, 325, 328, 335, 339, 371-375, 388, 457,
463, 570, 671
See also FUNCTIONING AS

Trade off third party trade or service marks 125, 196, 240, 382, 388, 426, 529, 580,
707

Trade-Related Aspects of Intellectual Property Rights 88

Trademark abandonment 395

Trademark Act of 1946 (Lanham Act) 6,9, 12, 17-19, 48, 84, 99, 129, 312, 314,
323, 371, 419, 436, 501, 575, 584-585, 734-735, 737, 746, 748-749, 769, 776, 783

Trademark Clearinghouse 18

Trademark did not exist when the respondent registered to domain name 44, 292,
407, 549, 597-598, 651, 682, 787
See also NONEXISTENCE OF TRADEMARK AT THE TIME OF
REGISTRATION OF THE DOMAIN NAME

Trademark registration 225, 306
See also USPTO AND NATIONAL REGISTRATIONS



General Index ‘ 55

Trademark Trial and Appeals Board 114, 286, 290, 299, 384, 472, 587, 589, 783
Trafficsin 732, 748, 751, 766-767, 770
Transferee 29, 402, 404, 757
See also SUBSEQUENT REGISTRANT
Transferred (forfeiture of registration) to complainant 36, 38, 62, 156, 195, 218,
303, 356, 402, 434, 706, 737, 745, 753, 760, 766, 768, 780
See also REMEDIES, STATUTORY REMEDIES
Truthful 52, 83, 215, 259, 378-379, 382, 387, 424, 437, 441, 447, 449, 456, 537,
552, 623-624, 635, 639-640, 642, 670
See also CERTIFICATION OF PLEADINGS
TTAB 299
See also TRADEMARK TRIAL AND APPEALS BOARD
Typing errors 85, 209, 218, 607-608
Typosquatting  xix, 85, 88, 191-192, 203, 205, 218, 233, 349, 352, 355, 368, 426,
432, 527-528, 537, 588, 608-610, 616, 646
See also TYPING ERRORS

UDRP award vacated (annulled) 88, 768
See also SETTLEMENT

UDRP Elements See ELEMENTS

UDRP Jurisprudence viii-ix, 8, 68, 82-83, 94-95, 98-99, 107, 121, 128, 233, 273,
325, 369, 375, 405, 445, 533-534, 603, 732, 793

UDRP PARAGRAPH 2 viii, xix, 24, 36-37, 51-54, 60, 72, 118-119, 389, 454-455,
492, 496, 625-626, 628, 631, 662, 671, 749

UDRP Paragraph 4(a)(i) xiii, 27, 76, 87, 239, 258, 304, 306, 310-311, 313-314,
317, 340-341, 348-349, 355, 363, 373, 377, 392, 407, 412, 414, 520, 557, 607,
655-656
See also BYPASSING 4(a)(i) (UNNECESSARY TO ASSESS COMPLAINANT’S
PROOF WHERE IT CANNOT PROVE BAD FAITH), STANDING

UDRP Paragraph 4(a)(ii) xiii, 88-89, 171, 224, 258, 305, 307, 309, 362, 377-379,
383, 387, 392, 396-397, 417, 520, 535, 540, 552, 654, 656
See also RIGHTS AND LEGITIMATE INTERESTS

UDRP Paragraph 4(a)(iii) ~xiii, 6, 72, 89, 113, 117-118, 120-122, 125, 259, 267,
296, 305, 307, 309-310, 349, 397, 400, 452-453, 456-457, 462-463, 468, 496, 508,
514, 519-520, 535, 540, 563, 654, 656, 723
See also REMEDIES

UDRP Paragraph 4(b) 90, 116, 119, 243, 406, 417, 459, 467, 496, 500, 574
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UDRP Paragraph 4(b)(i)  xvii, 72, 78, 99, 119, 124-125, 137, 186, 197, 473-474,
490, 497-500, 502-503, 507, 519, 544, 563, 582, 604, 627, 729
See also PRIMARILY FOR THE PURPOSE OF SELLING

UDRP Paragraph 4(b)(ii) xvii, 137, 267, 508-511, 519, 563, 604
See also ENGAGED IN A PATTERN OF PREVENTING OWNERS

UDRP Paragraph 4(b)(iii)  xvii, 405, 441, 465, 471, 511, 514-516, 563, 627
See also DISRUPTING THE BUSINESS OF A COMPETITOR

UDRP Paragraph 4(b)(iv) xvii, 43, 59, 72, 78, 80, 117, 119-122, 126, 137, 152,
157, 171, 229, 304, 387, 428, 450, 453, 455, 457, 462, 465, 480, 495, 497, 514-516,
518-519, 528, 553, 563-564, 604, 618, 729
See also INTENTIONALLY ATTEMPTING TO ATTRACT FOR COMMERCIAL
GAIN

UDRP Paragraph 4(c)(i) xv, 116, 148, 188, 190, 211, 309, 378, 384, 387, 393, 396,
410-412, 414, 417-418, 454, 478, 490, 525, 531, 577, 585-586, 589-590, 596, 6006,
697, 703-704
See also BEFORE ANY NOTICE OF CLAIM

UDRP Paragraph 4(c)(ii) xv, 309, 378, 384, 392, 425, 508, 596, 610, 623
See also COMMONLY KNOWN BY

UDRP Paragraph 4(c)(iii) xv, 7, 100, 107, 309, 379, 417, 427-428, 434-435, 463,
466, 478, 495, 516, 519, 525, 531, 588
See also MAKING A NONCOMMERCIAL OR FAIR USE

UDRP Paragraph 4(k) (10 business day stay of execution) viii, 12, 28, 39, 45, 47-49,
106, 252, 298, 338, 405, 742, 745, 747

UDRP procedure 39, 42

UDRP proceedings 9, 37-40, 42, 250, 253, 552-553, 560

UDRP Rule 1 (Definitions) 21, 32, 37-39, 68, 84, 95, 104, 242, 255, 259, 261, 263,
284, 289, 537, 567, 789

UDRP Rule 2 (Communications) 36, 38

UDRP Rule 3 (The Complaint) 41, 44, 273, 277, 316, 565, 636, 681

UDRP Rule 3 (xiii) (Certification) 256, 636

UDRP Rule 3(c) (Consolidation) 273, 277

UDRP Rule 5 (The Response) 38, 254, 273, 640, 661

UDRP Rule 5 (viii) (Certification) 256, 273, 636

UDRP Rule 10 (General Powers of the Panel) 234, 236, 250, 254, 273, 288, 537,
547

UDRP Rule 10(b) (Fair opportunity to present its case) 234, 254, 268

UDRP Rule 10(c) (Consolidation) 268, 628

UDRP Rule 11 (Language of the Proceedings)  xii, 268, 636, 639, 669

UDRP Rule 12 (Further Statements) xii, 236, 242-247, 264, 556, 567
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UDRP Rule 14 (Default) 38, 175, 255-257, 259, 261, 543, 623

UDRP Rule 14(b) (Drawing inferences) 38, 175, 255-257, 259, 261, 543, 623

UDRP Rule 15(a) (Any rules and principles deemed applicable) xii, 21, 104, 238,
254, 256, 270-271, 405, 789

UDRP Rule 15(e) (Panel Decisions  xx, 250, 266, 657-658, 667, 669, 681, 685-686

UDRP Rule 16(b) (Publication of decision) 68, 84

UDRP Rule 17 (Settlement or Other Grounds for Termination) 263

UDRP Rule 18 (Effect of Court Proceedings) 39, 289, 298

UDRP Rule 20 (Exclusion of liability) 36

UK Law 12, 48-49, 179, 270

Unauthorized See INCORPORATING TRADEMARK

Unauthorized (to register or use a mark) 4, 93, 107, 115, 291, 319, 371, 376, 3806,
447, 449, 469, 525, 529, 589, 604, 606, 616-617, 697

Unbroken chain  401-403, 406
See also CHAIN OF TITLE

Uncertain 3, 19, 38, 43, 47, 64, 113, 138, 210, 239, 259-260, 294, 307, 314, 349,
357, 363, 365, 456, 557, 659, 666, 701, 732, 747

Unclean hands 570

underlying ownership by a single person  401-402

UNFAIR COMPETITION  x, xxi, xxv, 4, 67, 146, 149, 168, 186, 194, 197, 252,
271, 363, 405, 424, 447, 458, 465, 511-512, 602, 710, 730, 735

Unfair competition  xxv, 186, 194, 252, 271, 363, 602, 730, 735
See also UDRP PARAGRAPH 4(b)(iii)

Unfair use of domain name xxv, 102, 106-107, 186, 190, 194, 221, 232, 236, 240,
245, 248, 252, 265, 271, 286, 309, 363, 386, 428, 433, 435, 468, 483, 488, 522-523,
544, 602, 604, 678, 689, 706, 712, 730, 735, 764, 769, 786
See also BAD FAITH, UDRP PARAGRAPH 4(b)(iv)

Uniform Rapid Suspension Policy (URS) 18, 527

Unintentional mistake (as to droping domain name) 705
See also DROPPED DOMAIN NAMES

Unique (as a trade or service mark) 63, 75, 144, 157, 393-394, 494, 599, 632, 661

Uniquely associated (of a mark to its product or service) 632, 661

Uniquely within respondent’s knowledge 379

Uniquely within the respondent’s knowledge See SHIFT OF BURDEN RULE

Unitary See BINARY (CONJUNCTIVE)

Unitary (disjunctive) 118-119, 122

United Kingdom 132, 199, 225, 228, 261, 270, 332, 460, 503, 582, 626

United States  iv, xxvi-xxvii, xxxi, 12, 15-16, 21-23, 53, 69, 77, 82, 103, 105,
108-111, 115, 129, 147-148, 151, 170, 174, 216, 226, 238-239, 248, 255, 270-272,
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301, 325, 330, 333, 336, 341, 353, 366, 391, 422, 433, 435-4306, 445, 452-453, 455,
484, 534, 561, 580, 584, 589, 599, 637, 653, 667, 677, 683, 692, 695, 707, 711,
718,762, 772-773
Unknown (mark unknown outside its territory) 36, 70, 150
See also TERRITORIAL
Unlawful  xvii, 31, 52-53, 82, 94, 107, 131, 182-183, 211, 233, 258, 302, 389, 420,
445, 449, 454, 457, 463, 501, 511, 522, 546, 598, 606, 626-628, 688, 697, 710,
717,747, 749-750, 761, 784
Unlawful purpose  52-53, 183, 454, 457, 522, 546, 606, 626, 628, 761
Unlikelihood 154, 600
Unprotected speech  xv, 110, 428, 431, 436
Unrebutted 94, 305, 309, 365, 380, 382, 387, 390, 501, 579, 617, 624, 717
See also BURDEN OF PRODUCTION
Unregistered marks 19, 75, 88, 114, 129, 134, 180, 184, 305-307, 313, 327-328,
338, 572, 579, 654, 741
See also COMMON LAW, STANDING
Unregistered trade or service mark 201, 225, 3006, 313, 316, 329, 332, 371, 374-376,
471, 491
See also COMMON LAW RIGHTS
Unrepresented 36, 42, 637, 639, 649, 664-665
Unsolicited offers xxi, 161, 243, 247, 285, 325, 503-504, 507, 651, 715, 721,
726-727
See also WHO CONTACTS WHOM?
Unsuitable defendant  xxi, 742-743
See also IN REM JURISDICTION
URS (Uniform Rapid Suspension System) 18, 527
US Circuit Courts
Eleventh Circuit  xxii, 25, 45, 113, 455, 692, 751, 753, 755, 766, 768, 782
Fourth Circuit 46, 102, 138, 433, 730, 736, 744-745, 754, 759, 767-768, 770
Ninth Circuit  xxii, 45, 93, 97, 112-113, 138, 307, 404-405, 455, 730, 740, 745,
751-757, 759-760, 762-763, 766, 782, 785-787
Second Circuit 735
Seventh Circuit 113
Tenth Circuit 759
Third Circuit  404-405, 730, 737, 751-753, 755, 759, 785
US Constitution 21, 69, 101, 104-105, 238, 433, 517, 769, 783, 786
See also FAIR USE
US Court decisions 93, 179, 404
US Department of Commerce 4-5,29, 711
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US District Courts  xxii, 4, 8, 12, 15, 39, 45-47, 138, 236, 289, 300-301, 432-433,
442, 620, 730, 733, 737, 740, 742-747, 750-755, 757, 759-760, 763, 765-766,
769-770, 775-777, 782-787

D. Utah 408, 759, 764
District of Arizona 47, 138, 740, 744, 760
District of Colorado 759
District of Columbia 39, 301, 527, 733
District of Florida 281, 777
District of Nevada 740
District of New York 199, 527
District of Utah 408, 759, 764
District of Virginia 620, 733, 742, 744, 760, 775, 782
District of Washington 744
US House of Representatives
House Report on the ACPA 10, 19, 603, 765

US law  xv, 21, 49, 88, 98-99, 101-102, 105, 110, 122, 132, 138, 162, 270, 272-273,
322, 404, 428, 432, 434, 441-442, 446-447, 547, 583, 696, 772

US PATENT AND TRADEMARK OFFICE  xvii, xxxi, 6, 14, 17, 23-24, 34-306,
38-39, 43-44, 51-55, 60, 63, 66, 75, 78, 84, 88-89, 91-94, 114, 118-119, 121, 124,
128, 131, 133, 135, 137, 145, 148-149, 151, 154-155, 162, 171, 173-174, 176, 188,
190, 202, 216, 232, 239, 245, 249, 254, 258, 275, 282, 285-286, 288, 291, 293, 295,
303, 305, 307, 310-311, 313, 320, 322-323, 328-341, 344-345, 347-348, 360, 371,
382, 384, 386, 388, 391-392, 394, 398, 401-402, 406, 408-409, 425, 427, 430, 434,
455, 458-459, 462, 464, 466-469, 471, 478, 482, 484, 488, 490-491, 493, 501, 505,
509, 511, 520-521, 524, 529, 533, 546-547, 550-551, 556, 558-559, 561-562, 564,
569, 572-574, 576-579, 584-585, 591, 593, 596, 599-602, 606, 618, 620, 626-628,
630-631, 633, 640, 642, 646-647, 651-655, 662-665, 671, 673, 675-677, 686-687,
690, 698-700, 702, 709, 712, 714-715, 719-720, 722, 732-735, 739, 741-742, 744,
748-749, 751-757, 759, 761, 763-764, 766-767, 769, 772-774, 778, 781, 784
US Senate

Senate Report on the ACPA 6, 16-17, 19, 603, 690, 732, 748-749, 762, 765

US State Registrations  xiii, 314-315
See also DEFERENCE
Use in connection with bona fide offering 314, 702

See also NOT MAKING A BONA FIDE USE, UDRP PARAGRAPH 4(a)(i)
USPTO See UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
USPTO and national Registrations 316, 652
USPTO Registrations See TRADE AND SERVICE MARKS
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USPTO TRADEMARK MANUAL OF EXAMINING PROCEDURE 324, 330,
652
USPTO Trademark Manual of Examining Procedure 903.06 324, 330, 652

v

Valuable (referring to domain names)  xi, xx, xxviii, 7, 17, 26, 72, 90, 92, 105,
114-116, 130, 133, 135, 147, 149, 160, 168, 170, 174, 176, 180, 187, 197, 204,
207, 211, 214-215, 226, 228, 233, 271, 275, 332, 384, 400, 409, 415, 419, 440, 452,
468-469, 497-498, 500, 502, 506, 534, 564, 582-583, 585, 599-600, 605, 608-610,
621, 625, 650, 688, 690-691, 699-701, 708, 710, 714-716, 719, 723, 732, 736, 756
See also EXPLOITING THE VALUE OF MARKS, UDRP PARAGRAPH 4(b)(i)

Value, source of ix, xxi, 147, 723

Value, source of (whether from mark or the descriptive or connotative domain
name) ix, xxi, 7, 88, 92, 106, 132, 142-143, 147, 197, 214, 221, 272, 409, 466,
498, 518, 688, 691, 697, 723, 728

Value, source of (whether from mark or the descriptive or connotative value of the
domain name) 215, 400, 480

Vendor  xiii, 294, 296-297, 448, 521, 770
See also KNOWN TO

Verisign, Inc. (generally and registered domain names) 7, 10-11, 13, 39, 165, 713,
733, 742-743, 745-746, 775

Vertical pattern of conduct 191, 200, 233, 235, 287, 419-420, 426, 455, 508-510,
570, 591, 594, 609, 638, 662, 722

w

Wayback Machine xi, 29-31, 37, 157, 175, 217, 237-238, 241-242, 260, 390,
543-545
See also ALLOWABLE RESEARCH, UDRP RULES 10 AND 12

Weak Marks 336, 630, 654, 693, 717, 724
See also LEXICAL COMMON, STRONG MARKS

Website Content 30, 362, 364, 436, 438, 470, 588
See also CURATION OF WEBSITE, HYPERLINK, PPC

Weight to be applied to the evidence 169, 516, 538, 551-552

Weslow, David 619

What law applies  viii, 22-23, 26, 67, 101

White Paper (NTIA) 5,711

Who contacts whom?  xvii, 144, 162, 499, 502, 630, 707, 719, 722-723
See also ANONYMOUS OFFER (FROM COMPLAINANT), SOLICITING TO
SELL, UNSOLICITED OFFERS

Who is the respondent See PROXY
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Who owns what? (speaking of language) xi, 170, 202
See also COMMODIFICATION
Whois Directory  vii, xxvii, 29-33, 38, 56, 88, 116, 142, 150, 175, 189, 191, 209,

231, 233, 238, 240, 244, 251, 260-261, 264, 272, 277, 282-288, 291, 318-319, 324,
335, 364, 375-378, 392, 401-402, 404, 416, 430, 445, 471, 480, 488, 492, 500, 526,
558-559, 566, 578, 582, 592, 594, 600, 609, 611, 613-616, 623, 637, 647, 652-653,

668, 673, 682, 699, 713, 724, 745, 771
See also GDPR
Wick, Brian 204, 433, 516

Widespread use of term  115-116, 128, 135, 141, 143, 167, 172, 187, 207, 226, 238,

240, 299, 371, 389, 393, 576, 578-579, 597, 599, 630, 696, 725, 789
See also MULTIPLY USED BY OTHER TO MARKET THEIR GOODS OR
SERVICES

Widespread use of the term 393

Willful blindness  xvi, xix, 25, 59, 61-62, 96, 191, 262, 470, 484-486, 494, 606,
622-624, 626, 629-633, 676, 729, 735, 784, 786

WIPO Final Report  5-7,10-11, 15-17, 20, 27-28, 34-35, 51, 54-55, 69, 78, 82, 84,
88,92, 100, 104, 112, 161, 163, 250, 284, 300, 303, 336, 370, 392, 427, 432, 435,
462, 484, 550, 588, 593, 603, 625, 657, 692, 701, 711-712, 731

WIPO Global Brand Database 60, 66, 168

WIPO Overviews See OVERVIEW 1.0, 2.0, 3.0

WIPO Second Report 369, 371

Withdraw complaint  xii, 11, 28, 38, 138, 189, 234, 262-266, 495, 651-653, 658,
661, 663, 665-667, 679, 735, 745
See also DISMISSING COMPLAINT (AT COMPLAINANT’S REQUEST)

Without intent for commercial gain 7, 379, 428, 516

Without intent to take advantage of (or target) 207, 507, 694, 727

Without prejudice (complaint dismissed without)  xviii, 44, 51, 264-265, 277, 303,
356, 554, 556, 558, 560, 562, 581-582

Word combinations (compounds) 152, 157, 218

Word mark (distinguished from a word plus design mark) 129, 219, 231, 245, 342,
348, 506, 543

Word Plus Design Mark See DESIGN MARK

Words cannot be owned (or monopolized) 179, 194, 203
See also MONOPOLIZING COMMON LEXICAL MATERIAL

World Intellectual Property Organization 5-6, 67, 71, 112, 452
See also WIPO
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ISSUES INDEX
A

A sufficient nexus to claim a right
Standing to maintain proceeding xiii, 315-316, 318-319, 401
ACPA
Attorneys fees and statutory damages 784
Creation date registration carries to successors Ninth Circuit  xxii, 745, 751
Creation date registration does not carry to successor Third, Fourth, and Eleventh
Circuits  xxii, 404-406, 751-754, 756-757
Docket (challenges to UDRP awards and other cases) — xxii, 761
Exceptional (to merit attorney's fees) 750, 784-785
Factors in assessing bad faith  735-736, 738
Federal Arbitration Act 737
Fraudulent transfers 775-780
In rem jurisdiction
Abstention 746
Requesting TRO 743
Intent to Profic 733, 738, 745, 755, 770
Registration date versus creation date test 732, 751-752, 755, 757-758

Remedy for overreaching
RDNH heavy and light 749

Standing
Not distinctive at the time of the registration of the domain name 733-734, 751,
756, 761, 763
Statutory damages 770, 782
Subject matter jurisdiction 46
UDRP award affirmed 25
UDRP award vacated 88, 213
Venue 744, 762
ACPA jurisdiction, the meaning of “transfer” 742
ACPA: Registration date versus creation date test  753-754
Acquiesced or consented to registration See AUTHORIZED (question as to whether or
not) TO REGISTER DISPUTED DOMAIN NAME
Acquiring stolen domain names 777-778
See also FRAUDULENT TRANSFERS ACPA (Issues Index)
Acquisition of names from the common lexicon
Generic, dictionary words, descriptive phrases 95, 161, 163, 200, 419, 506, 538

Personal names 200
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Acronyms See SHORT STRINGS OF LETTERS > COINCIDENTALLY
CORRESPONDING TO ACRONYMS OF MARKS
Acronyms treated as generic words 172
See also ACRONYMS (General Index)
Actionable claim (no actionable claim) 38
Active website not the only legitimate use See EMAIL, FTP AND OTHER DOMAIN
NAME USES (Issues Index)
Actual knowledge 59, 62, 86, 115, 137, 143, 170, 172, 195, 232, 331, 365, 382,
388, 393, 410-411, 426, 471, 494, 507, 553, 699
See also ANTICIPATORY INFRINGEMENT (Issues Index); TARGETING (Issues
Index)
Actual knowledge versus See CONSTRUCTIVE NOTICE (General Index and Issues
Index)
Addition of letters, words and phrases See PREFIXES AND SUFFIXES (General Index
and Issues Index)
Trademarks of more than one word 191, 352, 472
Addition of word See REINFORCES TARGETING COMPLAINANT’S MARK
Addition of word referential to complainant See REFERENTIAL
Reinforces targeting complainant's mark  219-220, 350, 365-366, 458, 472, 586
Adversarial versus inquisitorial system 237, 536
Adverse inference 198, 259, 453, 460-461, 534, 654
See also Rule 14(b) DRAWING INFERENCES (Issues Index)
Allowable research 241
See also LIMITED RESEARCH, RULES 10 and 12 (Issues Index)
Altering use of a disputed domain name after notice of alleged infringement
Discontinuing infringing use no cure for past use 146, 462, 531-532, 588, 770
Anonymity (guarded by privacy shield) vii, 31-33
See also PRIVACY SERVICE (General Index); RULE 1 HOLDER OF DOMAIN
NAME (Issues Index)
Anticipatory infringement  xv, 44, 152, 305, 319, 335, 354, 407-409, 522, 579, 664
See also ACTUAL KNOWLEDGE, INSIDER KNOWLEDGE (General Index)
Appeal of UDRP Award See DE NOVO “APPEAL” TO COURTS OF
COMPETENT JURISDICTION
Approached by complainant See WHO CONTACTS WHOM? > NOT IN
VIOLATION and VIOLATION (Issues Index)
Appropriating the value of the mark See ATTEMPTING TO ATTRACT (Issues
Index); VALUE AS MEASURED BY THE WORTH OF THE DOMAIN NAME
Arbitraging domain names as a business  xv, 410-413
Bona fide offering of goods 497, 501, 656, 690-691, 694
Not condemned as violating 3rd-party rights  xxi, 727-728
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Assessing strength of mark 129, 131, 134-136, 140, 142, 167, 262
Assessing the date from which 4(a)(ii) and 4(a)(iii) are measured 23, 113, 162,
174-175, 259, 398-400
Associated Exclusively with complainant 22, 82, 155, 171, 185, 188, 194, 207, 214,
239, 354, 359, 425, 441, 493-494, 496, 586, 604, 632, 678
Attempting to attract
Appropriating the value of the mark 103, 498, 518-519, 691
Attorneys (as associates, in-house, etc) See DEMAND FOR PROBATIE EVIDENCE
> ATTORNEYS STATEMENTS NOT EVIDENCE
Names do not function as trademarks See CORPORATE OFFICERs AND
ATTORNEYS
Attornies
Names do not function as trademarks 372
Authorized (question as to whether or not) to register disputed domain name
Authorized (acquiesced or consented) 445
Not authorized 295, 307, 331, 446, 496, 525, 529
Authorized (question as to whether or not)to register disputed domain name See
NOMINATIVE FAIR USE
Awareness or knowledge of complainant or its mark 23, 124, 545

See also ACTUAL KNOWLEDGE

Backordering, earlier acquired by respondent 252
Bad faith use alone
Not actionable for abusive registration 439, 462-464
Beneficial owner xii, 284
Better right theory
No better right to domain names registered in good faith 124, 176-178
Better right theory debunked 178
Binary version unitary ix, 117, 120, 122
Binary versus unitary construction of 4(a)(iii) and 4(b)(iv) 121-122, 125-126, 453
Branding See REBRANDING PREDATING ACQUISITION OF DOMAIN NAME
(Issues Index); REBRANDING SUBSEQUENT TO DOMAIN NAME (Issues
Index)
Brands (separate and unrelated incorporated in domain name) 354-356
Building the law  77-80, 85, 400, 688
See also CONSENSUS (ACHIEVEMENT OF) (Issues Index)
Bulk transfers See HIGHER DUTY FOR BULK TRANSFERS, NO EXPLOITATIVE
INTENT (Issues Index)
Burden of proof
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Onus on complainant 83, 153, 200, 245, 247, 476, 567, 627
Proving respondent lacks rights or legitimate interests ~ xiv, 331, 378-380
Shifting burden 40, 140, 173, 206, 379, 381, 383, 387, 628
Business issues outside scope of Policy 250-251, 253, 291-293, 793
Business leaders (no trademark right no standing) 88, 370-371
Buying and selling domain names See ARBITRAGING DOMAIN NAMES AS A
BUSINESS (Issues Index)

C

Cease and desist notice
Timing fixes date of awareness of trademark
Effective in favor of complainant 275, 517, 585, 587-588
Effective in favor of respondent 411, 595, 659, 674
Certification of pleadings 81, 638-640, 643, 645-646, 681
See also RULE 3 (xiii) AND RULE 5(c)(viii); RULE 3(xiii) AND RULE 5(c)(viii) >
FALSE CERTIFICATION (OR NONE) (Issues Index)
Chain of title
Standing to maintain proceeding
Transfers of domain names between commonly-controlled entities 401-403

Changing website See ALTERING USE OF DISPUTED DOMAIN NAME AFTER
NOTICE (Issues Index)
Choosing generic words and phrases
Registrations in good faith 64, 169-170, 467-468
Circuit Court split
Creation date jurisprudence 138, 753, 756-758
Re-registration date jurisprudence 752, 754-755
Circumstantial evidence 94, 488, 502, 539, 541, 617
Clear-cut cases of cybersquatting 9, 37, 253, 552
Click through traffic/revenue 156, 171, 186, 418, 474, 478, 480, 483, 778
See also PAY PER CLICK
Coined words See COINED WORD (ONE OF A KIND) (General Index)
Commentary and criticism 101, 104, 107, 109, 111, 429, 431, 434-435, 439, 444,
448, 495, 527, 736
Commercial gain
Creating or not creating likelihood of confusion 457, 479, 513, 517, 519, 538, 553,
561, 563, 625
Common and coined words See ONE OF A KIND VERSUS NONE OF A KIND
Common law right See UNREGISTERED RIGHTS MUST BE EARNED (Issues
Index)
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Registration of a domain name predating registration disputed domain name not

evidence of common law right 321

Common versus coined words 149, 155, 165, 175, 195, 491, 633, 718
See also GENERIC, DICTIONARY WORDS, DESCRIPTIVE PHRASES
Common words and descriptive phrases
No fixed association with mark 181, 183, 185, 678
Common words and expressions 167
Commonly known by See UDRP 4(c)(ii) (General Index and Issues Index)
Competitors (defining who they are) 125, 129, 170, 420, 482, 496, 512, 515, 539,
563, 580, 735
Complainant dismissing case
Does not require permission 263, 745
Complainant’s own evidence indicates that the Complainant was willing to purchase
the disputed domain name for USD 10,000 499
Complainants do not own the lexical material of their marks See REGISTERING
A TRADE OR SERVICE MARK NOT OWNERSHIP OF LEXICAL CHOICE
(Issues Index)
But have the right to claim legal relief against infringement 161, 206-207
complainants have the burden 153, 247, 476, 567, 627
Complex cases
Inappropriate for UDRP
Courts of competent jurisdiction 251, 253-254, 290, 292, 298, 300, 459, 554,
648, 667, 723,793
Composition of domain name
Qualifying for free speech protection 100-103
See also FREE SPEECH
Concurrent court proceedings See RULE 18(a)
Discretionary with Panel to terminate or proceed to determination 298-301
Confidential and privileged communications
Not binding on Panels  581-582
Confusing similarity See UDRP 4(a)(i) (General Index and Issues Index)
Consensus See RISE AND DEVELOPMENT OF A JURISPRUDENCE (Issues
Index)
Consensus (achievement of) 79-81, 681
Consequences of default
Does not in itself constitute an admission 36, 198, 255-257, 658
Consistency and predictability 68, 70, 79-80, 84, 106, 110, 120, 259, 694
Consistency in the types of domain names acquired 718
Consolidation

UDRP 4(f) and Rule 4(c)
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Consolidating complainants 275
Many holders of domain names 275
See also COUNTERFEIT (General Index)
Puppeteer holder of domain names 277
See also CONSOLIDATION COMMON HOLDER (General Index)

Constructive notice 390, 412, 573, 575-576, 646
Consumer confusion and deception
Heavy protection as the distinctiveness of mark grows 20, 423, 526
See also LIKELIHOOD OF CONFUSION (General Index)
Narrow protection as the value of a mark declines 358
Contract disputes See BUSINESS ISSUES OUTSIDE SCOPE OF POLICY (Issues
Index)
Contractual obligations to avoid infringement 52, 55, 57-59, 455, 470, 626
Copyright infringement
Digital Millennium Copyright Act
Take down notice 605
Copyright infringement evidence of bad faith 152, 252, 289, 463, 605
Corporate officers and attorneys
Names do not function as trademarks
No trademark, no standing 370-372
Counter and unsolicited offers  xxi, 161, 504, 507, 715, 721, 726-727
See also UDRP 4(b) (i) (Issues Index)
Counterfeit and pirated goods
Famous and well-known marks
Offering counterfeit goods 604, 617-618
Counteroffering when approached by complainant 161, 174, 726
See also WHO CONTACTS WHOM?
Creation-date respondent  xxii, 174-175, 455, 651, 655, 751, 757
Credibility (incredulity) of evidence 167-168, 549, 637, 643
See also EVIDENCE (OVERSTATING AND MISLEADING); RELIABILITY OF
EVIDENCE (CREDIBILITY)
Credible 165, 169
Not credible 64, 169-171, 539, 547-548, 550, 633
Credible narrative  xvii, 547
Cross-fertilization 69
See also DOMESTICATING PRINCIPLES FROM US DECISIONAL LAW
(General Index)
Curating content of website 171, 461, 709
Cybersquatters See DOPPELGANGERS OR CYBERSQUATTERS
(DISTINGUISHED FROM DOMAIN NAME INVESTORS)
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Cybersquatting See QUINTESSENTIAL (Issues Index)

D

De novo “appeal” to courts of competent jurisdiction  xxi-xxii, 742, 769, 771
Deceptive See DECEIVE, DECEPTION, DECEIT (General Index)
Default in responding See CONSEQUENCES OF DEFAULT (Issues Index)
Deficient of proof
Failing to offer documentary evidence = 21-24, 43, 56, 115, 150, 154, 165, 257, 395,
655, 671
Degree of distinctiveness in the market
Value of mark vs value of domain name independent of mark 135, 477
Delay in giving notice See LIMITATIONS AND LACHES (Issues Index)
Delivery of malware
Malicious registrations ~ xix, 526, 614-615
Demand for probative evidence 85, 245, 334, 540
See also EVIDENTIARY DEMAND (Issues Index), PROBATIVE (General index)
Attorneys statements not evidence 540
Demise of retroactive bad faith ii, iv, vii, ix-xxii, xxv-xxxii, 3-26, 28-80, 82-86,
88-233, 238-242, 245, 247-265, 267-271, 273-323, 325-559, 561-635, 637-791, 793
Demonstrable preparations See UDRP 4(c)(i) (Issues Index)
Some act(s) that demonstrates the assertion 98, 413-417, 478
Denial of having knowledge See IMPLAUSIBLE (Issues Index)
Denial of having knowledge of Complainant or mark See IMPLAUSIBLE, PASSIVE
(Issues Index)
Deprive registrant of its registration 216
See also RDNH AND RULE 15(e)
Derivative of the value of the mark 131-132, 157, 472
See also APPROPRIATING THE VALUE OF THE MARK (Issues Index);
IMPERSONATION TO BENEFIT FROM THE VALUE OF THE MARK (Issues
Index); VALUE OF MARK VS VALUE OF DOMAIN NAME INDEPENDENT
OF MARK (Issues Index)
Descriptive marks
Distinctive 134, 212, 252, 311
Not distinctive 63, 86, 92, 95, 135, 149, 157, 163, 179-180, 185-186, 203, 215, 219,
223, 262, 314, 325, 338, 340-341, 349, 358, 361, 367, 385, 394, 419, 458, 476, 506,
513, 572, 580, 650, 705, 715, 721
Descriptive marks for
Everyday services 512-513, 547
Descriptive meaning undercuts exclusivity 13, 57, 92, 95, 135, 137, 139, 145, 149,
151, 163, 167, 186, 194, 203, 215, 219, 252, 262, 314, 322, 325, 333, 340-342,
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347, 358, 361, 374, 394, 419, 458, 471, 476, 489, 506, 513, 538, 568, 573, 584,
597, 642, 654, 715, 720-721
Descriptive of a business
Lawful registration 139, 361, 389, 450, 538, 578
Descriptive terms, narrow of protection 233, 348, 357-361
Development of a jurisprudence  77-81, 85, 88, 95, 400, 688
Different line of business 468, 470
Directing / Redirecting  xvi, 477
Disclaimer See DISCLAIMER (General Index)
Disclaiming association
Effective disclaimer 424-425
Not effective disclaimer xv, 422-424
disinclination of the courts to take words of ordinary meaning out of common usage
See REPUTATION > WHAT MAKES A MARK DISTINCTIVE? (Issues Index)
Dismissing complaint without prejudice  560-562
See also REFILING COMPLAINT
Distinctive and distinctiveness 135, 139, 219
Distinctiveness in the market (coined terms) x, 149, 154-155, 176, 220, 718
Distinctiveness measured by market presence 129, 156, 189
Distributor and dealership agreement
Within or outside scope of Policy 293, 645
Diverting domain name to a competing website 379, 417, 457, 478, 515-516, 525
Divesting registrants of their domain names
Justified by concrete evidence of bad faith 117, 225, 460, 465, 753
See also EVIDENTIARY DEMANDS
Divesting, not justified 225, 460, 465-466, 753
DMCA take down of websites 605
Doctrine of first come first served See FIRST COME FIRST SERVED
Domain names incorporating two marks 356
Domestication of domestic law 21, 68, 82, 99, 270, 445, 603, 788
Dominant element generic or descriptive See FIGURATIVE MARKS (Issues Index)
Doppelgangers or cybersquatters (distinguished from domain name investors)  xix, 12,
14, 90, 153, 164, 627
Dropped domain name  xxi, 14, 50, 66, 195, 201, 487-488, 490, 702, 705-708
See also PUBLIC AUCTION (General Index and Issues Index)
Dropped domain names See RECOVERING DROPPED DOMAIN NAMES (Issues
Index)
Due diligence (failure by complainant) 638, 722
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Due diligence search to avoid infringement 25, 56, 58, 63-66, 404, 485, 493, 627,
631, 638
See also DUE DILIGENCE (General Index); WILLFUL BLINDNESS (Issues Index)
Duping Internet users 451, 524-528, 612, 615
See also PHISHING, SPAMMING AND RELATED FRAUDULENT SCHEMES
(Issues Index)

Duty to search (when does the duty arise?) 25, 53, 56-57, 60, 66, 404
E

Earlier registered domain names no evidence of common law rights 330
Email, FTP and other domain name uses
Domain names not exclusively used for website xv, 388, 406-407, 460
Employees holding in their own names with permission 296, 444, 477
Employees, vendors, and service providers
Unauthorized registration  294-296, 522
Error before consensus 75, 164, 172, 195, 232, 244, 457, 576, 696
Evidence (overstating and misleading) 164, 539, 599
See also RULE 15(e) RDNH
Evidence of bad faith
Copying complainant's page, trademark, and or copyright logos 605
Evidentiary demands
Significantly greater the weaker the mark 43, 258, 562, 635
Speculation or conjecture 149, 247, 258, 456, 539, 542, 544, 568-569, 596
Expired Registration Recovery Policy (‘ERRP”) 14
Exploitative intent See NO EXPLOITATIVE INTENT; UDRP 4(a)(iii)
Exploitative intent (UDRP 4(b)) 12, 108, 116, 146, 148, 166, 458, 506, 513, 699,
716

Extensions of time to submit responses (only if reason is exceptional) 628

Fabricated evidence 523
See also CONSUMER CONFUSION AND DECEPTION

Failure to prove one of the elements makes further inquiry into the remaining elements
unnecessary 310

Fake goods See COUNTERFEIT AND PIRATED GOODS, OFFERING FAKE
GOODS OF COMPLAINANT (Issues Index)

False association with mark owner See COMMON WORDS AND DESCRIPTIVE
PHRASES, DISCLAIMING ASSOCIATION, NOMINATIVE FAIR USE (Issues
Index); UDRP 4(b)(iv)
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Fame as marker of knowledge 23-24, 43, 129, 135, 141, 144, 151, 212, 310, 388,
564, 570, 572, 714
See also VALUE OF MARK VS VALUE OF DOMAIN NAME INDEPENDENT
OF MARK
Fame defined 129, 142, 144, 147, 310, 370
Family of marks x, 158-159
Famous marks (defined in Lanham Act) 140
See also ASSESSING STRENGTH OF MARK
Fan site 427, 439, 594
Fanciful See STRENGTH BY LEXICAL INVENTION
Figurative marks
Word and design combination
Dominant element xiv, 340-342
First come first served
Doctrine of 167, 225
First come first served doctrine See FIRST TO REGISTER
First come-first served
Doctrine of 161, 163, 195, 197, 292, 321, 330, 333, 680, 712
First to register
First come-first served
Doctrine of 163, 223-226, 476
Doctrine of first come-first served See EXPLOITATIVE INTENT
First use in commerce
Alleged date not evidence  329-330
Forfeiting domain names See DIVESTING REGISTRANTS OF THEIR DOMAIN
NAMES (Issues Index)
Fraudulent schemes See PHISHING, SPAMMING AND RELATED FRAUDULENT
SCHEMES (Issues Index)
Fraudulent transfers UDRP  619-620
Free speech ix, 98, 100, 103, 107-109, 431, 438, 442, 495
Further statements See SUPPLEMENTAL SUBMISSIONS

General Data Protection Regulation  vii, 29, 31
See also GDPR
General powers of the Panel 234, 242, 247, 284-285, 534
See also RULE 12 PROCEDURAL ORDER (Issues Index)
Generic words
Combined into distinctive phrases 134-135

Generic words creating generic phrases
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Noninfringing 23, 65, 115, 155, 189, 209, 216, 218, 697

Generic, Descriptive See GENERIC WORDS CREATING GENERIC PHRASES
(Issues Index)

Geographic location of services See UDRP 4(b)(iv)

GoDaddy Registration Agreement See OWNERSHIP OF DOMAIN NAMES > NO
OWNERSHIP

Good faith registration See BETTER RIGHT THEORY > NO BETTER RIGHT TO
DOMAIN NAME REGISTERED IN GOOD FAITH

Good faith registration followed by bad faith use 464-466

Goodwill and reputation  143-144

Goodwill and reputation (does not travel outside of its market) 150, 390, 678
See also REPUTATION > WHAT MAKES A MARK DISTINCTIVE?

Goodwill and reputations See MARKS ASSOCIATED WITH A PARTICULAR
OWNER

Grammar See PUNCTUATION, HYPHENS, AND SPACES

Heritable See RIGHTS SURVIVING DEATH (Issues Index)

Higher duty for bulk transfers  60-63, 626

Historical information redacted (lack of creation-date registrant and registration date of
successor) 29-31

Identity theft See NAME REDACTED

Impersonation (false impression of an association) xv-xvi, 88, 101, 431, 433, 437,
440, 451, 485, 495-496, 524-525, 527-528

Impersonation and pretextual See IMPERSONATION, PRETEXTUAL (General
Index)

Impersonation to benefit from the value of the mark See ATTEMPTING TO
ATTRACT (Issues Index)

Impersonation to commit fraud See PHISHING AND OTHER FRAUD (Issues
Index)

Implausible

Denial of having knowledge of complainant = 26, 55, 143, 166, 173, 467, 542, 546,
573, 631-632, 790

Implausible reason for acquiring the domain name 546, 699, 755

In mind See MARK “IN MIND” AND TARGETING (Issues Index)

In rem jurisdiction xxi, 19-20, 39, 45-46, 138, 544, 619, 733, 742-746, 765,
778-780
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in the record 63, 145, 159, 173, 258, 269, 278, 294, 309, 317, 372, 401, 456, 505,
542, 570, 580, 625

Inadvertent failure to renew domain name See DROPPED DOMAIN NAME (General
Index and Issues Index)

Increased recognition of Panel’s Obligation under Rule 15(e)  xx, 666, 675-676,
680-681

Inferences (drawing from material and/or circumstantial evidence See RULE 14(b)
DRAWING INFERENCES

Infringement, but not of this complainant See UNRELATED THIRD PARTY (Issues
Index)

Initial interest confusion  xvi, xxviii, 100-102, 365, 422, 442-444

Initiating contact See WHO CONTACTS WHOM?

Offering to sell disputed domain name See UDRP 4(a)(iii) and UDRP 4(b)(i) (Issues
Index)

Injunctive relief See EX PARTE INJUNCTION (General Index); INJUNCTION
(General Index); SUING FOR INJUNCTIVE RELIEF (Issues Index); SUING FOR
INJUNCTIVE RELIEF (Issues Index)

Insufficiency of proof 332, 453, 534
See also EVIDENTIARY DEMANDS; FAILING TO OFFER DOCUMENTARY
EVIDENCE (Issues Index)

Intent to profit  732-735, 738-739

Internet archive See WAYBACK MACHINE (Issues Index)

Investing in domain names 394, 503
See also ARBITRAGING DOMAIN NAMES AS A BUSINESS (Issues Index)

Invitation to refile complaint 557, 560-562
See also Refiling complaint

J

Jurisprudential Overview 67-68, 70, 99
See also WIPO OVERVIEW 1.0, WIPO OVERVIEW 2.0, WIPO OVERVIEW 3.0

K
Knowledge See ACTUAL KNOWLEDGE VERSUS CONSTRUCTIVE NOTICE

(Issues Index)

L
Laches See LIMITATIONS AND LACHES
Landing page xvi, 479, 481, 483
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Laundering past infringement 146
See also ALTERING USE OF A DISPUTED DOMAIN NAME AFTER NOTICE
OF ALLEGED INFRINGEMENT
Lawful offers to sell, rent, etc. 499
See also UDRP 4(b)(i) RESPONDENT
Legitimate interests See RIGHTS OR LEGITIMATE INTERESTS, UDRP 4(a)(ii),
REBUTTING PRIMA FACIE CASE (General Index, Issues Index)
Leverage 769
leverage See LEVERAGE (General Index)
Lexical choices associated with one particular mark owner 148, 176-177
Lexical commonplace See MONOPOLIZING (General Index and Issues Index)
Liability of Domain Name Registrar
No liability 763
Licensee See A SUFFICIENT NEXUS TO CLAIM A RIGHT (Issues Index)
Likelihood of Confusion xvii, 520-522
Limitations and laches
Effect of delay in giving notice or commencing proceedings 132
Favoring Complainant  588-590
Favoring Respondent  xviii, 590-591, 593-595
Limited Panel research
Rules 10 and 12 30, 237-239, 242
Limits to speech? 437-439, 464
Local law 21, 105-106, 110, 272
See also RULE 15(a)

Mark “in mind” and targeting
Intentional (bad faith) conduct 86, 149, 206, 349, 457-458, 468-469
Mark “in mind” and targetting See TARGETING EXCUSED BY FAIR USE
Mark associated with a particular owner  xiii, 327
Marks associated with a particular owner  134-135, 137-142, 144, 148, 152-153, 155,
158
See also LEXICAL CHOICES ASSOCIATED WITH ONE PARTICULAR MARK
OWNER
Marks having no association with any particular owner 24, 137, 145, 150, 154, 229
Mind (“in mind”) and targeting 466
Misleading or omission of evidence 639
See also EVIDENTIARY DEMANDS > SIGNIFICANTLY GREATER THE
WEAKER THE MARK; RULE 15(e) RDNH
Misreading the Policy terms See RULE 4(b)(i) (Issues Index)
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Monopolizing
Registering a trade or service mark not ownership of lexical choice 180, 182, 184
Monopolizing (law against) 95, 123, 186, 194, 203, 701, 767
Registering a trade or service mark not ownership of lexical choice 83, 95, 179-184,
186, 194, 203-204
Monopoly See OF WORDS (General Index and Issues Index); REGISTERING A
TRADE OR SERVICE MARK NOT OWNERSHIP OF LEXICAL CHOICE
(General Index and Issues Index)
Mutual jurisdiction 44, 49, 101, 106, 110, 405, 740
See also RULE 3(b)(xii) Mutual Jurisdiction (Issues Index); UDRP PARA. 4(k) (Issues
Index)
MX exchanger records and other techniques for committing fraud  529-530

Name redacted
Identity theft  248-249
Narrow class of complaints See OUTSIDE SCOPE OF POLICY
More appropriate for court of court of competent jurisdiction 28-29, 35, 38-39, 69,
91, 251-252, 289, 292, 298, 323, 366, 437
Outside scope of Policy  8-9, 21
Within scope of Policy 253
Negotiations over domain names
Without prejudice 582
No actionable claim
No reason to grant complainant standing 336, 345, 656
No exploitative intent See UDRP 4(b)(i)
No exploitative intent (UDRP 4(c)(i)) 167
Nominative fair use
Not fair where website conveys a false impression of association or
sponsorship  450-451, 524
Referential use permissible but limited — xvi, 445-448, 450-451
Non distinctive marks demand greater proof of targeting 24, 146, 148-150, 153-154,
458
Non use of Domain Name 176
Noncommercial use (Trademark law) 731
Nonexclusive remedy for cybersquatting 28
not an intuitive combination of words 157
Not currently in active use See ASSESSING THE DATE FROM WHICH 4(a)(i)
AND 4(a)(ii) ARE MEASURED
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0

P

Objective assessment of the facts 19, 25, 156, 177, 360, 491, 519, 568, 663, 732
Objective test of intent See SUBJECTIVE / OBJECTIVE INTENT (Issues Index)
Offering fake goods of complainant
Famous and well-known marks
Fake not counterfeit goods 618
Offering for sale following registration 461
See also WHO CONTACTS WHOM? (Issues Index)
One of a kind versus none of a kind 148, 155, 184, 188, 208, 490, 493
Outside of scope of Policy
Complaint dismissed 251, 253, 293, 761
Outside scope of Policy
Subdomains 601
Overreaching mark owner See DE NOVO “APPEAL” TO COURTS OF
COMPETENT JURISDICTION (Issues Index)
Overreaching mark owner’s rights 750
Opverstates goodwill and reputation 655
See also EVIDENCE (OVERSTATING AND MISLEADING)
Ownership
No ownership of domain names 14, 50
Ownership of language See MONOPOLIZE (Issues Index); REGISTERING A
TRADE OR SERVICE MARK NOT OWNERSHIP OF LEXICAL CHOICE
(Issues Index)
No exclusivity  x, 184-186, 188-189
No ownership  x, 179, 184, 692
Owning what (grammatical parts)?  202-204, 350

Paragraph 4(k), the meaning of transfer 742
Paramountcy of statutory rights over contract rights  129-130, 135
Parties geographically separated
Does reputation travel to distant markets?  23-25, 154, 177, 320
Parties’ requests
Suspend or terminate proceedings 263
Passive holding See TELSTRA TEST
Inconceivable to be used in good faith 459
No presumptive bad faith 394, 459-460
Not possible to conceive of any plausible use 90, 119, 155, 458-459, 788
Plausible legitimate use 406, 459-460
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Passive use, an oxymoron? 90
See also PASSIVE HOLDING
Pattern of bad faith conduct 62, 267, 394, 452, 503, 508-510, 513, 771
See also UDRP 4(b) (Issues Index); UDRP 4(b)(ii) (Issues Index)
Pattern of Conduct 267, 363, 394, 503, 508, 510-511, 698, 771
Pay Per Click
Is hyperlinking permissible?  xv-xvi, 13, 418, 478-479, 481, 483
See also REGISTRAR LANDING PAGE (General Index)
Pay per click
Errant links insufficient to prove cybersquatting  420-421
Meaning consistent with word(s) 418-420, 703
Pending application or supplemental register See STANDING TO MAINTAIN
PROCEEDING (Issues Index)
Personal names 75-76, 88, 103, 134, 186, 200-201, 204-205, 207, 323, 326,
369-370, 374, 677,752
See also SCHMIDHEINY (General Index)
Personalized email See ACTIVE WEBSITE NOT THE ONLY LEGITIMATE USE
(Issues Index)
Phishing, Spamming and Related Fraudulent Schemes 248
See also DELIVERY OF MALWARE
Payment instruction fraud  525-527, 612-614
Plausible acquisition 26, 76, 170, 187, 199, 369, 459, 539, 571
Pleadings
But for it would have prevailed 537
See also REFILING COMPLAINT (Issues Index)
Deficiencies of proof 537, 641-642
Political speech 441
See also UDRP 4(c)(iii) (Issues Index)
Politician (Merely a) 376
Postdating See UDRP 4(a)(iii) and 4(b) RESPONDENT (Issues Index)
Postdating domain name registration 476
Precedential but not precedent  67-68, 74-75, 79
Predates (mark postdates domain name registration) 91, 167, 174, 226, 322, 333,
391, 427, 476, 493, 544
Prejudice See NEGOTIATIONS OVER DOMAIN NAMES, WITHDRAWING
COMPLAINT WITH OR WITHOUT PREJUDICE (General Index, Issues Index)
Pretextual purpose  xvi, 107, 109, 198, 434, 437, 441, 532
Pricing of domain names
Evidence of targeting 497-498, 691
See also WHO CONTACTS WHOM:? (Issues Index)
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Not an issue 161
Pricing, a misconceived issue 499, 505, 721-722, 726-727
Not a determinative factor of bad faith  xxi, 161, 174, 499, 505, 518, 544, 604, 680,
717,719, 721, 723, 726-727
Prima facie case, Defining  378-380, 382
Primary market 688
See also SECONDARY MARKET
Privileged communications See CONFIDENTIAL AND PRIVILEGED
COMMUNICATIONS (Issues Index); IMPERSONATION (Issues Index)
Profit from complainant’s goodwill
Evidence of 4, 35, 111, 116, 138, 146, 163, 206, 212, 252, 296, 419, 424, 433, 497,
501, 506, 512, 709, 738-739
No evidence of 92, 161, 165, 211, 216, 503, 689, 697
Protectability of marks 213, 225, 227, 320, 349, 374, 390, 492, 678
See also CONSUMER CONFUSION AND DECEPTION > NARROW
PROTECTION AS THE VALUE OF A MARK DECLINES
Protection of mark, degree of protection 6, 20, 123, 135, 137, 157-158, 180, 183,
213, 303, 310, 334, 340, 342, 349, 358, 371, 376, 701-702, 748, 784
Protection of trademark (to what extent?) 129, 135, 137, 142
provides a fruitful source of precedent 77
Proving contentions 81, 258, 453-454, 456-458, 535, 539-540, 542, 548, 638, 681
Public auction See DROPPED DOMAIN NAME (General Index and Issues Index)
Public auctions See DROPPED DOMAIN NAMES
Challenging registration and use 65, 155-156, 195, 217-218, 396, 490, 495, 634,

672,705

Punctuation, hyphens, and spaces  191-192, 368, 607-608
Q

Quintessential

Cyberquatting 12, 490, 604, 616, 765

R

RDNH heavy and light See OVERREACHING MARK OWNER’S RIGHTS (Issues

Index)

RDNH not requested See RULE 15(e) RDNH

But sanctionable conduct but found in the record xx, 685, 687
Rebranding predating acquisition of domain name

No better right 175, 260

Rebranding subsequent to domain name
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No better right 40, 91, 161, 173-174, 756
See also BETTER RIGHT THEORY (Issues Index)

Reclaiming domain names from employees, vendors, and Providers 294, 296
Recovering dropped domain names 193, 702, 705
See also DROPPED DOMAIN NAMES (General Index and Issues Index)
Redacted name See IDENTITY THEFT (Issues Index)
Redaction 248-249
Referential See ADDITION OF WORD REFERENTIAL TO COMPLAINANT
Reinforces targeting complainant's mark 33, 285, 352
Refiling complaint
Rules for reconsideration 40, 245, 288, 554-561, 673
See also RES JUDICATA (General Index)
Registering a trade or service mark not ownership of lexical choice 131, 182
Registrar Registration Agreement

Registration for a renewable term
Right to use domain name dissolves on nonrenewal of agreement 50

Representations of lawful registration  50-52, 54, 59, 61-63, 66, 135, 455, 470, 620,
631
Registration See UNBROKEN CHAIN OF POSSESSION
Rejected arguments (Complainants) 56, 97, 113, 127, 138
Rejected arguments (Respondents) 25, 82, 105, 158
Related persons or entities See STANDING TO MAINTAIN PROCEEDING (Issues
Index)
Reliability of evidence (credibility) 187, 255, 519, 541-542
Remedy for overreaching
ACPA
RDNH heavy and light 750
RDNH heavy and light 749
Renewal of registration
Measuring the date from which to determine bad faith 14, 80, 113, 122, 126, 455,
463, 659
Reputation
Niche market 75, 144, 169, 226
What makes a mark distinctive?  xvi, 63, 82, 129, 133-135, 137-138, 143, 147, 150,
157, 159, 180, 194, 477, 628, 630, 653, 655, 710, 724
Reputation is a matter of proof
Standard of proof  xviii, 516, 550-554
Request to withdraw complaint  xii, 264, 653, 661
See also WITHDRAW COMPLAINT
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Res judicata See REFILING COMPLAINT > RULES FOR RECONSIDERATION
(Issues Index)
Researching history See WAYBACK MACHINE (Issues Index)
Respondent
Offers to sell to specific parties 498
Respondent disclosed (also see Anonymity) 32-33
Respondent’s consent to transfer
Transferred without assessment of Para. 4(a) elements 263, 267-268, 276, 470
Retroactive bad faith (debunked theory of) ix, 69, 80, 88, 97, 113, 117-119,
121-123, 127, 304, 395, 627, 633, 669
Reverse Domain Name Hijacking See RULE 15(e) (Issues Index)
Reversing, transposing, omitting letters 367
See also TYPOSQUATTING (General index, Issues Index)
Rights or legitimate interests
Has rights or legitimate interests 85, 172, 193, 377-378, 382, 390-391, 394-395,
400, 476, 553, 587, 650, 656, 688, 716
Lacks rights or legitimate interests 379, 382, 399, 433, 485, 631
Rights surviving death
Legal transfer of rights 404
Rise and development of a jurisprudence

Construing the Policy
Building consensus around multiple issues  67-75, 77, 80-81, 83, 112

Law as process 83
Risk of harm by those who intend to inflict it
Unlawful and dishonest purposes  522-523, 525-527, 613, 615
Rule 1 Holder of domain name
Proxy listed as registrant in Whois directory
Proxy stands in as registrant  32-33
Rule 3(b)(xii) Mutual Jurisdiction
Condition for maintaining UDRP
Complainant "will submit" to personal jurisdiction if UDRP award

challenged 44-46, 740, 745
Rule 3(xiii) and Rule 5(c)(viii)
False certification (or none) 594, 636-638, 640, 643

Rule 4(b)(i)

Misreading the Policy terms 124
Rule 11(a)

Default language is English  268-269
Rule 12

Procedural Order
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Discretionary not to order  xii, 245
Discretionary to Panel
To be used with caution 175, 240, 243-246, 260
Unrequested discouraged  xii, 242-246, 305
Unrequested submissions
Discretionary to Panel accept supplemental submission
Only in exceptional circumstances 243, 245, 248
Rule 14(b) Drawing inferences
Absence of direct evidence
Reasonable to draw inferences 59, 77, 206-207, 621-622, 729
Rule 15(a)
UDRP law not centric to any national laws
Domestication of principles deemed applicable xii, 21, 68-69, 104-105, 270, 404
Rule 15(¢) RDNH
Conduct that constitutes abuse
Misleading the Panel 676-677, 683

Plan B conduct 659, 674, 679
Preexisting rights 405, 474, 642, 650, 658, 663, 669, 671-673, 675, 679
Conduct that supports RDNH
Definition 676, 680
General considerations 657, 660-661, 667, 669, 684-685
Misleading or omission of evidence xx, 635, 677-678, 683, 687
Not requested
Found based on the clear evidence 682
Found based on the clear evidence in the record 81, 658, 681-682, 684
Definition  657-658, 663, 674-676
Obligation to rule
Whether or not requested or respondent appears 81, 661, 681-682, 685-687
Rule 17
Consent to transfer overridden 263, 266-267
Transferring domain name as requested by the parties 267
See also RESPONDENT'S CONSENT TO TRANSFER
RULE 18(a) xiii, 298
Rules 4(a)(iii) and 4(b)(iv) See BINARY VERSUS UNITARY

S
Sales and advertising figures 322, 324, 329, 332, 622, 645, 654
See also ADVERTISING AND SALES FIGURES (Issues Index)
Scope See NARROW CLASS OF COMPLAINTS (General Index and Issues Index)
Scope of Policy See NARROW CLASS OF COMPLAINTS (Issues Index)
Limited to cybersquatting  8-9, 17, 21, 252, 429, 435, 604
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Outside of scope See TRADEMARK INFRINGEMENT AND OTHER CLAIMS
OUTSIDE SCOPE OF POLICY
Outside scope of Policy  xxxi, 16-17, 34-35, 93, 123, 179-180, 203, 250-252, 342,
349, 428, 468, 521, 601-602, 700-702, 761, 774
Secondary market 222,712,714
Secondary meaning See SALES AND ADVERTISING FIGURES (Issues Index)
Secondary meaning for common law rights
Required evidence  xiii, 307, 313, 315, 320, 322, 324, 326-327, 329, 331, 333-334,
338, 374, 598, 654-655
Selling on the secondary market 13, 211, 688-689, 692-694, 696-697, 716, 718, 720
Selling would require respondent to rebrand 174
Settlement discussions 582
See also NEGOTIATIONS OVER DOMAIN NAMES (Issues Index)
Shifting burden See BURDEN OF PROOF
Short strings of letters

Coincidentally corresponding to acronyms of marks
Favor respondents except evidence of targeting  227-228, 230-231

Corresponding to acronyms of marks
Favor mark owners on evidence of targeting  231-232
Similar and confusing vs Likelihood of confusion
Distinction between the two = 520-522
Small differences
Adding, subtracting letters or words or doing nothing to common words
Very limited protection x, 172, 179, 191-193, 201, 608, 610, 646
Small differences and confusing similarity 172
See also SMALL DIFFERENCES MATTER (Issues Index)
some have drawn a line in the sand when the tenor of the website content
changes 436
Speculation See ARBITRAGING DOMAIN NAMES AS A BUSINESS (Issues Index)
Standard of proof See BLACK’S LAW DICTIONARY; REPUTATION IS A
MATTER OF PROOF (Issues Index)

Standing
Not distinctive at the time of the registration of the domain name 734-7306,
741-742
Standing regardless of different national jurisdictions See A SUFFICIENT NEXUS TO
CLAIM A RIGHT

Outcomes depend on the facts  22-26
Standing to maintain proceeding

Pending application or supplemental register
Rights not matured to mark 338-340
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State registrations  313-314
Statute of limitations 132, 588
See also EFFECT OF DELAY IN GIVING NOTICE OR COMMENCING
PROCEEDINGS (General Index and Issues Index); LACHES (Issues Index)
Stock ticker symbol 307, 328
Strength by lexical invention
Fanciful 57
Sub and other domains out of Policy’s scope 357, 600-601
Subdomains 600-601
Subject matter jurisdiction (UDRP)  vii, 17, 26, 28, 48, 250, 750
Subjective / Objective Intent 25, 177, 258, 518, 553, 683
Suing for injunctive relief
For order directing registrars to transfer domain names 733
Is it premature to commence an action if "transfer" has not taken place? 742
Supplemental register
No actionable claim 686, 741
See also STANDING TO MAINTAIN PROCEEDING
Supplementary submissions  245-247, 534
Swiftness of offering a domain name for sale See OFFERING FOR SALE
FOLLOWING REGISTRATION

Taking (not taking) advantage of trademark value 458, 691
Taking advantage of trademark value 367, 516, 609
See also CAPITALIZE (General Index)
Targeting (No targeting) See DIFFERENT LINE OF BUSINESS. “IN MIND” AND
TARGETING
Targeting excused by fair use 428, 466
See also MARK “IN MIND” AND TARGETING
Telstra test
Inconceivable to be used in good faith 76, 459-460, 534, 543, 672
They are acts that on an objective accounting are intentionally designed 606
Third level domains  600-601
Timing of first use in commerce  xiii, 326
to require bad faith at the time of registration or acquisition of the disputed
domain 121
to which the mark is entitled 179-180
Tort (continuing) see Laches 132
Trade and service mark
What makes a mark distinctive? See MARKET VALUE (General Index)
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U

Trade names functioning as trade or service marks xi, xiv, 187, 212, 227, 338, 369,
654
Protected rights  372-373
Trade names functioning as trademark See COMMON LAW RIGHTS,
SECONDARY MEANING (General Index and Issues Index)
Trademark infringement
Outside scope of Policy 186, 194, 253
Trademark infringement and other claims See NARROW CLASS OF COMPLAINTS
> OUTSIDE SCOPE OF POLICY
Trademark infringement and other claims outside scope 9, 619
See also SCOPE OF POLICY > OUTSIDE THE SCOPE OF POLICY
Trademark Manual of Examining Procedure 324
Trademark rights to words 135
See also MONOPOLIZING (Issues Index)
Trademarks protected (distinctive in the marketplace) 82
Transferring domain names See DIVESTING REGISTRANTS OF THEIR DOMAIN
NAMES (Issues Index)
Typosquatting
Inverted or revered 367
Inverted or reversed 354
Omissions of letters 367, 609
Qwerty keyboard 192, 608
Substitution 192, 347

UDRP 4(a)(i) 1st factor
What evidence satisfies common law rights?  xiii-xiv, 7, 88, 129, 224, 238, 313-314,
320-321, 324, 326-327, 333-334, 338, 347, 369-370, 372-374, 457, 598, 654, 786
When do trade and service marks ripen?  xiii, xv, 310, 312, 315-316, 318, 401, 665
UDRP 4(a)(i) 2nd factor

Low bar
Failing to clear the bar  xiii, 307, 309, 749

When does totality of facts inform confusing similarity? 362

When is similar confusing?  xiv, 172, 347, 352, 357, 359
UDRP 4(a)(ii) Complainant

Proving prima facie case  xiv, xvi, xviii, 147, 381, 385, 387, 415, 450, 570, 579
UDRP 4(a)(ii) Respondent

Rebutting prima facie case  xiv-xvi, xxviii, 7, 93, 143, 365, 388, 392, 425, 427,

445-446, 448-451, 496, 509, 511, 739

UDRP 4(a)(iii) and 4(b) Respondent 193, 716
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Good faith registration  xvii, xxi, 14, 50, 66, 487, 505, 706
UDRP 4(a)(iii) and UDRP 4(b)(i) Initiating contact
Offering to sell disputed domain name  xvii, 136, 144, 162, 499, 719, 723
UDRP 4(a)(iii) and UDRP 4(b)(iii) Complainant
Who are competitors? 515, 563
UDRP 4(a)(iii) and UDRP 4(b)(iv) Complainant
What is "likelihood of confusion”  xvii, 520, 529
UDRP 4(a)(iii) Complainant
Proving conjunctive bad faith  xvi-xvii, xxvii, 90, 94, 99, 232, 457-460, 468,
477-478, 484, 516, 520, 580, 700
See also CONJUNCTIVE BAD FAITH (General Index)
UDRP 4(a)(iii) Respondent
Lack of abusive registration evidence  xvi, 489
UDRP 4(b)(i) Complainant
Contractual obligations to avoid infringement
Exploitative registrations of domain names 62, 145, 501, 629, 709
UDRP 4(b)(i) Complainant or Respondent See WHO CONTACTS WHOM? (Issues
Index)
UDRP 4(b)(i) Respondent See LAWFUL OFFERS TO SELL, RENT, ETC.
Avoiding infringement
No exploitative intent 63, 628, 630, 633
Complainant initiatives and no suggestion of infringement  499-500, 630
Offers to sell to specific parties 498-499, 518, 691
Who among many have a better righe?  123-125, 701
UDRP 4(b)(ii) Complainant
Evidence of bad faith 509, 511
UDRP 4(b)(ii) Respondent
Not Commonly known by
Fails to satisfy rebuttal burden 425
UDRP 4(b)(iii)  xvii, 514
UDRP 4(b)(iv)  xvii, 453, 498, 516, 518-520, 691
Factors determining bad faith 516
Geographic location of services 512-513, 547
UDRP 4(c) Respondent See DEMONSTRABLE PREPARATIONS (Issues Index)

Alternative defenses, anyone of which
Satisfies rebuttal burden 392
Common lexicon

Alternative defenses, anyone of which

Satisfies rebuttal burden 393, 425, 427
UDRP 4(c)(i) See DEMONSTRABLE PREPARATIONS (Issues Index)
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Mala fide use  396-397

UDRP 4(c)(i) Before notice
Bona fide use 384, 393-396, 672
UDRP 4(c)(ii) Complainant
Does not satisfy rebuttal burden 392
UDRP 4(c)(ii) Respondent See UDRP 4(c)(ii) RESPONDENT (Issues Index)
Commonly known by business name
Satisfies rebuttal burden 426
Commonly known by nick name
Satisfies rebuttal burden 393, 426
Commonly known by personal name
Satisfies rebuttal burden 392, 427
UDRP 4(c)(iii)
Legitimate noncommercial or free speech
Protected if conveyed in the right form
Abusive registration if in wrong form 429, 432, 434
Right form if not pretextual
Abusive registration if in wrong form  ix, xxviii, 78, 107, 109-111, 387,
431, 434-435, 438, 442, 448, 495
Political speech
Not sufficient to overcome respondent's intentions 441
UDRP 4(c)(iii) Respondent
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